
ACC Charlotte: 
Why and How to Police your 

Intellectual Property
Brought to you by Shumaker’s Intellectual Property Team

Moderated by: Patrick B. Horne
Panelists: Christina Davidson Trimmer, Katie Gromlovits, Tom BenGera, with 

guest Burgin Hardin from Boy Scouts of America
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Katie Gromlovits

• Duty to enforce
• Retain brand value
• Prevent loss of rights
• Prevent consumer confusion
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Why should trademark owners police their 
marks?



Katie Gromlovits
Burgin Hardin

• Search engine/internet searching
• USPTO TESS searching
• Domain name searching  (Whois information)
• Being knowledgeable about the field and competitors/competitors’ marks
• Google® alerts
• Making employees aware of trademarks and how to spot confusion issues
• Watch Services
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How should trademark owners police their 
marks?
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https://www.crossfit.com/iptheft

https://www.crossfit.com/iptheft


Christy Trimmer

Additional Business Considerations:
• What is the scope and extent of the infringing use?
• Is it a fair use (descriptive use)?
• Is it negatively affecting your business or your sales?
• What is the geographic scope of their use?
• Who is the infringer? 
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How should counsel assess the risk of a potential 
infringement? 



Christy Trimmer
The Likelihood of Confusion Factors:
(1) The strength or distinctiveness of the plaintiff’s mark as actually used in the 

marketplace;
(2) The similarity of the two marks to consumers;
(3) The similarity of the goods/services that the marks identify;
(4) The similarity of the facilities used;
(5) The similarity of advertising used;
(6) The defendant’s intent;
(7) Actual confusion;
(8) The quality of the defendant’s product; and
(9) The sophistication of the consuming public.
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How do I assess the risk of a potential infringement? 



Burgin Hardin

Business Considerations:
• Company budget
• Company’s tolerance for disputes and litigation
• Relative value of the mark-at-issue to the coverall business
• Reputational risk/harm to brand value
• Identity of the “infringer” and type of “infringement”
• The “optics” of enforcement
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As in-house counsel, how do you set your 
company’s enforcement priorities? 



Christy Trimmer

• Make sure you have priority!
• Be aware of the possible declaratory judgment action.
• Be prepared to follow-through.
• Be aware of timing as it relates to potential defenses of laches or 

acquiescence down the road.  
• Consider your tone.  
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If I discover a potential infringer, what should I 
consider before sending a cease and desist letter?



Christy Trimmer

Dilly Dilly Video
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Cease and
Desist Letters

https://youtu.be/xoq5MCzKqk4


Christy Trimmer

• Cease and Desist Letter
• Informal or third party approaches (take down procedures)
• If federal trademark application is pending – TTAB
• If involving a web domain – UDRP
• If involving importation of infringing goods – ITC
• Litigation
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What are some different options for dealing with a 
potential infringement concern?



Tom BenGera

• Develop, maintain an accurate database of all patents in order to: 
• Pay maintenance fees
• Keep track of inventors
• Prevent abandoned applications

• Mark your products (35 U.S.C. § 287)
• Puts infringers notice
• Failure to mark can limit potential damages
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What You Can do in Preparation for Policing Your 
Patents



Tom BenGera

• Sales personnel are often in the best position to identify new 
products
• But they are often not the ones thinking about patent enforcement

• Benefits of a healthy communication between sales and IP counsel:
• Notice – IP counsel should know what sales reps are aware of
• Curating what sales reps are saying about the competition
• Potential to file a continuation to read on new products
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Policing for Infringers using Internal Resources



Tom BenGera

• Long term strategy
• Willing to license or prefer exclusivity?
• How many other competitors are there?
• When does the patent expire?
• Assume any license will be discovered in future litigation

• Put the alleged infringer on notice
• Starts the clock for certain damages
• Careful not to create declaratory judgment jurisdiction
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What To Do Once You Identify A Potential Infringer



Katie Gromlovits
Burgin Hardin

Christy Trimmer

• As early as possible
• As part of trademark portfolio management
• Could affect filing strategies
• Better outcome likely if problematic marks found early
• Stronger case for trademark owner if timely policing
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(BONUS QUESTIONS) Why should counsel focus 
early and often on its trademark portfolio?



ØPatrick B. Horne- Partner, Intellectual Property Practice Co-
Administrator

ØChristina (Christy) Davidson Trimmer - Partner, Innovation Lab Chair
ØKatie Gromlovits – Partner, Certified Trademark Specialist by the 

North Carolina Bar Board of Legal Specialization 
ØTom BenGera – Intellectual Property Litigation 
ØBurgin Hardin - Associate General Counsel, Boy Scouts of America
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Thank you
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