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ordinary meaning.” Id. Second, “the presumption

also will be rebutted if the inventor has disavowed or

disclaimed scope of coverage, by using words or

expressions of manifest exclusion or restriction,

representing a clear disavowal of claim scope.” Id.

The Texas Digital court explained that it advanced

the methodology set forth in *1320 that opinion in an

effort to combat what this court has termed “one of
the cardinal sins of patent law-reading a limitation

from the written description into the claims,” SciMed
Life Sys., 242 F.3d at 1340. The court concluded

that it is improper to consult “the written description

and prosecution history as a threshold step in the

claim construction process, before any effort is made

to discern the ordinary and customary meanings

attributed to the words themselves.” Texas Digital,
308 F.3d at 1204. To do so, the court reasoned,

“invites a violation of our precedent counseling

against importing limitations into the claims.” Id.
Summarizing its analysis, the Texas Digital court

stated:

By examining relevant dictionaries, encyclopedias,

and treatises to ascertain possible meanings that

would have been attributed to the words of the claims

by those skilled in the art, and by further utilizing the

intrinsic record to select from those possible

meanings the one or ones most consistent with the

use of the words by the inventor, the full breadth of

the limitations intended by the inventor will be more

accurately determined and the improper importation

of unintended limitations from the written description
into the claims will be more easily avoided.

Id. at 1205.

B

Although the concern expressed by the court in Texas
Digital was valid, the methodology it adopted placed

too much reliance on extrinsic sources such as

dictionaries, treatises, and encyclopedias and too
little on intrinsic sources, in particular the

specification and prosecution history. While the

court noted that the specification must be consulted

in every case, it suggested a methodology for claim

interpretation in which the specification should be

consulted only after a determination is made, whether

based on a dictionary, treatise, or other source, as to

the ordinary meaning or meanings of the claim term

in dispute. Even then, recourse to the specification

is limited to determining whether the specification

excludes one of the meanings derived from the

dictionary, whether the presumption in favor of the

dictionary definition of the claim term has been

overcome by “an explicit definition of the term

different from its ordinary meaning,” or whether the

inventor “has disavowed or disclaimed scope of

coverage, by using words or expressions of manifest

exclusion or restriction, representing a clear

disavowal of claim scope.” 308 F.3d at 1204. In

effect, the Texas Digital approach limits the role of

the specification in claim construction to serving as a
check on the dictionary meaning of a claim term if

the specification requires the court to conclude that

fewer than all the dictionary definitions apply, or if

the specification contains a sufficiently specific

alternative definition or disavowal. See, e.g., Texas
Digital, 308 F.3d at 1202 (“unless compelled

otherwise, a court will give a claim term the full

range of its ordinary meaning”); Nystrom v. TREX
Co., 374 F.3d 1105, 1111-13 (Fed.Cir.2004)

(ascertaining the “full range” of the ordinary meaning

of the term “board” through a collection of dictionary
definitions, and stating that those candidate

definitions should be removed from consideration

only if they were “disclaimed” in the written

description or prosecution history); Inverness Med.
Switz., 309 F.3d at 1379 (claim should be construed

to encompass multiple dictionary meanings unless

“the specification or prosecution history clearly

demonstrates that only one of the multiple meanings

was intended”). That approach, in our view,

improperly restricts the role of the specification in

claim construction.

Assigning such a limited role to the specification, and

in particular requiring *1321 that any definition of

claim language in the specification be express, is

inconsistent with our rulings that the specification is

“the single best guide to the meaning of a disputed

term,” and that the specification “acts as a dictionary

when it expressly defines terms used in the claims or

when it defines terms by implication.” Vitronics, 90

F.3d at 1582; Irdeto Access, Inc. v. Echostar Satellite
Corp., 383 F.3d 1295, 1300 (Fed.Cir.2004) (“Even

when guidance is not provided in explicit definitional
format, the specification may define claim terms by

implication such that the meaning may be found in or

ascertained by a reading of the patent documents.”)

(citations omitted); Novartis Pharms. Corp. v.
Abbott Labs., 375 F.3d 1328, 1334-35 (Fed.Cir.2004)

(same); Bell Atl. Network Servs., Inc. v. Covad
Communications Group, Inc., 262 F.3d 1258, 1268

(Fed.Cir.2001) (“[A] claim term may be clearly

redefined without an explicit statement of

redefinition.”).

The main problem with elevating the dictionary to
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such prominence is that it focuses the inquiry on the

abstract meaning of words rather than on the meaning

of claim terms within the context of the patent.

Properly viewed, the “ordinary meaning” of a claim

term is its meaning to the ordinary artisan after

reading the entire patent. Yet heavy reliance on the

dictionary divorced from the intrinsic evidence risks

transforming the meaning of the claim term to the

artisan into the meaning of the term in the abstract,
out of its particular context, which is the

specification. The patent system is based on the

proposition that claims cover only the invented

subject matter. As the Supreme Court has stated,

“[i]t seems to us that nothing can be more just and

fair, both to the patentee and the public, than that the

former should understand, and correctly describe, just

what he has invented, and for what he claims a

patent.” Merrill v. Yeomans, 94 U.S. at 573-74. The

use of a dictionary definition can conflict with that

directive because the patent applicant did not create
the dictionary to describe the invention. Thus, there

may be a disconnect between the patentee's

responsibility to describe and claim his invention,

and the dictionary editors' objective of aggregating all

possible definitions for particular words.

Although the Texas Digital line of cases permit the

dictionary definition to be narrowed in some

circumstances even when there is not an explicit

disclaimer or redefinition in the specification, too

often that line of cases has been improperly relied

upon to condone the adoption of a dictionary
definition entirely divorced from the context of the

written description. The problem is that if the

district court starts with the broad dictionary

definition in every case and fails to fully appreciate

how the specification implicitly limits that definition,

the error will systematically cause the construction of

the claim to be unduly expansive. The risk of

systematic overbreadth is greatly reduced if the court

instead focuses at the outset on how the patentee used

the claim term in the claims, specification, and

prosecution history, rather than starting with a broad
definition and whittling it down.

Dictionaries, by their nature, provide an expansive

array of definitions. General dictionaries, in

particular, strive to collect all uses of particular

words, from the common to the obscure. By design,

general dictionaries collect the definitions of a term

as used not only in a particular art field, but in many

different settings. In such circumstances, it is

inevitable that the multiple dictionary definitions for

a term will extend beyond the “construction of the

patent [that] is confirmed by the avowed

understanding of the patentee, expressed by him, or

on his behalf, when his application*1322 for the

original patent was pending.” Goodyear Dental
Vulcanite Co. v. Davis, 102 U.S. 222, 227, 26 L.Ed.

149 (1880). Thus, the use of the dictionary may

extend patent protection beyond what should

properly be afforded by the inventor's patent. See
Smith v. Snow, 294 U.S. 1, 14, 55 S.Ct. 279, 79 L.Ed.

721 (1935) (“if the claim were fairly susceptible of
two constructions, that should be adopted which will

secure to the patentee his actual invention ”)

(emphasis added). For that reason, we have stated

that “a general-usage dictionary cannot overcome art-

specific evidence of the meaning” of a claim term.

Vanderlande Indus. Nederland, 366 F.3d at 1321;

see also Renishaw, 158 F.3d at 1250, quoting
Liebscher v. Boothroyd, 46 C.C.P.A. 701, 258 F.2d

948, 951 (CCPA 1958) (“Indiscriminate reliance on

definitions found in dictionaries can often produce

absurd results.... One need not arbitrarily pick and
choose from the various accepted definitions of a

word to decide which meaning was intended as the

word is used in a given claim. The subject matter,

the context, etc., will more often than not lead to the

correct conclusion.”).

Even technical dictionaries or treatises, under certain

circumstances, may suffer from some of these

deficiencies. There is no guarantee that a term is

used in the same way in a treatise as it would be by

the patentee. In fact, discrepancies between the

patent and treatises are apt to be common because the
patent by its nature describes something novel. See
Autogiro, 384 F.2d at 397 (“Often the invention is

novel and words do not exist to describe it. The

dictionary does not always keep abreast of the

inventor.   It cannot.”).

Moreover, different dictionaries may contain

somewhat different sets of definitions for the same

words. A claim should not rise or fall based upon

the preferences of a particular dictionary editor, or

the court's independent decision, uninformed by the
specification, to rely on one dictionary rather than

another. Finally, the authors of dictionaries or

treatises may simplify ideas to communicate them

most effectively to the public and may thus choose a

meaning that is not pertinent to the understanding of

particular claim language. See generally Ellen P.

Aprill, The Law of the Word: Dictionary Shopping in
the Supreme Court, 30 Ariz. St. L.J. 275, 293-314

(1998). The resulting definitions therefore do not

necessarily reflect the inventor's goal of distinctly

setting forth his invention as a person of ordinary

skill in that particular art would understand it.
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[20] As we have noted above, however, we do not

intend to preclude the appropriate use of dictionaries.

Dictionaries or comparable sources are often useful

to assist in understanding the commonly understood

meaning of words and have been used both by our

court and the Supreme Court in claim interpretation.

See Exhibit Supply Co. v. Ace Patents Corp., 315

U.S. 126, 134, 62 S.Ct. 513, 86 L.Ed. 736 (1942)
(relying on dictionaries to construe the claim term

“embedded”); Weber Elec. Co. v. E.H. Freeman
Elec. Co., 256 U.S. 668, 678, 41 S.Ct. 600, 65 L.Ed.

1162 (1921) (approving circuit court's use of

dictionary definitions to define claim terms);

Renishaw, 158 F.3d at 1247-53 (approving the use of

dictionaries with proper respect for the role of

intrinsic evidence). A dictionary definition has the

value of being an unbiased source “accessible to the

public in advance of litigation.” Vitronics, 90 F.3d at

1585. As we said in Vitronics, judges are free to
consult dictionaries and technical treatises

at any time in order to better understand the

underlying technology and may also rely on

dictionary definitions when construing claim terms,

so long as the dictionary definition does not

contradict*1323 any definition found in or

ascertained by a reading of the patent documents.

Id. at 1584 n. 6.

We also acknowledge that the purpose underlying the

Texas Digital line of cases-to avoid the danger of
reading limitations from the specification into the

claim-is sound. Moreover, we recognize that the

distinction between using the specification to

interpret the meaning of a claim and importing

limitations from the specification into the claim can

be a difficult one to apply in practice. See Comark
Communications, Inc. v. Harris Corp., 156 F.3d

1182, 1186-87 (Fed.Cir.1998) (“there is sometimes a

fine line between reading a claim in light of the

specification, and reading a limitation into the claim

from the specification”). However, the line between
construing terms and importing limitations can be

discerned with reasonable certainty and predictability

if the court's focus remains on understanding how a

person of ordinary skill in the art would understand

the claim terms. For instance, although the

specification often describes very specific

embodiments of the invention, we have repeatedly

warned against confining the claims to those

embodiments. See, e.g., Nazomi Communications,
Inc. v. ARM Holdings, PLC, 403 F.3d 1364, 1369

(Fed.Cir.2005) (claims may embrace “different

subject matter than is illustrated in the specific

embodiments in the specification”); Liebel-
Flarsheim, 358 F.3d at 906-08; Teleflex, 299 F.3d at

1327; SRI Int'l v. Matsushita Elec. Corp. of Am., 775

F.2d 1107, 1121 (Fed.Cir.1985). In particular, we

have expressly rejected the contention that if a patent

describes only a single embodiment, the claims of the

patent must be construed as being limited to that

embodiment. Gemstar-TV Guide, 383 F.3d at 1366.

That is not just because section 112 of the Patent Act
requires that the claims themselves set forth the limits

of the patent grant, but also because persons of

ordinary skill in the art rarely would confine their

definitions of terms to the exact representations

depicted in the embodiments.

To avoid importing limitations from the specification

into the claims, it is important to keep in mind that

the purposes of the specification are to teach and

enable those of skill in the art to make and use the

invention and to provide a best mode for doing so.
See Spectra-Physics, Inc. v. Coherent, Inc., 827 F.2d

1524, 1533 (Fed.Cir.1987). One of the best ways to

teach a person of ordinary skill in the art how to

make and use the invention is to provide an example

of how to practice the invention in a particular case.

Much of the time, upon reading the specification in

that context, it will become clear whether the

patentee is setting out specific examples of the

invention to accomplish those goals, or whether the

patentee instead intends for the claims and the

embodiments in the specification to be strictly

coextensive. See SciMed Life Sys., 242 F.3d at 1341.
The manner in which the patentee uses a term within

the specification and claims usually will make the

distinction apparent. See Snow v. Lake Shore & M.S.
Ry. Co., 121 U.S. 617, 630, 7 S.Ct. 1343, 30 L.Ed.

1004 (1887) (it was clear from the specification that

there was “nothing in the context to indicate that the

patentee contemplated any alternative” embodiment

to the one presented).

In the end, there will still remain some cases in which

it will be hard to determine whether a person of skill
in the art would understand the embodiments to

define the outer limits of the claim term or merely to

be exemplary in nature. While that task may present

difficulties in some cases, we nonetheless believe that

attempting to resolve that problem in the context of

the *1324 particular patent is likely to capture the

scope of the actual invention more accurately than

either strictly limiting the scope of the claims to the

embodiments disclosed in the specification or

divorcing the claim language from the specification.

[21] In Vitronics, this court grappled with the same
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problem and set forth guidelines for reaching the

correct claim construction and not imposing improper

limitations on claims. 90 F.3d at 1582. The

underlying goal of our decision in Vitronics was to

increase the likelihood that a court will comprehend

how a person of ordinary skill in the art would

understand the claim terms. See id. at 1584. In that

process, we recognized that there is no magic formula

or catechism for conducting claim construction. Nor
is the court barred from considering any particular

sources or required to analyze sources in any specific

sequence, as long as those sources are not used to

contradict claim meaning that is unambiguous in light

of the intrinsic evidence. See id. at 1583-84; Intel
Corp. v. VIA Techs., Inc., 319 F.3d 1357, 1367

(Fed.Cir.2003). For example, a judge who

encounters a claim term while reading a patent might

consult a general purpose or specialized dictionary to

begin to understand the meaning of the term, before

reviewing the remainder of the patent to determine
how the patentee has used the term. The sequence of

steps used by the judge in consulting various sources

is not important; what matters is for the court to

attach the appropriate weight to be assigned to those

sources in light of the statutes and policies that

inform patent law. Vitronics, 90 F.3d at 1582. In

Vitronics, we did not attempt to provide a rigid

algorithm for claim construction, but simply

attempted to explain why, in general, certain types of

evidence are more valuable than others. Today, we

adhere to that approach and reaffirm the approach to

claim construction outlined in that case, in Markman,
and in Innova. We now turn to the application of

those principles to the case at bar.

IV

A

[22] The critical language of claim 1 of the '798

patent-“further means disposed inside the shell for
increasing its load bearing capacity comprising

internal steel baffles extending inwardly from the

steel shell walls”-imposes three clear requirements

with respect to the baffles. First, the baffles must be

made of steel. Second, they must be part of the load-

bearing means for the wall section. Third, they must

be pointed inward from the walls. Both parties,

stipulating to a dictionary definition, also conceded

that the term “baffles” refers to objects that check,

impede, or obstruct the flow of something. The

intrinsic evidence confirms that a person of skill in

the art would understand that the term “baffles,” as

used in the '798 patent, would have that generic

meaning.

The other claims of the '798 patent specify particular

functions to be served by the baffles. For example,

dependent claim 2 states that the baffles may be

“oriented with the panel sections disposed at angles

for deflecting projectiles such as bullets able to

penetrate the steel plates.” The inclusion of such a
specific limitation on the term “baffles” in claim 2

makes it likely that the patentee did not contemplate

that the term “baffles” already contained that

limitation. See Dow Chem. Co. v. United States, 226

F.3d 1334, 1341-42 (Fed.Cir.2000) (concluding that

an independent claim should be given broader scope

than a dependent claim to avoid rendering the

dependent claim redundant). Independent claim 17

further supports that proposition. It states that

baffles are *1325 placed “projecting inwardly from

the outer shell at angles tending to deflect projectiles
that penetrate the outer shell.” That limitation would

be unnecessary if persons of skill in the art

understood that the baffles inherently served such a

function. See TurboCare, 264 F.3d at 1123 (claim

terms should not be read to contain a limitation

“where another claim restricts the invention in

exactly the [same] manner”). Dependent claim 6

provides an additional requirement for the baffles,

stating that “the internal baffles of both outer panel

sections overlap and interlock at angles providing

deflector panels extending from one end of the

module to the other.” If the baffles recited in claim 1
were inherently placed at specific angles, or

interlocked to form an intermediate barrier, claim 6

would be redundant.

The specification further supports the conclusion that

persons of ordinary skill in the art would understand

the baffles recited in the '798 patent to be load-

bearing objects that serve to check, impede, or

obstruct flow. At several points, the specification

discusses positioning the baffles so as to deflect

projectiles. See '798 patent, col. 2, II. 13-15; id.,
col. 5, II. 17-19. The patent states that one

advantage of the invention over the prior art is that

“[t]here have not been effective ways of dealing with

these powerful impact weapons with inexpensive

housing.” Id., col. 3, II. 28-30. While that

statement makes clear the invention envisions baffles

that serve that function, it does not imply that in order

to qualify as baffles within the meaning of the claims,

the internal support structures must serve the

projectile-deflecting function in all the embodiments

of all the claims. The specification must teach and

enable all the claims, and the section of the written
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description discussing the use of baffles to deflect

projectiles serves that purpose for claims 2, 6, 17, and

23, which specifically claim baffles that deflect

projectiles. See In re Wright, 999 F.2d 1557, 1561

(Fed.Cir.1993).

The specification discusses several other purposes

served by the baffles. For example, the baffles are

described as providing structural support. The patent
states that one way to increase load-bearing capacity

is to use “at least in part inwardly directed steel

baffles 15, 16.” '798 patent, col. 4, II. 14-15. The

baffle 16 is described as a “strengthening triangular

baffle.” Id., col. 4, line 37. Importantly, Figures 4

and 6 do not show the baffles as part of an

“intermediate interlocking, but not solid, internal

barrier.” In those figures, the baffle 16 simply

provides structural support for one of the walls, as

depicted below:

*1326

Other uses for the baffles are listed in the

specification as well. In Figure 7, the overlapping
flanges “provide for overlapping and interlocking the

baffles to produce substantially an intermediate

barrier wall between the opposite [wall] faces”:

'798 patent, col. 5, II. 26-29. Those baffles thus

create small compartments that can be filled with
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either sound and thermal insulation or rock and

gravel to stop projectiles. Id., col. 5, II. 29-34. By

separating the interwall area into compartments (see,

e.g., compartment 55 in Figure 7), the user of the

modules can choose different types of material for

each compartment, so that the module can be “easily

custom tailored for the specific needs of each

installation.” Id., col. 5, II. 36-37. When material is

placed into the wall during installation, the baffles
obstruct the flow of material from one compartment

to another so that this “custom tailoring” is possible.

[23] The fact that the written description of the '798

patent sets forth multiple *1327 objectives to be

served by the baffles recited in the claims confirms

that the term “baffles” should not be read restrictively

to require that the baffles in each case serve all of the

recited functions. We have held that “[t]he fact that

a patent asserts that an invention achieves several

objectives does not require that each of the claims be
construed as limited to structures that are capable of

achieving all of the objectives.” Liebel-Flarsheim,
358 F.3d at 908; see also Resonate Inc. v. Alteon
Websystems, Inc., 338 F.3d 1360, 1367

(Fed.Cir.2003). Although deflecting projectiles is

one of the advantages of the baffles of the '798

patent, the patent does not require that the inward

extending structures always be capable of performing

that function. Accordingly, we conclude that a

person of skill in the art would not interpret the

disclosure and claims of the '798 patent to mean that

a structure extending inward from one of the wall
faces is a “baffle” if it is at an acute or obtuse angle,

but is not a “baffle” if it is disposed at a right angle.

B

[24] Invoking the principle that “claims should be so

construed, if possible, as to sustain their validity,”

Rhine v. Casio, Inc., 183 F.3d 1342, 1345

(Fed.Cir.1999), AWH argues that the term “baffles”

should be given a restrictive meaning because if the
term is not construed restrictively, the asserted claims

would be invalid.

While we have acknowledged the maxim that claims

should be construed to preserve their validity, we

have not applied that principle broadly, and we have

certainly not endorsed a regime in which validity

analysis is a regular component of claim

construction. See Nazomi Communications, 403 F.3d

at 1368-69. Instead, we have limited the maxim to

cases in which “the court concludes, after applying

all the available tools of claim construction, that the

claim is still ambiguous.” Liebel-Flarsheim, 358

F.3d at 911; see also Generation II Orthotics Inc. v.
Med. Tech. Inc., 263 F.3d 1356, 1365 (Fed.Cir.2001)

(“[C]laims can only be construed to preserve their

validity where the proposed claim construction is

‘practicable,’ is based on sound claim construction

principles, and does not revise or ignore the explicit

language of the claims.”); Elekta Instrument S.A. v.
O.U.R. Scientific Int'l, Inc., 214 F.3d 1302, 1309
(Fed.Cir.2000) (“having concluded that the amended

claim is susceptible of only one reasonable

construction, we cannot construe the claim differently

from its plain meaning in order to preserve its

validity”); E.I. du Pont de Nemours & Co. v. Phillips
Petroleum Co., 849 F.2d 1430, 1434 (Fed.Cir.1988)

(rejecting argument that limitations should be added

to claims to preserve the validity of the claims). In

such cases, we have looked to whether it is

reasonable to infer that the PTO would not have

issued an invalid patent, and that the ambiguity in the
claim language should therefore be resolved in a

manner that would preserve the patent's validity.

That is the rationale that gave rise to the maxim in the

first place. In Klein v. Russell, 86 U.S. (19 Wall.)

433, 466, 22 L.Ed. 116 (1873), the owner of a

reissued patent argued for a narrow construction of

the patent, while the accused infringer argued for a

broader construction. The Court noted that the law

“required that the reissue should be for the same

invention as the original patent.” Id. Because the

reissue, which was granted under the predecessor to
35 U.S.C. § 251, would have been improper under

the broader construction, the Court “presumed the

Commissioner did his duty” and did not issue an

invalid patent. For that reason, among others, the

Court construed the *1328 disputed claim language

in a manner that “sustain[ed] the patent and the

construction claimed by the patentee,” since that “can

be done consistently with the language which he has

employed.” Id. The applicability of the doctrine in a

particular case therefore depends on the strength of

the inference that the PTO would have recognized
that one claim interpretation would render the claim

invalid, and that the PTO would not have issued the

patent assuming that to be the proper construction of

the term.

In this case, unlike in Klein and other cases in which

the doctrine of construing claims to preserve their

validity has been invoked, the claim term at issue is

not ambiguous. Thus, it can be construed without

the need to consider whether one possible

construction would render the claim invalid while the

other would not. The doctrine of construing claims
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to preserve their validity, a doctrine of limited utility

in any event, therefore has no applicability here.

In sum, we reject AWH's arguments in favor of a

restrictive definition of the term “baffles.” Because

we disagree with the district court's claim

construction, we reverse the summary judgment of

noninfringement. In light of our decision on claim

construction, it is necessary to remand the
infringement claims to the district court for further

proceedings.

V

With respect to Mr. Phillips's allegation of

misappropriation of trade secrets, we agree with the

panel's decision upholding the district court's ruling

on that issue, in which the district court dismissed the

trade secret claim on statute of limitations grounds.
See Phillips, 363 F.3d at 1214-1216. Accordingly,

based on the panel's disposition of that issue, we

affirm the district court's dismissal of the trade secret

claim. With respect to AWH's cross-appeal, we also

agree with the panel's reasoning and its conclusion

that the cross-appeal is improper. See id. at 1216.

We therefore dismiss the cross-appeal.

VI

In our order granting rehearing en banc, we asked the
parties to brief various questions, including the

following: “Consistent with the Supreme Court's

decision in Markman v. Westview Instruments, 517

U.S. 370, 116 S.Ct. 1384, 134 L.Ed.2d 577 (1996),

and our en banc decision in Cybor Corp. v. FAS
Technologies, Inc., 138 F.3d 1448 (Fed.Cir.1998), is

it appropriate for this court to accord any deference to

any aspect of trial court claim construction rulings?

If so, on what aspects, in what circumstances, and to

what extent?” After consideration of the matter, we

have decided not to address that issue at this time.
We therefore leave undisturbed our prior en banc

decision in Cybor.

Each party shall bear its own costs for this appeal.

AFFIRMED IN PART, REVERSED IN PART,
DISMISSED IN PART, and REMANDED.
LOURIE, Circuit Judge, concurring in part and

dissenting in part, with whom PAULINE NEWMAN,

Circuit Judge, joins.

I fully join the portion of the court's opinion resolving

the relative weights of specification and dictionaries

in interpreting patent claims, in favor of the

specification. I could elaborate more expansively on

that topic, but Judge Bryson's opinion for the

majority says it so well, there is little reason for me to

repeat its truths. I also agree with the court that

claims need not necessarily be limited to specific or

preferred embodiments in the specification, although

they are limited to what is *1329 contained in the

overall disclosure of the specification.

However, I do dissent from the court's decision to

reverse and remand the district court's decision. The

original panel decision of this court, which implicitly

decided the case based on the priorities that the en

banc court has now reaffirmed, interpreted the claims

in light of the specification and found that the

defendant did not infringe the claims. We affirmed

the district court, which had arrived at a similar

conclusion. The dissent from the panel decision

relied on the “dictionaries first” procedure, which the
court now has decided not to follow. Thus, while the

claim construction issue had to be decided by the en

banc court, I see no reason for the court, having

reaffirmed the principle on which the district judge

and the panel originally decided the case, to send it

back for further review.

The court premises its reverse-and-remand decision

on the concept of claim differentiation and the

reasoning that the contested term “baffle” need not

fulfill all of the functions set out for it in the

specification. Reasonable people can differ on those
points. However, the court did not take this case en

banc because the full court differed with the panel

majority on those disputable criteria. It did so to

resolve the claim construction issue, which it has now

done so well. Having done so, I believe that it

should simply affirm the district court's decision on

the merits, consistently with that court's rationale and

that of the panel that affirmed the district court,

which it now adopts.

I will not critique in detail particular statements the
majority makes in rationalizing its reversal of the

district court's decision, such as “that a person of skill

in the art would not interpret the disclosure and

claims of the '798 patent to mean that a structure

extending inward from one of the wall faces is a

‘baffle’ if it is at an acute or obtuse angle, but is not a

‘baffle’ if it is disposed at a right angle,” or that “the

patent does not require that the inward extending

structures always be capable of performing that

function [deflecting projectiles]” in order to be

considered ‘baffles'.
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I will simply point out that the specification contains

no disclosure of baffles at right angles. Moreover, as

the majority correctly states, a patent specification is

intended to describe one's invention, and it is

essential to read a specification in order to interpret

the meaning of the claims. This specification makes

clear that the “baffles” in this invention are angled.

There is no reference to baffles that show them to be

other than angled. The abstract refers to “bullet
deflecting ... baffles.” Only angled baffles can

deflect. It then mentions “internal baffles at angles

for deflecting bullets.” That could not be clearer.

The specification then refers several times to baffles,

often to figures in the drawings, all of which are to

angled baffles. A compelling point is that the only

numbered references to baffles (15, 16, 26, 27, 30,

and 31) all show angled baffles.

The specification further states that steel panels

“form the internal baffles at angles for deflecting
bullets.” It states that the baffles are “disposed at

such angles that bullets which might penetrate the

outer steel panels are deflected.” It explains that if

bullets “were to penetrate the outer steel wall, the

baffles are disposed at angles which tend to deflect

the bullets.” There is no specific reference in this

patent to a baffle that is not angled at other than 90.

While, as the majority states, the specification

indicates that multiple objectives are achieved by the

invention, none of the other objectives is dependent

upon whether the baffles are at other than a 90 angle,
whereas the constantly stated objective of *1330

deflection of bullets is dependent upon such an angle.

Finally, even though claim construction is a question

of law, reviewable by this court without formal

deference, I do believe that we ought to lean toward

affirmance of a claim construction in the absence of a

strong conviction of error. I do not have such a

conviction in this case, after considering the district

court's opinion and the patent specification.

For these reasons, while I wholeheartedly join the

majority opinion in its discussion and resolution of

the “specification v. dictionaries” issue, I would

affirm the decision below.

MAYER, Circuit Judge, with whom PAULINE

NEWMAN, Circuit Judge, joins, dissenting.

Now more than ever I am convinced of the futility,

indeed the absurdity, of this court's persistence in

adhering to the falsehood that claim construction is a

matter of law devoid of any factual component.

Because any attempt to fashion a coherent standard

under this regime is pointless, as illustrated by our

many failed attempts to do so, I dissent.

This court was created for the purpose of bringing

consistency to the patent field. See H.R.Rep. No.

312, 97th Cong., 1st Sess. 20-23 (1981). Instead, we

have taken this noble mandate, to reinvigorate the

patent and introduce predictability to the field, and

focused inappropriate power in this court. In our
quest to elevate our importance, we have, however,

disregarded our role as an appellate court; the

resulting mayhem has seriously undermined the

legitimacy of the process, if not the integrity of the

institution.

In the name of uniformity, Cybor Corp. v. FAS
Technologies, Inc., 138 F.3d 1448 (Fed.Cir.1998) (en

banc), held that claim construction does not involve

subsidiary or underlying questions of fact and that we

are, therefore, unbridled by either the expertise or
efforts of the district court.FN1 What we have

wrought, instead, is the substitution of a black box, as

it so pejoratively has been said of the jury, with the

black hole of this court. Out of this void we emit

“legal” pronouncements by way of “interpretive

necromancy” FN2; these rulings resemble reality, if at

all, only by chance. Regardless, and with a blind eye

to the consequences, we continue to struggle under

this irrational and reckless regime, trying every

alternative-dictionaries first, dictionaries second,

never dictionaries, etc., etc., etc.

FN1. The Supreme Court did not suggest in

affirming Markman v. Westview
Instruments, Inc., 52 F.3d 967 (1995) (en

banc), that claim construction is a purely

legal question. 517 U.S. 370, 116 S.Ct.

1384, 134 L.Ed.2d 577 (1996). It held only

that, as a policy matter, the judge, as

opposed to the jury, should determine the

meaning of a patent claim. See Cybor, 138

F.3d at 1464 (Mayer, C.J., dissenting)
(explaining that “the [Supreme] Court chose

not to accept our formulation of claim

construction: as a pure question of law to be

decided de novo in all cases on appeal”).

FN2. See The Holmes Group, Inc. v.
Vornado Air Circulation Sys., Inc., 535 U.S.

826, 833, 122 S.Ct. 1889, 153 L.Ed.2d 13

(2002).

Again today we vainly attempt to establish standards

by which this court will interpret claims. But after

ACC's 2007 ANNUAL MEETING Enjoying the Ride on the Track to Success

69 of 129



415 F.3d 1303 Page 23

415 F.3d 1303, 75 U.S.P.Q.2d 1321

(Cite as: 415 F.3d 1303)

© 2007 Thomson/West. No Claim to Orig. U.S. Govt. Works.

proposing no fewer than seven questions, receiving

more than thirty amici curiae briefs, and whipping

the bar into a frenzy of expectation, we say nothing

new, but merely restate what has become the practice

over the last ten years-that we will decide cases

according to whatever mode or method results in the

outcome we desire, or at least allows us a seemingly

plausible way out of the case. I am not surprised by

this. *1331 Indeed, there can be no workable
standards by which this court will interpret claims so

long as we are blind to the factual component of the

task. See Cooter & Gell v. Hartmarx Corp., 496

U.S. 384, 405, 110 S.Ct. 2447, 110 L.Ed.2d 359

(1990) (“Fact-bound resolutions cannot be made

uniform through appellate review, de novo or

otherwise.” (quoting Mars Steel Corp. v. Cont'l Bank
N.A., 880 F.2d 928, 936 (7th Cir.1989))).FN3

FN3. The question asked but not answered
by the court which might have allowed it to

cure its self-inflicted wound was: “Question

7. Consistent with the Supreme Court's

decision in Markman v. Westview
Instruments, Inc., 517 U.S. 370, 116 S.Ct.

1384, 134 L.Ed.2d 577 (1996) and our en
banc decision in Cybor Corp. v. FAS
Technologies, Inc., 138 F.3d 1448

(Fed.Cir.1998), is it appropriate for this

court to accord any deference to any aspect

of trial court claim construction rulings? If

so, on what aspects, in what circumstances,
and to what extent?”

Federal Rule of Civil Procedure 52(a) states that

“[f]indings of fact ... shall not be set aside unless

clearly erroneous, and due regard shall be given to

the opportunity of the trial court to judge of the

credibility of witnesses.” According to the Supreme

Court, this “[r]ule means what it says”-that findings

of fact, even “those described as ‘ultimate facts'

because they may determine the outcome of

litigation,” are to be reviewed deferentially on
appeal.FN4 Bose Corp. v. Consumers Union of United
States, 466 U.S. 485, 498 & 501, 104 S.Ct. 1949, 80

L.Ed.2d 502 (1984); see also Anderson v. Bessemer
City, 470 U.S. 564, 575, 105 S.Ct. 1504, 84 L.Ed.2d

518 (1985) ( “[R]eview of factual findings under the

clearly-erroneous standard-with its deference to the

trier of fact-is the rule, not the exception.”);

Pullman-Standard v. Swint, 456 U.S. 273, 287, 102

S.Ct. 1781, 72 L.Ed.2d 66 (1982) ( “Rule 52(a)

broadly requires that findings of fact not be set aside

unless clearly erroneous.”); United States v. United
States Gypsum Co., 333 U.S. 364, 394, 68 S.Ct. 525,

92 L.Ed. 746 (1948). *1332 Even those findings of

fact based entirely on documentary evidence are

entitled to deference. Anderson, 470 U.S. at 574,

105 S.Ct. 1504 (“That [Rule 52(a) ] goes on to

emphasize the special deference to be paid credibility

determinations does not alter its clear command:

Rule 52(a) ‘does not make exceptions or purport to

exclude certain categories of factual findings from

the obligation of a court of appeals to accept a district
court's findings unless clearly erroneous.’ ” (quoting

Pullman-Standard, 456 U.S. at 287, 102 S.Ct. 1781)).

In short, we are obligated by Rule 52(a) to review the

factual findings of the district court that underlie the

determination of claim construction for clear error.

FN4. Because some facts are so intertwined

with a constitutional standard the Supreme

Court has held that de novo review is

appropriate. For example, whether a
defendant has acted with actual malice in a

defamation suit is reviewed de novo
because, among other reasons, the scope of

the First Amendment is shaped and applied

by reference to such factual determinations.

Bose, 466 U.S. at 502, 104 S.Ct. 1949

(“[T]he content of the rule is not revealed

simply by its literal text, but rather is given

meaning through the evolutionary process of

common-law adjudication.”). Similarly,

whether there is reasonable suspicion to

conduct an investigatory stop or probable
cause to perform a search under the Fourth

Amendment are reviewed without

deference. Ornelas v. United States, 517

U.S. 690, 696, 116 S.Ct. 1657, 134 L.Ed.2d

911 (1996) (holding that the protections

afforded by the Fourth Amendment are

“fluid concepts that take their substantive

content from the particular contexts in which

the standards are being assessed”). The

reasoning behind these limited exceptions

surely does not apply to claim construction.
While appearing from the perspective of this

court's limited sphere of influence to be

dreadfully important, claim construction

does not implicate a constitutional value.

Cf. Bose, 466 U.S. at 502, 104 S.Ct. 1949

(“[T]he constitutional values protected by

the rule make it imperative that judges-and

in some cases judges of [the Supreme]

Court-make sure that it is correctly

applied.”). This is illustrated by the fact

that the outcome of a patent case, unlike a

defamation or illegal search case, has little
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impact on how future cases are decided or

on how future parties behave. Cf. id. at 501

n. 17, 104 S.Ct. 1949 (“Regarding certain

largely factual questions in some areas of

the law, the stakes-in terms of impact on

future cases and future conduct-are too great

to entrust them finally to the judgment of the

trier of fact.”). Even if claim construction

did implicate a constitutional value, it,
unlike the decisions underlying the First and

Fourth Amendments, could readily be

reduced, when distinguished from its factual

underpinnings, to “a neat set of legal rules.”

Ornelas, 517 U.S. at 695-96, 116 S.Ct. 1657

(quoting Ill. v. Gates, 462 U.S. 213, 232,

103 S.Ct. 2317, 76 L.Ed.2d 527 (1983)).

While this court may persist in the delusion that

claim construction is a purely legal determination,

unaffected by underlying facts, it is plainly not the
case. Claim construction is, or should be, made in

context: a claim should be interpreted both from the

perspective of one of ordinary skill in the art and in

view of the state of the art at the time of invention.

See Multiform Desiccants, Inc. v. Medzam, Ltd., 133

F.3d 1473, 1477 (Fed.Cir.1998) (“It is the person of

ordinary skill in the field of the invention through

whose eyes the claims are construed.”). These

questions, which are critical to the correct

interpretation of a claim, are inherently factual.

They are hotly contested by the parties, not by resort

to case law as one would expect for legal issues, but
based on testimony and documentary evidence.FN5

During so called Markman “hearings,” which are

often longer than jury trials, parties battle over

experts offering conflicting evidence regarding who

qualifies as one of ordinary skill in the art; the

meaning of patent terms to that person; the state of

the art at the time of the invention; contradictory

dictionary definitions and which would be consulted

by the skilled artisan; the scope of specialized terms;

the problem a patent was solving; what is related or

pertinent art; whether a construction was disallowed
during prosecution; how one of skill in the art would

understand statements during prosecution; and on

and on. In order to reconcile the parties' inconsistent

submissions and arrive at a sound interpretation, the

district court is required to sift through and weigh

volumes of evidence. While this court treats the

district court as an intake clerk, whose only role is to

collect, shuffle and collate evidence, the reality, as

revealed by conventional practice, is far different.

FN5. That most of the cases now appealed

to this court are “summary judgments” is

irrelevant. We have artificially renamed

findings of fact as legal conclusions; the

district courts have dutifully conformed to

our fictional characterization, but this does

not change the inherent nature of the

inquiry. Of course, if the parties do not

dispute the material facts, summary

judgment is appropriate.

Even if the procedures employed by the district court

did not show that it is engaging in factfinding, the

nature of the questions underlying claim construction

illustrate that they are factual and should be reviewed

in accordance with Rule 52(a). For each patent, for

example, who qualifies as one of ordinary skill in the

art will differ, just as the state of the art at the time of

invention will differ. These subsidiary

determinations are specific, multifarious and not

susceptible to generalization; as such their resolution
in one case will bear very little, if at all, on the

resolution of subsequent cases. See Ornelas, 517

U.S. at 703, 116 S.Ct. 1657 (“Law clarification

requires generalization, and some issues lend

themselves to generalization much more than

others.”); Pierce v. Underwood, 487 U.S. 552, 561-

62, 108 S.Ct. 2541, 101 L.Ed.2d 490 (1988) (“Many

questions that arise in litigation are not

amenable*1333 to regulation by rule because they

involve multifarious, fleeting, special, narrow facts

that utterly resist generalization.” (quoting Maurice

Rosenberg, Judicial Discretion of the Trial Court,
Viewed from Above, 22 Syracuse L.Rev. 635, 662

(1971))); Icicle Seafoods, Inc. v. Worthington, 475

U.S. 709, 714, 106 S.Ct. 1527, 89 L.Ed.2d 739

(1986) (rejecting de novo review of factual questions,

even when outcome determinative). That the

determination of the meaning of a particular term in

one patent will not necessarily bear on the

interpretation of the same term in a subsequent patent

illustrates this point; while the term is the same, the

underlying factual context is different. It further

proves that these questions (e.g., who qualifies as one
of ordinary skill in the art and what was the state of

the art at the time of invention, among others) are

implicitly being determined in each case; because we

refuse to acknowledge either their existence or

importance, however, the manner of their resolution

is never elucidated. Finally, that claim construction

is dependent on underlying factual determinations

has been verified by our experience, which shows

that reviewing these questions de novo has not

clarified the law, but has instead “distort[ed] the

appellate process,” causing confusion among the

district courts and bar. See Cooter, 496 U.S. at 404,

ACC's 2007 ANNUAL MEETING Enjoying the Ride on the Track to Success

70 of 129



415 F.3d 1303 Page 25

415 F.3d 1303, 75 U.S.P.Q.2d 1321

(Cite as: 415 F.3d 1303)

© 2007 Thomson/West. No Claim to Orig. U.S. Govt. Works.

110 S.Ct. 2447 (quoting Pierce, 487 U.S. at 561, 108

S.Ct. 2541); see also Koon v. United States, 518 U.S.

81, 99, 116 S.Ct. 2035, 135 L.Ed.2d 392 (1996).

Our purely de novo review of claim interpretation

also cannot be reconciled with the Supreme Court's

instructions regarding obviousness. While

ultimately a question of law, obviousness depends on

several underlying factual inquiries. Graham v. John
Deere Co., 383 U.S. 1, 17, 86 S.Ct. 684, 15 L.Ed.2d

545 (1966); see also Dennison Mfg. Co. v. Panduit
Corp., 475 U.S. 809, 811, 106 S.Ct. 1578, 89 L.Ed.2d

817 (1986) (holding that Rule 52(a) requires that the

district court's subsidiary factual determinations

should be reviewed for clear error); cf. Graver Tank
& Mfg. Co. v. Linde Air Prods. Co., 336 U.S. 271,

275, 69 S.Ct. 535, 93 L.Ed. 672 (1949) (holding that

validity, while ultimately a question of law, is

founded on factual determinations that are entitled to

deference). “Under [section] 103, the scope and
content of the prior art are to be determined;

differences between the prior art and the claims at

issue are to be ascertained; and the level of ordinary

skill in the pertinent art resolved.” Graham, 383 U.S.

at 17, 86 S.Ct. 684.

To a significant degree, each of these factual

inquiries is also necessary to claim construction.

Before beginning claim construction, “the scope and

content of the prior art [should] be determined,” id.,
to establish context. The “differences between the

prior art and the claims at issue [should] be
ascertained,” id., to better define what the inventor

holds out as the invention. And, the foundation for

both the obviousness and claim construction

determinations is “the level of ordinary skill in the

pertinent art.” Id.; see Multiform, 133 F.3d at 1477.

These underlying factual considerations receive the

level of deference due under Rule 52(a) when

considering obviousness, but they are scrutinized de
novo in the claim construction context. As directed

by the Supreme Court, however, it is especially

important in the patent field, “where so much
depends upon familiarity with specific scientific

problems and principles not usually contained in the

general storehouse of knowledge and experience,” to

give deference to the district court's findings of fact.

Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339

U.S. 605, 609-10, 70 S.Ct. 854, 94 L.Ed. 1097

(1950).

*1334 While the court flails about in an attempt to

solve the claim construction “conundrum,” the

solution to our plight is straightforward. We simply

must follow the example of every other appellate

court, which, regarding the vast majority of factual

questions, reviews the trial court for clear error.FN6

This equilibrium did not come about as the result of

chance or permissive appellate personalities, but

because two centuries of experience has shown that

the trial court's factfinding ability is “unchallenged.”

Salve Regina Coll. v. Russell, 499 U.S. 225, 233, 111

S.Ct. 1217, 113 L.Ed.2d 190 (1991); Inwood, 456

U.S. at 856, 102 S.Ct. 2182 (“Determining the weight
and credibility of the evidence is the special province

of the trier of fact.”). Time has similarly revealed

that it is more economical for the district court to find

facts. Pierce, 487 U.S. at 560, 108 S.Ct. 2541

(“Moreover, even where the district judge's full

knowledge of the factual setting can be acquired by

the appellate court, that acquisition will often come at

unusual expense, requiring the court to undertake the

unaccustomed task of reviewing the entire record

....”).

FN6. While jurisprudentially sound, the bar

also supports this proposition, as evident by

the many amici curiae briefs urging

adherence to Rule 52(a).

Therefore, not only is it more efficient for the trial

court to construct the record, the trial court is better,
that is, more accurate, by way of both position and

practice, at finding facts than appellate judges.

Anderson, 470 U.S. at 574, 105 S.Ct. 1504 (“The

rationale for deference to the original finder of fact is
not limited to the superiority of the trial judge's

position to make determinations of credibility. The

trial judge's major role is the determination of fact,

and with experience on fulfilling that role comes

expertise.”); Zenith Radio Corp. v. Hazeltine
Research, Inc., 395 U.S. 100, 123, 89 S.Ct. 1562, 23

L.Ed.2d 129 (1969). Our rejection of this

fundamental premise has resulted, not surprisingly, in

several serious problems, including increased

litigation costs, needless consumption of judicial

resources, and uncertainty, as well as diminished
respect for the court and less “decisional accuracy.”

Salve, 499 U.S. at 233, 111 S.Ct. 1217. We should

abandon this unsound course.FN7

FN7. There are some scenarios where it is

difficult to weed facts from law, see
Pullman-Standard, 456 U.S. at 288, 102

S.Ct. 1781, but claim construction is not one

of them.

If we persist in deciding the subsidiary factual
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components of claim construction without deference,

there is no reason why litigants should be required to

parade their evidence before the district courts or for

district courts to waste time and resources evaluating

such evidence. It is excessive to require parties, who

“have already been forced to concentrate their

energies and resources on persuading the trial judge

that their account of the facts is the correct one,” to

“persuade three more judges at the appellate level.”
Anderson, 470 U.S. at 575, 105 S.Ct. 1504. If the

proceedings before the district court are merely a

“tryout on the road,” id. (quoting Wainwright v.
Sykes, 433 U.S. 72, 90, 97 S.Ct. 2497, 53 L.Ed.2d

594 (1977)), as they are under our current regimen, it

is wasteful to require such proceedings at all.

Instead, all patent cases could be filed in this court;

we would determine whether claim construction is

necessary, and, if so, the meaning of the claims.

Those few cases in which claim construction is not

dispositive can be remanded to the district court for
trial. In this way, we would at least eliminate the

time and expense of the charade currently played out

before the district court.

Eloquent words can mask much mischief. The

court's opinion today is akin to *1335 rearranging the

deck chairs on the Titanic-the orchestra is playing as

if nothing is amiss, but the ship is still heading for

Davey Jones' locker.

C.A.Fed. (Colo.),2005.

Phillips v. AWH Corp.
415 F.3d 1303, 75 U.S.P.Q.2d 1321
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APPENDIX I

B.4.3 Validity—The Claims

4.3b OBVIOUSNESS

Even though an invention may not have been identically disclosed or described before it

was made by an inventor, in order to be patentable the invention must also not have been

obvious to a person of ordinary skill in the field of technology of the patent at the time

the invention was made.

[Alleged infringer] may establish that a patent claim is invalid by showing, by clear and

convincing evidence, that the claimed invention would have been obvious to persons of

ordinary skill in the art at the time the invention was made. For the claim to be invalid

because it would have been obvious you must first evaluate the following factors:

(1) What is the scope and content of the prior art;

(2) What are the differences, if any, between the invention(s) and the prior art;

(3) What was the level of ordinary skill in the art at the time the invention(s)

was(were) made; and

(4) What evidence is there, if any, of certain additional considerations relating

to the obviousness or non-obviousness of the invention(s)?

Evidence establishing that it would have been obvious to try the claimed invention at the

time it(they) was(were) made is not sufficient, by itself, to prove that the invention(s)

is(are) invalid for obviousness. Rather, the evidence presented to you in this case must

be sufficient to establish that the invention itself would have been obvious.

You must decide, in view of the evidence presented to you on these factors, whether or

not the invention(s), considered as a whole, would have been obvious to one having

ordinary skill in the art at the time the invention(s) was(were) made. You must make this

determination separately, for each of the inventions described in each of claims [ ].)

Before doing so, however, you must keep in mind that it is not permissible to use

hindsight in assessing whether the invention(s) is(are) invalid for obviousness. You

cannot look at the invention knowing what persons of ordinary skill in the art know

today. Rather, you must place yourself in the shoes of a person having ordinary skill in

the field of technology of the patent at the time the invention(s) was(were) made who is

trying to address the issue(s) or solve the problem(s) faced by the inventor(s).

[In this case, [alleged infringer] contends that the inventions are obvious in view of a

combination of more than one “prior art” reference. In placing yourself in the shoes of a

person having ordinary skill in the field of technology relevant to this case at the time the

invention(s) was(were) made, you must also consider whether such a person would have

been motivated to combine these prior art references in order to arrive at the claimed

invention(s)].

ACC's 2007 ANNUAL MEETING Enjoying the Ride on the Track to Success

88 of 129



I will now provide you more detailed instructions on each of these factors.

Authorities

35 U.S.C. § 103; Graham v. John Deere Co., 383 U.S. 1 (1966); Princeton Biochemicals,

Inc. v. Beckman Coulter, Inc., 2005 U.S. App. Lexis 10672 at *10-*12 (Fed. Cir. June 9,

2005); McNeil-PPC, Inc. v. L. Perrigo Co., 337 F.3d 1362 (Fed. Cir. 2003); In re Kotzab,

217 F.3d 1365 (Fed. Cir. 2000); Monarch Knitting Machinery Corp. v. Sulzer Morat
Gmbh, 139 F.3d 877 (Fed. Cir. 1998).

B.4.3 Validity—The Claims

4.3bi SCOPE AND CONTENT OF THE PRIOR ART

The first question you must answer in determining whether or not the invention(s)

was(were) obvious is the scope and content of the prior art at the time the invention(s)

were made. You must decide whether specific references relied upon in this case are

“prior art” to the invention(s) described in claim(s) [ ] of the [ ] patent(s).

“Prior art” includes previous devices, methods, articles and methods that were offered for

sale, printed publications or patents that disclose the inventions or elements of the

invention. Once you decide whether or not specific references are prior art, you must

also decide what those references would have disclosed or taught to one having ordinary

skill in the field of technology of the patent at the time the invention(s) was(were) made.

[Patent holder] and [alleged infringer] disagree about whether the following references

should be included in the prior art that you use to decide whether the invention(s) is(are)

invalid for obviousness: [Identify the contested prior art reference(s)].

In order for a reference to be considered “prior art,” you must find that the reference was

known, used, published, or patented, as appropriate to the particular reference, before the

invention was made by the inventor, in this case before [insert date of reduction to

practice or filing date of the invention].

Alternatively, even if a reference is not before the date of invention, the reference is

nonetheless “prior art” if the reference was known, used, published, or patented more

than one year before the filing date of the application for the [ ] patent.

In order for a reference to be relevant for you to consider in deciding whether or not the

claimed invention(s) would have been obvious, the reference must be within the field of

the inventor’s(inventors’) endeavor, or if it is from another field of endeavor, the

reference must be reasonably related to the particular problem(s) or issue(s) the

inventor(s) faced or addressed when making the invention(s) described in claim(s) [ ] of

the [ ] patent(s). A reference from a field of endeavor other than the inventor’s

(inventors’) is reasonably related to the problem(s) or issue(s) the inventor(s) faced if the

reference is one which, because of the matter with which the reference deals, logically

would have commended itself to the attention of the inventor(s) when considering the

problem(s) or issue(s) he(they) faced in this case. It is for you to decide what the

problem(s) or issue(s) was(were) that the inventor(s) faced at the time the invention(s) in

claim(s) [ ] was(were) made.

Authorities

Graham v. John Deere Co., 383 U.S. 1 (1966); Princeton Biochemicals, Inc. v. Beckman

Coulter, Inc., 2005 U.S. App. Lexis 10672 at *17-*18 (Fed. Cir. June 9, 2005); Ruiz v.
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A.B. Chance Co., 234 F.3d 654, 664-65 (Fed. Cir. 2000) Wang Labs. v. Toshiba Corp.,
993 F.2d 858, 864 (Fed. Cir. 1993).

B.4.3 Validity—The Claims

4.3bii DIFFERENCES OVER THE PRIOR ART

The second question you must answer in determining whether or not the invention(s)

was(were) obvious at the time it(they) was(were made) is what differences there are, if

any, between the prior art and the patented invention(s). In analyzing this issue, do not

focus solely on the differences between the prior art and the invention(s) because the test

is not whether there are differences. Rather, the test is whether or not the (each)

invention, as a whole, would have been obvious to one having ordinary skill in view of

all the prior art at the time the(each) invention was(were) made.

Authorities

Graham v. John Deere Co., 383 U.S. 1 (1966); Princeton Biochemicals, Inc. v. Beckman

Coulter, Inc., 2005 U.S. App. Lexis 10672 at *11-*12 (Fed. Cir. June 9, 2005);

Yamanouchi Pharm. Co. v. Danbury Pharmacal, Inc., 231 F.3d 1339, 1343-45 (Fed. Cir.

2000); In re Kotzab, 217 F.3d 1365, 1369 (Fed. Cir. 2000); Northern Telecom, Inc. v.
Datapoint Corp., 908 F.2d 931, 935 (Fed. Cir. 1990).
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B.4.3 Validity—The Claims

4.3biii LEVEL OF ORDINARY SKILL IN THE FIELD

The third question you must answer in determining whether the invention(s) was(were)

obvious at the time it(they) was(were) made is what was the level of ordinary skill in the

field at the time. [Patent holder] contends that the level of ordinary skill in the field was [

] at the time the invention(s) was(were) made. [Alleged infringer] contends that the level

of ordinary skill in the field was [ ] at the time the invention(s) was(were) made. It is

for you to decide what the level of ordinary skill was at the time the invention was made

based on the evidence presented to you in this case. In doing so, you may consider any

evidence relating to this issue that is introduced at trial, including in particular any

evidence introduced of:

(1) the educational level(s) and experience of the inventor(s) at the time the

invention(s) was(were) made;

(2) the education level(s) and experience of other persons working in the field

of the invention(s) at the time the invention(s) was(were) made[, and

particularly of any person(s) you may find to have independently made the

invention(s) at about the same time as the inventor(s)];

(3) the types of problems encountered in the field at the time the invention(s)

was(were) made;

(4) the sophistication of the technology in the field at the time the invention(s)

was(were) made;

(5) the teachings and disclosures of prior art references such as patents and

publications; and

(6) the teachings and disclosures of any references that, while not prior art to

the invention(s), nonetheless contain teachings or disclosures of what the

level of ordinary skill in the field may have been at the time the

invention(s) was(were) made.

Authorities

Graham v. John Deere Co., 383 U.S. 1 (1966); Brown & Williamson Tobacco Corp. v.
Philip Morris Inc., 229 F.3d 1120, 1125 (Fed. Cir. 2000); SIBIA Neurosciences, Inc. v.

Cadus Pharm. Corp., 225 F.3d 1349, 1355 (Fed. Cir. 2000); Ecolochem, Inc. v. S. Calif.
Edison Co., 227 F.3d 1361, 1379 (Fed. Cir. 2000); Ryko Mfg. Co. v. Nu-Star, Inc., 950

F.2d 714, 718-19 (Fed. Cir. 1991).

B.4.3 Validity—The Claims

4.3biv ADDITIONAL CONSIDERATIONS

The fourth question you must answer in determining whether or not the invention(s)

was(were) obvious at the time it(they) was(were) made is what evidence there is, if any,

of additional considerations relating to the obviousness or nonobviousness of the

invention(s). You may consider in your analysis any evidence that was presented to you

in this case regarding the presence or absence of the following factors in deciding

whether or not (each of) the invention(s) would have been obvious at the time it(they)

was(were) made: [choose those that apply]

(1) Whether or not the invention(s) proceeded in a direction contrary to

accepted wisdom in the field;

(2) Whether or not there was long felt but unresolved need in the art that was

satisfied by the invention(s);

(3) Whether or not others had tried but failed to make the invention(s);

(4) Whether or not others copied the invention(s);

(5) Whether or not the invention(s) achieved any unexpected results;

(6) Whether or not the invention(s) were praised by others;

(7) Whether or not other have taken licenses to use the invention(s);

(8) Whether or not experts or those skilled in the art at the making of the

invention(s) expressed surprise or disbelief regarding the invention(s);

(9) Whether or not products incorporating the invention(s) have achieved

commercial success; and

(10) Whether or not others having ordinary skill in the field of the invention

independently made the claimed invention at about the same time the

inventor(s) made the invention(s);

Evidence that you find establishes the existence of items 1 through 8 tends to show that

the invention(s) was(were) not obvious at the time it(they) was(were) made. You may

also consider the lack of evidence on these items to support a conclusion that the

invention would have been obvious to persons of ordinary skill in the art at the time it

was made.

Evidence of item 9, commercial success, also tends to show that the invention(s)

was(were) not obvious at the time it(they) was(were) made; Provided the success is
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directly attributable to the unique characteristics of the invention(s) or to the inclusion of

the invention(s) in the commercially successful product(s). If you do not find that the

commercial success of the product(s) is attributable to other factors, such as advertising

or commercial incentives, for example, the commercial success would not be attributable

to the unique characteristics of the invention(s) and any commercial success of products

incorporating the invention(s) has no bearing on whether the invention(s) was(were)

obvious.

Evidence establishing item 10, independent making of the invention(s) by others at about

the same time as the inventor(s), may tend to show that the patented invention(s)

was(were) obvious at the time; Provided the independent invention by others was done

with no knowledge of the patented invention(s) or the efforts that went into the making of

the patented invention(s). The weight and relevancy of any independent making of the

invention(s) at about the same time as the inventor(s) that you may find depends on all of

the circumstances at the time, including the following:

(1) The similarities between the inventor’s(s’) conception of the patent

solution and the independent inventor’s(s’) conception of the

independently developed solution;

(2) The time between the identification of a need for a solution to a problem

by the inventor(s) of the patented invention(s) and the conception of the

patented solution;

(3) The time between the identification of a need for a solution to a problem

by the independent inventor(s) and the conception of the independently

developed solution; and

(4) The sequence of and time between the inventor’s(s’) conception of the

patented solution and the independent inventor’s(s’) conception of the

independently developed solution.

Authorities

Graham v. John Deere Co., 383 U.S. 1 (1966); Merck & Co. v. Teva Pharmaceuticals
USA, Inc., 395 F.3d 1364, 1376-77 (Fed. Cir. 2005); Iron Grip Barbell Co., Inc. v. York

Barbell Co., Inc., 392 F.3d 1317, 1324 (Fed. Cir. 2004); Brown & Williamson Tobacco
Corp. v. Philip Morris Inc., 229 F.3d 1120, 1130 (Fed. Cir. 2000); Monarch Knitting

Mach. Corp. v. Sulzer Morat Gmbh, 139 F.3d 877, 833 (Fed. Cir. 1998); In re Huang,
100 F.3d 135, 140 (Fed. Cir. 1996); Lindeman Maschinenfabrik GmbH v. American Hoist

& Derrick Co., 730 F.2d 1452, 1460-61 (Fed. Cir. 1984); Dennison Mfg. Co. v. Ben
Clements & Sons, Inc., 467 F.Supp. 391, 419 (SDNY 1979).

B.4.3 Validity—The Claims

4.3bv COMBINATION OF KNOWN ELEMENTS

In this case, [the invention(s) is/are a combination of known elements] [and/or] [alleged

infringer contends that the invention(s) would have been obvious over a combination of

prior art references]. In determining whether or not the invention(s) would have been

obvious to one of ordinary skill in the art at the time the inventions were made, you must

consider whether or not the combination is more than the predictable use of prior art

elements according to their established functions. If a technique has been used to

improve one device, and a person of ordinary skill in the art would recognize that it

would improve similar devices in the same way, using the technique would have been

obvious unless the actual application is beyond that person’s skill. In answering this

question, it will often be necessary to consider: any apparent reason to combine the

known elements in the manner the patent claims; interrelated teachings of multiple

patents; the effects of demands that were known to the design community or that were

present in the marketplace; and to the background knowledge possessed by persons of

ordinary skill in the art.

If you find by clear and convincing evidence that the invention would have been obvious,

it is important for you to identify a reason that would have prompted a person of ordinary

skill in the art to combine the elements as the invention(s) do/does. Advances that would

have occurred anyway in the ordinary course of development of the art may have been

obvious but you need not limit your consideration to only the same problem, or same

prior art elements, or same solution adopted by the inventor(s). You may consider the

level of common sense and creativity of persons of ordinary skill in the art and that

familiar items may have obvious uses beyond their primary purposes, and that a person of

ordinary skill in the art may be able to fit the teachings of multiple patents and/or

references together like the pieces of a puzzle. The motivation to select and combine

features, the predictability of the results of doing so, and a reasonable expectation of

success may be found in the teachings of the prior art references themselves, in the nature

of any need or problem in the field that was addressed by the patent, in the knowledge of

persons having ordinary skill in the field at the time, as well as in common sense or the

level of creativity exhibited by persons of ordinary skill in the art. There need not be an

express or explicit suggestion to combine references.

Authorities

KSR International Co, v. Teleflex Inc., ___ U.S. ___ (2007); Dystar Textilfarben GMBH
v. C.H. Patrick, 464 F.3d 1356 (Fed. Cir. 2006); Alza Corp. v. Mylan Laboratories, Inc.,

464 F.3d 1286 (Fed. Cir. 2006); Princeton Biochemicals, Inc. v. Beckman Coulter, Inc.,
411 F.3d 1332, 1337-39 (Fed. Cir. June 9, 2005); Group One Ltd. v. Hallmark Cards,

Inc., 407 F.3d 1297, 1305-06 (Fed. Cir. 2005); Ruiz v. A.B. Chance Co., 234 F.3d 654,

665 (Fed. Cir. 2000); Smiths Indus. Med. Sys., Inc. v. Vital Signs, Inc., 183 F.3d 1347,

1355 (Fed. Cir. 1999); In re Rouffet, 149 F.3d 1350, 1357 (Fed. Cir. 1998); ATD Corp. v.
Lydall, Inc., 159 F.3d 534, 546 (Fed. Cir. 1998); Pro-Mold v. Great Lake Plastics, 75
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F.3d 1568, 1573 (Fed. Cir. 1996).
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United States Court of Appeals for the Federal Circuit 

Miscellaneous Docket No. 830 

IN RE SEAGATE TECHNOLOGY, LLC, 

         Petitioner. 

Brian E. Ferguson and Raphael V. Lupo, McDermott Will & Emery LLP, of 
Washington, DC, argued for petitioner.  With them on the brief were Paul Devinsky and 
Natalia V. Blinkova.  Also on the brief were Terrence P. McMahon, Stephen J. Akerley,
Lucy H. Koh, and Mary B. Boyle, of Palo Alto, California.

Debra Brown Steinberg, Cadwalader, Wickersham & Taft LLP, of New York, New 
York, argued for respondents, Convolve, Inc., and MIT.   With her on the brief were James T. 
Bailey, Tom M. Fini, and Kevin J. McNamee.  Of counsel on the brief were Albert L. Jacobs, 
Jr., Daniel A. Ladow, Adam B. Landa, and Richard E. Kurtz, Greenberg Traurig LLP, of New 
York, New York.

Carter G. Phillips, Sidley Austin LLP, of Washington, DC, for amici curiae, Adobe 
Systems Incorporated, et al.  With him on the brief was Pankaj Venugopal.  Also on the brief 
were Constantine L. Trela, Jr. and Richard A. Cederoth, of Chicago, Illinois. 

Karen J. Mathis, American Bar Association, of Chicago, Illinois, for amicus curiae, 
American Bar Association.  With her on the brief were William L. LaFuze and Michael A. 
Valek, Vinson & Elkins, L.L.P, of Houston, Texas. 

Matthew D. Powers, Weil, Gotshal & Manges LLP, of Redwood Shores, California, for 
amicus curiae, American Intellectual Property Law Association.  With him on the brief was 
Steven C. Carlson; and Amber H. Rovner, of Austin, Texas.  Of counsel on the brief was 
Judith M. Saffer, American Intellectual Property Law Association, of Arlington, Virginia.

Peter A. Sullivan, Hughes Hubbard & Reed LLP, of New York, New York, for amicus 
curiae, Association of the Bar of the City of New York. 

Kyle Bradford Fleming, Renner Otto Boisselle & Sklar, of Cleveland, Ohio, for amici 
curiae, Avery Dennison Corporation, et al.   With him on the brief were Jay R. Campbell and 
Todd R. Tucker.  Of counsel on the brief was Keith A. Newburry, Avery Dennison, Inc., of 
Pasadena, California, for amicus curiae, Avery Dennison Corporation. 

Blair E. Taylor, Venable LLP, of Washington, DC, for amicus curiae, Bar Association 
of the District of Columbia.  With her on the brief was Peter J. Curtin.   Of counsel on the 
brief were Robert C. Bertin and Erin M. Dunston, Bingham McCutchen LLP, of Washington, 
DC.

Hans Sauer, Biotechnology Industry Organization, of Washington, DC, for amicus 
curiae, Biotechnology Industry Organization.   Of counsel on the brief were Scott A.M. 
Chambers, Patton Boggs LLP, of McLean, Virginia, and Brian P. Barrett, Eli Lilly and 
Company, of Indianapolis, Indiana. 

M. Kala Sarvaiya, SoCal IP Law Group LLP, of Westlake Village, California, for 
amicus curiae, Conejo Valley Bar Association.  With him on the brief were Steven C. 
Sereboff and Mark S. Goldstein.

Alison M. Tucher, Morrison & Foerster LLP of San Francisco, California, for amici 
curiae, Echostar Communications Corporation, et al.   With her on the brief were Harold J. 
McElhinny, Michael A. Jacobs, and Rachel Krevans.  Also on the brief were Charles S. 
Barquist and Bita Rahebi, of Los Angeles, California. 

Joshua D. Sarnoff, Glushko-Samuelson Intellectual Property Law Clinic, Washington 
College of Law, American University, of Washington, DC, for amici curiae, Electronic Frontier 
Foundation, et al. 

Stanley H. Lieberstein, St. Onge Steward Johnston & Reens LLC, of Stamford, 
Connecticut, for amicus curiae, Federal Circuit Bar Association.  With him on the brief was 
Richard J. Basile.

Maxim H. Waldbaum, Schiff Hardin LLP, of New York, New York, for amicus curiae, 
Fédération Internationale Des Conseils En Propriété Industrielle. 

Mark A. Thurmon, Roy, Kiesel, Keegan & DeNicola, of Baton Rouge, Louisiana, for 
amicus curiae, Houston Intellectual Property Law Association. 

Gary M. Hoffman, Dickstein Shapiro LLP, of Washington, DC, for amicus curiae, 
Intellectual Property Owners Association.  With him on the brief were Kenneth W. Brothers
and Rachael Lea Leventhal.  Also on the brief were Marc S. Adler and Richard F. Phillips,
Intellectual Property Owners Association, of Washington, DC.  Of counsel was Herbert C 
Wamsley.

Michael Barclay, Wilson Sonsini Goodrich & Rosati, of Palo Alto, California, for 
amicus curiae, MediaTek, Inc.  With him on the brief was Monica Mucchetti Eno.

Roderick R. McKelvie, Covington & Burling LLP, of Washington, DC, for amicus 
curiae, Pharmaceutical Research and Manufacturers of America.  With him on the brief was 
Simon J.  Frankel, of San Francisco, California.     
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Patricia Smink Rogowski, Connolly Bove Lodge & Hutz LLP, of Wilmington, Delaware, 
for amicus curiae, Philadelphia Intellectual Property Law Association. 

Douglas E. Olson, Paul, Hastings, Janofsky & Walker, LLP, of San Diego, California, 
for amicus curiae, San Diego Intellectual Property Law Association.  Of counsel on the brief 
was Vicki G. Norton, Wilson Sonsini Goodrich & Rosati, of San Diego, California. 

Thomas S. Biemer, Dilworth Paxson LLP, of Philadelphia, Pennsylvania, for amici 
curiae, Securities Industry and Financial Markets Association, et al.  With him on the brief 
was Philip J. Foret.

Laurence H. Pretty, Law Office of Laurence H. Pretty, of Los Angeles, California, for 
amicus curiae, TiVo, Inc. 

Michael K. Kirschner, Hillis Clark Martin & Peterson, P.S., of Seattle, Washington, for 
amicus curiae, Washington State Patent Law Association.  Of counsel on the brief were 
Peter J. Knudsen, Washington State Patent Law Association, of Bothell, Washington, and 
Pam Kohli Jacobson, Betts Patterson & Mines, P.S., of Seattle, Washington.

On Petition for Writ of Mandamus to the United States District Court for the Southern
District of New York 

Judge George B. Daniels 

United States Court of Appeals for the Federal Circuit 

Miscellaneous Docket No. 830 

IN RE SEAGATE TECHNOLOGY, LLC, 

Petitioner.
________________________

DECIDED:   August 20, 2007 
________________________

Before NEWMAN, MAYER, LOURIE, RADER, SCHALL, BRYSON, GAJARSA, LINN, 
DYK, and PROST, Circuit Judges.*

Opinion for the court filed by Circuit Judge MAYER, in which Circuit Judges NEWMAN, 
LOURIE, RADER, SCHALL, BRYSON, GAJARSA, LINN, DYK, and PROST join.  
Concurring opinion filed by Circuit Judge GAJARSA, in which Circuit Judge NEWMAN 
joins.  Concurring opinion filed by Circuit Judge NEWMAN.

MAYER, Circuit Judge.

 Seagate Technology, LLC (“Seagate”) petitions for a writ of mandamus directing 

the United States District Court for the Southern District of New York to vacate its orders 

compelling disclosure of materials and testimony that Seagate claims is covered by the 

attorney-client privilege and work product protection.  We ordered en banc review, and  

now grant the petition.  We overrule Underwater Devices Inc. v. Morrison-Knudsen Co.,

717 F.2d 1380 (1983), and we clarify the scope of the waiver of attorney-client privilege 

                                           
*  Chief Judge Michel and Circuit Judge Moore took no part in the 

consideration of the merits of this case. 
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and work product protection that results when an accused patent infringer asserts an 

advice of counsel defense to a charge of willful infringement.

Background 

 Convolve, Inc. and the Massachusetts Institute of Technology (collectively 

“Convolve”) sued Seagate on July 13, 2000, alleging infringement of U.S. Patent Nos. 

4,916,635 (“the ’635 patent”) and 5,638,267 (“the ’267 patent”).  Subsequently, U.S. 

Patent No. 6,314,473 (“the ’473 patent”) issued on November 6, 2001, and Convolve 

amended its complaint on January 25, 2002, to assert infringement of the ’473 patent.  

Convolve also alleged that Seagate willfully infringed the patents.

Prior to the lawsuit, Seagate retained Gerald Sekimura to provide an opinion 

concerning Convolve’s patents, and he ultimately prepared three written opinions.  

Seagate received the first opinion on July 24, 2000, shortly after the complaint was filed.

This opinion analyzed the ’635 and ’267 patents and concluded that many claims were 

invalid and that Seagate’s products did not infringe.  The opinion also considered 

Convolve’s pending International Application WO 99/45535 (“the ’535 application”), 

which recited technology similar to that disclosed in the yet-to-be-issued ’473 patent.  

On December 29, 2000, Sekimura provided an updated opinion to Seagate.  In addition 

to his previous conclusions, this opinion concluded that the ’267 patent was possibly 

unenforceable.  Both opinions noted that not all of the patent claims had been reviewed, 

and that the ’535 application required further analysis, which Sekimura recommended 

postponing until a U.S. patent issued.  On February 21, 2003, Seagate received a third 

opinion concerning the validity and infringement of the by-then-issued ’473 patent.  

06-M830 2

There is no dispute that Seagate’s opinion counsel operated separately and 

independently of trial counsel at all times.

In early 2003, pursuant to the trial court’s scheduling order, Seagate notified 

Convolve of its intent to rely on Sekimura’s three opinion letters in defending against 

willful infringement, and it disclosed all of his work product and made him available for 

deposition.  Convolve then moved to compel discovery of any communications and 

work product of Seagate’s other counsel, including its trial counsel.1  On May 28, 2004, 

the trial court concluded that Seagate waived the attorney-client privilege for all 

communications between it and any counsel, including its trial attorneys and in-house 

counsel,2 concerning the subject matter of Sekimura’s opinions, i.e., infringement, 

invalidity, and enforceability.  It further determined that the waiver began when Seagate 

first gained knowledge of the patents and would last until the alleged infringement 
                                           

1.  Specifically, Convolve sought to obtain the following: 

internal communications on the same subjects as the formal 
[Sekimura] opinions, communications between Seagate and 
any attorneys on the same subjects as the formal opinions, 
documents reflecting outside counsel’s opinion as to the 
same subjects of the formal opinions, documents reviewed 
or considered, or forming the basis for outside counsel’s 
opinion as to the subject matter of the formal opinions, and 
documents reflecting when oral communications concerning 
the subjects of the opinions occurred between Compaq and 
outside counsel. 

Convolve, Inc. v. Compaq Comp. Corp., 224 F.R.D. 98, 101(S.D.N.Y. 2004). 

2. We do not address the trial court’s discovery orders pertaining to 
Seagate’s in-house counsel.  The questions presented for en banc review do not 
encompass this issue.  See Kirkendall v. Dep’t of the Army, 479 F.3d 830, 835 n.2 (Fed. 
Cir. 2007) (en banc) (“As a general rule, the scope of our en banc review is limited to 
the issues set out in the en banc order.”).  That is not remarkable because Seagate’s 
petition sought relief only as to trial counsel.  Moreover, the nature and role of in-house 
counsel in this litigation is entirely unclear on the record before us.  For the same 
reason, we do not address the separate opinion of Judge Gajarsa, post.
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ceased.  Accordingly, the court ordered production of any requested documents and 

testimony concerning the subject matter of Sekimura’s opinions.  It provided for in 

camera review of documents relating to trial strategy, but said that any advice from trial 

counsel that undermined the reasonableness of relying on Sekimura’s opinions would 

warrant disclosure.  The court also determined that protection of work product 

communicated to Seagate was waived.

Based on these rulings, Convolve sought production of trial counsel opinions 

relating to infringement, invalidity, and enforceability of the patents, and also noticed 

depositions of Seagate’s trial counsel.  After the trial court denied Seagate’s motion for 

a stay and certification of an interlocutory appeal, Seagate petitioned for a writ of 

mandamus.  We stayed the discovery orders and, recognizing the functional 

relationship between our willfulness jurisprudence and the practical dilemmas faced in 

the areas of attorney-client privilege and work product protection, sua sponte ordered 

en banc review of the petition.  The en banc order set out the following questions:   

1. Should a party’s assertion of the advice of counsel defense 
to willful infringement extend waiver of the attorney-client 
privilege to communications with that party’s trial counsel? 
See In re EchoStar Commc’n Corp., 448 F.3d 1294 (Fed. 
Cir. 2006). 

2. What is the effect of any such waiver on work-product 
immunity?

3. Given the impact of the statutory duty of care standard 
announced in Underwater Devices, Inc. v. Morrison-Knudsen 
Co., 717 F.2d 1380 (Fed. Cir. 1983), on the issue of waiver 
of attorney-client privilege, should this court reconsider the 
decision in Underwater Devices and the duty of care 
standard itself?

In re Seagate Tech., LLC, Misc. Docket No. 830 (Fed. Cir. Jan. 26, 2007). 
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Mandamus

 A party seeking a writ of mandamus bears the burden of proving that it has no 

other means of attaining the relief desired, Mallard v. U.S. Dist. Court for the S. Dist. of 

Iowa, 490 U.S. 296, 309 (1989), and that the right to issuance of the writ is “clear and 

indisputable,” Allied Chem. Corp. v. Daiflon, Inc., 449 U.S. 33, 35 (1980).  In appropriate 

cases, a writ of mandamus may issue “to prevent the wrongful exposure of privileged 

communications.” In re Regents of the Univ. of Cal., 101 F.3d 1386, 1387 (Fed. Cir. 

1996).  Specifically, “mandamus review may be granted of discovery orders that turn on 

claims of privilege when (1) there is raised an important issue of first impression, (2) the 

privilege would be lost if review were denied until final judgment, and (3) immediate 

resolution would avoid the development of doctrine that would undermine the privilege.”  

Id. at 1388.  This case meets these criteria. 

 We review the trial court’s determination of the scope of waiver for an abuse of 

discretion. In re Echostar Commc’ns. Corp., 448 F.3d 1294, 1300 (Fed. Cir. 2006); In re 

Pioneer Hi-Bred Int’l, Inc., 238 F.3d 1370, 1373 n.2 (Fed. Cir. 2001).  Because willful 

infringement and the scope of waiver accompanying the advice of counsel defense 

invoke substantive patent law, we apply the law of this circuit. Echostar, 448 F.3d at 

1298.

Discussion

Because patent infringement is a strict liability offense, the nature of the offense 

is only relevant in determining whether enhanced damages are warranted.  Although a 
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trial court’s discretion in awarding enhanced damages has a long lineage in patent law,3

the current statute, similar to its predecessors, is devoid of any standard for awarding 

them.4  Absent a statutory guide, we have held that an award of enhanced damages 

requires a showing of willful infringement. Beatrice Foods Co. v. New England Printing 

& Lithographing Co., 923 F.2d 1576, 1578 (Fed. Cir. 1991); see also Jurgens v. CBK, 

Ltd., 80 F.3d 1566, 1570 (Fed. Cir. 1996) (holding that bad faith infringement, which is a 

type of willful infringement, is required for enhanced damages).  This well-established 

standard accords with Supreme Court precedent. See Aro Mfg. Co. v. Convertible Top 

Replacement Co., 377 U.S. 479, 508 (1961) (enhanced damages were available for 

                                           
3.  Trial courts have had statutory discretion to enhance damages for patent 

infringement since 1836.  35 U.S.C. § 284 (2000); Act of Aug. 1, 1946, 60 Stat. 778; 
Patent Act of 1870, ch. 230, § 59, 16 Stat. 198, 207 (1870) (providing that “the court 
may enter judgment thereon for any sum above the amount found by the verdict as the 
actual damages sustained, according to the circumstances of the case, not exceeding 
three times the amount of such verdict, together with the costs”); Patent Act of 1836, ch. 
357, 5 Stat. 117 (1836) (stating that “it shall be in the power of the court to render 
judgment for any sum above the amount found by such verdict . . . not exceeding three 
times the amount thereof, according to the circumstances of the case”). 

4.  The current statute, enacted in 1952 and codified at 35 U.S.C. § 284, 
provides:

Upon finding for the claimant the court shall award the 
claimant damages adequate to compensate for the 
infringement, but in no event less than a reasonable royalty 
for the use made of the invention by the infringer, together 
with interest and costs as fixed by the court. 

When the damages are not found by a jury, the court shall 
assess them. In either event the court may increase the 
damages up to three times the amount found or assessed. 
Increased damages under this paragraph shall not apply to 
provisional rights under section 154(d) of this title. 

The court may receive expert testimony as an aid to the 
determination of damages or of what royalty would be 
reasonable under the circumstances. 
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willful or bad faith infringement); see also Dowling v. United States, 473 U.S. 207, 227 

n.19 (1985) (enhanced damages are available for “willful infringement”); Seymour v. 

McCormick, 57 U.S. 480, 489 (1853) (“wanton or malicious” injury could result in 

exemplary damages).  But, a finding of willfulness does not require an award of 

enhanced damages; it merely permits it. See 35 U.S.C. § 284; Odetics, Inc. v. Storage 

Tech. Corp., 185 F.3d 1259, 1274 (Fed. Cir. 1999); Jurgens, 80 F.3d at 1570. 

This court fashioned a standard for evaluating willful infringement in Underwater

Devices Inc. v. Morrison-Knudsen Co., 717 F.2d 1380, 1389-90 (Fed. Cir. 1983): 

“Where . . . a potential infringer has actual notice of another’s patent rights, he has an 

affirmative duty to exercise due care to determine whether or not he is infringing.  Such 

an affirmative duty includes, inter alia, the duty to seek and obtain competent legal 

advice from counsel before the initiation of any possible infringing activity.”  (citations 

omitted).  This standard was announced shortly after the creation of the court, and at a 

time “when widespread disregard of patent rights was undermining the national 

innovation incentive.” Knorr-Bremse Systeme Fuer Nutzfahreuge GmbH v. Dana Corp.,

383 F.3d 1337, 1343 (Fed. Cir. 2004) (en banc) (citing Advisory Committee on Industrial 

Innovation Final Report, Dep’t of Commerce (Sep. 1979)).  Indeed, in Underwater 

Devices, an attorney had advised the infringer that “[c]ourts, in recent years, have—in 

patent infringement cases—found [asserted patents] invalid in approximately 80% of the 

cases,” and on that basis the attorney concluded that the patentee would not likely sue 

for infringement.  717 F.2d at 1385.  Over time, our cases evolved to evaluate 

willfulness and its duty of due care under the totality of the circumstances, and we 

enumerated factors informing the inquiry. E.g., Read Corp. v. Portec, Inc., 970 F.2d 
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816, 826-27 (Fed. Cir. 1992); Rolls-Royce Ltd. v. GTE Valeron Corp., 800 F.2d 1101, 

1110 (Fed. Cir. 1986). 

In light of the duty of due care, accused willful infringers commonly assert an 

advice of counsel defense.  Under this defense, an accused willful infringer aims to 

establish that due to reasonable reliance on advice from counsel, its continued accused 

activities were done in good faith.  Typically, counsel’s opinion concludes that the patent 

is invalid, unenforceable, and/or not infringed.  Although an infringer’s reliance on 

favorable advice of counsel, or conversely his failure to proffer any favorable advice, is 

not dispositive of the willfulness inquiry, it is crucial to the analysis.  E.g., Electro Med.

Sys., S.A. v. Cooper Life Scis., Inc., 34 F.3d 1048, 1056 (Fed. Cir. 1994) (“Possession 

of a favorable opinion of counsel is not essential to avoid a willfulness determination; it 

is only one factor to be considered, albeit an important one.”). 

Since Underwater Devices, we have recognized the practical concerns stemming 

from our willfulness doctrine, particularly as related to the attorney-client privilege and 

work product doctrine.  For instance, Quantum Corp. v. Plus Development Corp., 940 

F.2d 642, 643 (Fed. Cir. 1991), observed that “[p]roper resolution of the dilemma of an 

accused infringer who must choose between the lawful assertion of the attorney-client 

privilege and avoidance of a willfulness finding if infringement is found, is of great 

importance not only to the parties but to the fundamental values sought to be preserved 

by the attorney-client privilege.”  We cautioned there that an accused infringer “should 

not, without the trial court’s careful consideration, be forced to choose between waiving 

the privilege in order to protect itself from a willfulness finding, in which case it may risk 

prejudicing itself on the question of liability, and maintaining the privilege, in which case 
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it may risk being found to be a willful infringer if liability is found.” Id. at 643-44.  We 

advised that in camera review and bifurcating trials in appropriate cases would alleviate 

these concerns. Id.  However, such procedures are often considered too onerous to be 

regularly employed. 

Recently, in Knorr-Bremse, we addressed another outgrowth of our willfulness 

doctrine.  Over the years, we had held that an accused infringer’s failure to produce 

advice from counsel “would warrant the conclusion that it either obtained no advice of 

counsel or did so and was advised that its [activities] would be an infringement of valid 

U.S. Patents.” Knorr-Bremse, 383 F.3d at 1343 (quoting Kloster Speedsteel AB v. 

Crucible Inc., 793 F.2d 1565, 1580 (Fed. Cir. 1986)). Recognizing that this inference 

imposed “inappropriate burdens on the attorney-client relationship,” id., we held that 

invoking the attorney-client privilege or work product protection does not give rise to an 

adverse inference, id. at 1344-45.  We further held that an accused infringer’s failure to 

obtain legal advice does not give rise to an adverse inference with respect to willfulness.  

Id. at 1345-46.

More recently, in Echostar we addressed the scope of waiver resulting from the 

advice of counsel defense.  First, we concluded that relying on in-house counsel’s 

advice to refute a charge of willfulness triggers waiver of the attorney-client privilege.  

Echostar, 448 F.3d at 1299.  Second, we held that asserting the advice of counsel 

defense waives work product protection and the attorney-client privilege for all 

communications on the same subject matter, as well as any documents memorializing 

attorney-client communications. Id. at 1299, 1302-03.  However, we held that waiver 

did not extend to work product that was not communicated to an accused infringer. Id.
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at 1303-04. Echostar did not consider waiver of the advice of counsel defense as it 

relates to trial counsel.   

In this case, we confront the willfulness scheme and its functional relationship to 

the attorney-client privilege and work product protection.  In light of Supreme Court 

opinions since Underwater Devices and the practical concerns facing litigants under the 

current regime, we take this opportunity to revisit our willfulness doctrine and to address 

whether waiver resulting from advice of counsel and work product defenses extend to 

trial counsel. See Knorr-Bremse, 383 F.3d at 1343-44.

I.  Willful Infringement 

The term willful is not unique to patent law, and it has a well-established meaning 

in the civil context.  For instance, our sister circuits have employed a recklessness 

standard for enhancing statutory damages for copyright infringement.  Under the 

Copyright Act, a copyright owner can elect to receive statutory damages, and trial courts 

have discretion to enhance the damages, up to a statutory maximum, for willful 

infringement.  17 U.S.C. § 504(c).  Although the statute does not define willful, it has 

consistently been defined as including reckless behavior.  See, e.g., Yurman Design, 

Inc. v. PAJ, Inc., 262 F.3d 101, 112 (2d Cir. 2001) (“Willfulness in [the context of 

statutory damages for copyright infringement] means that the defendant ‘recklessly 

disregarded’ the possibility that ‘its conduct represented infringement.’”) (quoting Hamil 

Am., Inc. v. GFI, Inc., 193 F.3d 92, 97 (2d Cir. 1999) (additional citations omitted)); 

Wildlife Express Corp. v. Carol Wright Sales, 18 F.3d 502, 511-12 (7th Cir. 1994) 

(same); RCA/Ariola Int’l, Inc. v. Thomas & Grayston Co., 845 F.2d 773, 779 (8th Cir. 

1988) (same); see also eBay Inc. v. MercExchange, L.L.C., 126 S. Ct. 1837, 1840 
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(2006) (noting with approval that its resolution of the permanent injunction standard in 

the patent context created harmony with copyright law). 

Just recently, the Supreme Court addressed the meaning of willfulness as a 

statutory condition of civil liability for punitive damages.  Safeco Ins. Co. of Am. v. Burr,

551 U.S. ___, Nos. 06-84, -100, slip op. (June 4, 2007).  Safeco involved the Fair Credit 

Reporting Act (“FCRA”), which imposes civil liability for failure to comply with its 

requirements.  Whereas an affected consumer can recover actual damages for 

negligent violations of the FCRA, 15 U.S.C. § 1681o(a), he can also recover punitive 

damages for willful ones, 15 U.S.C. § 1681n(a).  Addressing the willfulness requirement 

in this context, the Court concluded that the “standard civil usage” of “willful” includes 

reckless behavior. Id., slip op. at 7; accord McLaughlin v. Richland Shoe Co., 486 U.S. 

128, 132-33 (1988) (concluding that willful violations of the Fair Labor Standards Act 

include reckless violations); Trans World Airlines, Inc. v. Thurston, 469 U.S. 111, 128 

(1985).  Significantly, the Court said that this definition comports with the common law 

usage, “which treated actions in ‘reckless disregard’ of the law as ‘willful’ violations.”  Id.,

slip op. at 7 (citing W. Keeton, D. Dobbs, R. Keeton, & D. Owen, Prosser and Keeton on 

Law of Torts § 34, p. 212 (5th ed. 1984)).

In contrast, the duty of care announced in Underwater Devices sets a lower 

threshold for willful infringement that is more akin to negligence.  This standard fails to 

comport with the general understanding of willfulness in the civil context, Richland Shoe 

Co., 486 U.S. at 133 (“The word ‘willful’ . . . is generally understood to refer to conduct 

that is not merely negligent.”), and it allows for punitive damages in a manner 

inconsistent with Supreme Court precedent, see, e.g., Safeco, slip op. at 6-7,18-19, 21 
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n.20; Smith v Wade, 461 U.S. 30, 39-49 (1983).  Accordingly, we overrule the standard 

set out in Underwater Devices and hold that proof of willful infringement permitting 

enhanced damages requires at least a showing of objective recklessness.  Because we 

abandon the affirmative duty of due care, we also reemphasize that there is no 

affirmative obligation to obtain opinion of counsel.

We fully recognize that “the term [reckless] is not self-defining.” Farmer v. 

Brennan, 511 U.S. 825, 836 (1994).  However, “[t]he civil law generally calls a person 

reckless who acts . . . in the face of an unjustifiably high risk of harm that is either 

known or so obvious that it should be known.”  Id. (citing Prosser and Keeton § 34, pp. 

213-14; Restatement (Second) of Torts § 500 (1965)).  Accordingly, to establish willful 

infringement, a patentee must show by clear and convincing evidence that the infringer 

acted despite an objectively high likelihood that its actions constituted infringement of a 

valid patent. See Safeco, slip op. at 19 (“It is [a] high risk of harm, objectively assessed, 

that is the essence of recklessness at common law.”).  The state of mind of the accused 

infringer is not relevant to this objective inquiry.  If this threshold objective standard is 

satisfied, the patentee must also demonstrate that this objectively-defined risk 

(determined by the record developed in the infringement proceeding) was either known 

or so obvious that it should have been known to the accused infringer.  We leave it to 

future cases to further develop the application of this standard.5

Finally, we reject the argument that revisiting our willfulness doctrine is either 

improper or imprudent, as Convolve contends.  The ultimate dispute in this case is the 

proper scope of discovery.  While it is true that the issue of willful infringement, or even 

                                           
5. We would expect, as suggested by Judge Newman, post at 2, that the 

standards of commerce would be among the factors a court might consider. 
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infringement for that matter, has not been decided by the trial court, it is indisputable 

that the proper legal standard for willful infringement informs the relevance of evidence 

relating to that issue and, more importantly here, the proper scope of discovery.  See

United States Nat'l Bank of Or. v. Indep. Ins. Agents of Am., Inc., 508 U.S. 439, 447 

(1993) (“[A] court may consider an issue ‘antecedent to . . . and ultimately dispositive of’ 

the dispute before it, even an issue the parties fail to identify and brief.” (quoting Arcadia

v. Ohio Power Co., 498 U.S. 73, 77 (1990))); see also Fed. R. Civ. Pro. R. 26(b) 

(limiting discovery to relevant, not necessarily admissible, information); accord Singleton 

v. Wulff, 428 U.S. 106, 121 (1976) (“The matter of what questions may be taken up and 

resolved for the first time on appeal is one left primarily to the discretion of the courts of 

appeals, to be exercised on the facts of individual cases.”); Forshey v. Principi, 284 F.3d 

1335, 1355-59 (Fed. Cir. 2002) (en banc).  Accordingly, addressing willfulness is neither 

hypothetical nor advisory.

II.  Attorney-Client Privilege 

We turn now to the appropriate scope of waiver of the attorney-client privilege 

resulting from an advice of counsel defense asserted in response to a charge of willful 

infringement.  Recognizing that it is “the oldest of the privileges for confidential 

communications known to the common law,” we are guided by its purpose “to 

encourage full and frank communication between attorneys and their clients and 

thereby promote broader public interests in the observance of law and administration of 

justice.” Upjohn Co. v. United States, 449 U.S. 383, 389 (1981).  The privilege also 

“recognizes that sound legal advice or advocacy serves public ends and that such 

advice or advocacy depends upon the lawyer's being fully informed by the client.” Id.
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The attorney-client privilege belongs to the client, who alone may waive it.  E.g.,

Knorr-Bremse, 383 F.3d at 1345; Am. Standard, Inc. v. Pfizer, Inc., 828 F.2d 734, 745 

(Fed. Cir. 1987).  “The widely applied standard for determining the scope of a waiver . . . 

is that the waiver applies to all other communications relating to the same subject 

matter.” Fort James Corp. v Solo Cup Corp., 412 F.3d 1340, 1349 (Fed. Cir. 2005).  

This broad scope is grounded in principles of fairness and serves to prevent a party 

from simultaneously using the privilege as both a sword and a shield; that is, it prevents 

the inequitable result of a party disclosing favorable communications while asserting the 

privilege as to less favorable ones. Echostar, 448 F.3d at 1301; Fort James, 412 F.3d 

at 1349.  Ultimately, however, “[t]here is no bright line test for determining what 

constitutes the subject matter of a waiver, rather courts weigh the circumstances of the 

disclosure, the nature of the legal advice sought and the prejudice to the parties of 

permitting or prohibiting further disclosures.” Fort James, 412 F.3d at 1349-50.

In considering the scope of waiver resulting from the advice of counsel defense, 

district courts have reached varying results with respect to trial counsel.  Some 

decisions have extended waiver to trial counsel, e.g., Informatica Corp. v. Bus. Objects 

Data Integration, Inc., 454 F. Supp. 2d 957 (N.D. Cal. 2006), whereas others have 

declined to do so, e.g., Collaboration Props., Inc. v. Polycom, Inc., 224 F.R.D. 473, 476 

(N.D. Cal  2004); Ampex Corp. v. Eastman Kodak Co., 2006 U.S. Dist. LEXIS 48702 (D. 

Del. July 17, 2006).  Still others have taken a middle ground and extended waiver to trial 

counsel only for communications contradicting or casting doubt on the opinions 

asserted. E.g., Intex Recreation Corp. v. Team Worldwide Corp., 439 F. Supp. 2d 46 
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(D.D.C. 2006); Beneficial Franchise Co., Inc. v. Bank One, N.A., 205 F.R.D. 212 (N.D. 

Ill. 2001); Micron Separations, Inc. v. Pall Corp., 159 F.R.D. 361 (D. Mass. 1995).

Recognizing the value of a common approach and in light of the new willfulness 

analysis set out above, we conclude that the significantly different functions of trial 

counsel and opinion counsel advise against extending waiver to trial counsel.  Whereas 

opinion counsel serves to provide an objective assessment for making informed 

business decisions, trial counsel focuses on litigation strategy and evaluates the most 

successful manner of presenting a case to a judicial decision maker.  And trial counsel 

is engaged in an adversarial process.  We previously recognized this distinction with 

respect to our prior willfulness standard in Crystal Semiconductor Corp. v. TriTech 

Microelectronics International, Inc., 246 F.3d 1336, 1352 (Fed. Cir. 2001), which 

concluded that “defenses prepared [by litigation counsel] for a trial are not equivalent to 

the competent legal opinion of non-infringement or invalidity which qualify as ‘due care’ 

before undertaking any potentially infringing activity.”  Because of the fundamental 

difference between these types of legal advice, this situation does not present the 

classic “sword and shield” concerns typically mandating broad subject matter waiver.  

Therefore, fairness counsels against disclosing trial counsel’s communications on an 

entire subject matter in response to an accused infringer’s reliance on opinion counsel’s 

opinion to refute a willfulness allegation. 

Moreover, the interests weighing against extending waiver to trial counsel are 

compelling.  The Supreme Court recognized the need to protect trial counsel’s thoughts 

in Hickman v. Taylor, 329 U.S. 495, 510-11 (1947):

[I]t is essential that a lawyer work with a certain degree of 
privacy, free from unnecessary intrusion by opposing parties 
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and their counsel.  Proper preparation of a client’s case 
demands that he assemble information, sift what he 
considers to be the relevant from the irrelevant facts, 
prepare his legal theories and plan his strategy without 
undue and needless interference.  That is the historical and 
the necessary way in which lawyers act within the framework 
of our system of jurisprudence to promote justice and to 
protect their clients’ interests. 

The Court saw that allowing discovery of an attorney’s thoughts would result in 

“[i]nefficiency, unfairness and sharp practices,” that “[t]he effect on the legal profession 

would be demoralizing” and thus “the interests of the clients and the cause of justice 

would be poorly served.”  Id. at 511.  Although Hickman concerned work product 

protection, the attorney-client privilege maintained with trial counsel raises the same 

concerns in patent litigation.  In most cases, the demands of our adversarial system of 

justice will far outweigh any benefits of extending waiver to trial counsel.  See Jaffee v. 

Redmond, 518 U.S. 1, 9 (1996) (“Exceptions from the general rule disfavoring 

testimonial privileges may be justified, however, by a ‘public good transcending the 

normally predominant principle of utilizing all rational means for ascertaining the truth.’” 

(quoting Trammel, 445 U.S. 40, 50 (1980) (quoting Elkins v. United States, 364 U.S. 

206 (1960) (Frankfurter, J., dissenting))) (additional internal quotation marks omitted).    

Further outweighing any benefit of extending waiver to trial counsel is the 

realization that in ordinary circumstances, willfulness will depend on an infringer’s 

prelitigation conduct.  It is certainly true that patent infringement is an ongoing offense 

that can continue after litigation has commenced.  However, when a complaint is filed, a 

patentee must have a good faith basis for alleging willful infringement.  Fed. R. Civ. Pro. 

8, 11(b).  So a willfulness claim asserted in the original complaint must necessarily be 

grounded exclusively in the accused infringer’s pre-filing conduct.  By contrast, when an 
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accused infringer’s post-filing conduct is reckless, a patentee can move for a preliminary 

injunction, which generally provides an adequate remedy for combating post-filing willful 

infringement. See 35 U.S.C. § 283; Amazon.com, Inc. v. Barnesandnoble.com, Inc.,

239 F.3d 1343, 1350 (Fed. Cir. 2001).  A patentee who does not attempt to stop an 

accused infringer’s activities in this manner should not be allowed to accrue enhanced 

damages based solely on the infringer’s post-filing conduct.  Similarly, if a patentee 

attempts to secure injunctive relief but fails, it is likely the infringement did not rise to the 

level of recklessness.

We fully recognize that an accused infringer may avoid a preliminary injunction 

by showing only a substantial question as to invalidity, as opposed to the higher clear 

and convincing standard required to prevail on the merits. Amazon.com, 239 F.3d at 

1359 (“Vulnerability is the issue at the preliminary injunction stage, while validity is the 

issue at trial.  The showing of a substantial question as to invalidity thus requires less 

proof than the clear and convincing showing necessary to establish invalidity itself.”).  

However, this lessened showing simply accords with the requirement that recklessness 

must be shown to recover enhanced damages. A substantial question about invalidity 

or infringement is likely sufficient not only to avoid a preliminary injunction, but also a 

charge of willfulness based on post-filing conduct.

We also recognize that in some cases a patentee may be denied a preliminary 

injunction despite establishing a likelihood of success on the merits, such as when the 

remaining factors are considered and balanced.  In that event, whether a willfulness 

claim based on conduct occurring solely after litigation began is sustainable will depend 

on the facts of each case.
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Because willful infringement in the main must find its basis in prelitigation 

conduct, communications of trial counsel have little, if any, relevance warranting their 

disclosure, and this further supports generally shielding trial counsel from the waiver 

stemming from an advice of counsel defense to willfulness.  Here, the opinions of 

Seagate’s opinion counsel, received after suit was commenced, appear to be of 

similarly marginal value.  Although the reasoning contained in those opinions ultimately 

may preclude Seagate’s conduct from being considered reckless if infringement is 

found, reliance on the opinions after litigation was commenced will likely be of little 

significance. 

In sum, we hold, as a general proposition, that asserting the advice of counsel 

defense and disclosing opinions of opinion counsel do not constitute waiver of the 

attorney-client privilege for communications with trial counsel.  We do not purport to set 

out an absolute rule.  Instead, trial courts remain free to exercise their discretion in 

unique circumstances to extend waiver to trial counsel, such as if a party or counsel 

engages in chicanery.  We believe this view comports with Supreme Court precedent, 

which has made clear that rules concerning privileges are subject to review and 

revision, when necessary.  See Jaffee, 518 U.S. at 9 (noting that federal courts are “to 

‘continue the evolutionary development of testimonial privileges.’” (quoting Trammel,

445 U.S. at 47)).    

III.   Work Product Protection 

An advice of counsel defense asserted to refute a charge of willful infringement 

may also implicate waiver of work product protection.  Again, we are here confronted 
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with whether this waiver extends to trial counsel’s work product.  We hold that it does 

not, absent exceptional circumstances. 

The work product doctrine is “designed to balance the needs of the adversary 

system: promotion of an attorney’s preparation in representing a client versus society’s 

general interest in revealing all true and material facts to the resolution of a dispute.”  In

re Martin Marietta Corp., 856 F.2d 619, 624 (4th Cir. 1988).  Unlike the attorney-client 

privilege, which provides absolute protection from disclosure, work product protection is 

qualified and may be overcome by need and undue hardship.  Fed. R. Civ. Pro. 

26(b)(3).  However, the level of need and hardship required for discovery depends on 

whether the work product is factual, or the result of mental processes such as plans, 

strategies, tactics, and impressions, whether memorialized in writing or not.  Whereas 

factual work product can be discovered solely upon a showing of substantial need and 

undue hardship, mental process work product is afforded even greater, nearly absolute, 

protection. See id.; Upjohn Co. v. United States, 449 U.S. 383, 400 (1981); Holmgren v. 

State Farm Mut. Auto. Ins., 976 F.2d 573, 577 (9th Cir. 1992) (holding that work product 

“may be discovered and admitted when mental impressions are at issue in a case and 

the need for the material is compelling”); see also Office of Thrift Supervision v. Vinson 

& Elkins, LLP, 124 F.3d 1304, 1307 (D.C. Cir. 1997) (“virtually undiscoverable”).  But 

see Nat’l Union Fire Ins. Co. v. Murray Sheet Metal Co., 967 F.2d 980, 984 (4th Cir. 

1992) (“‘absolutely’ immune from discovery”). 

 Like the attorney-client privilege, however, work product protection may be 

waived.  United States v. Nobles, 422 U.S. 225, 239 (1975). Here, the same rationale 

generally limiting waiver of the attorney-client privilege with trial counsel applies with 
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even greater force to so limiting work product waiver because of the nature of the work 

product doctrine.  Protecting lawyers from broad subject matter of work product 

disclosure “strengthens the adversary process, and . . . may ultimately and ideally 

further the search for the truth.” Martin Marietta, 856 F.2d at 626; accord Echostar, 448 

F.3d at 1301 (“[W]ork-product immunity . . . promotes a fair and efficient adversarial 

system . . . .”); Coastal States Gas Corp. v. Dep't of Energy, 617 F.2d 854, 864 (D.C. 

Cir. 1980) (“The purpose of the privilege, however, is not to protect any interest of the 

attorney . . . but to protect the adversary trial process itself.  It is believed that the 

integrity of our system would suffer if adversaries were entitled to probe each other's 

thoughts and plans concerning the case.”).  In addition, trial counsel’s mental 

processes, which fall within Convolve’s discovery requests, enjoy the utmost protection 

from disclosure; a scope of waiver commensurate with the nature of such heightened 

protection is appropriate. See Martin Marietta, 856 F.2d at 625-26.

The Supreme Court has approved of narrowly restricting the scope of work 

product waiver.  In United States v. Nobles, a criminal case, an accused armed robber 

presented the testimony of an investigator in an attempt to discredit the two 

eyewitnesses.  When they testified for the prosecution, the defense attorney relied on 

the investigator’s report in cross-examining the eyewitnesses.  422 U.S. at 227.  After 

the prosecution rested, the defense attempted to call the investigator to testify.  The trial 

court, however, ruled that if the investigator testified, his affirmative testimony would 

mandate disclosure of the portions of his report relating to his testimony.  Id. at 229.  

The Supreme Court agreed that the investigator’s affirmative testimony waived work 

product protection, but it approvingly noted the “quite limited” scope of waiver imposed 
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by the trial court and its refusal to allow a general “fishing expedition” into the defense 

files or even the investigator’s report.  Id. at 239-40.  Similarly, Convolve has been 

granted access to the materials relating to Seagate’s opinion counsel’s opinion, and he 

was made available for deposition.  The extent of this waiver accords with the principles 

and spirit of Nobles.

Accordingly, we hold that, as a general proposition, relying on opinion counsel’s 

work product does not waive work product immunity with respect to trial counsel.  Again, 

we leave open the possibility that situations may arise in which waiver may be extended 

to trial counsel, such as if a patentee or his counsel engages in chicanery.  And, of 

course, the general principles of work product protection remain in force, so that a party 

may obtain discovery of work product absent waiver upon a sufficient showing of need 

and hardship, bearing in mind that a higher burden must be met to obtain that pertaining 

to mental processes. See Fed. R. Civ. Pro. 26(b)(3).

Finally, the work product doctrine was partially codified in Rule 26(b)(3) of the 

Federal Rules of Civil Procedure, which applies work product protection to “documents 

and tangible things.”  Courts continue to apply Hickman v. Taylor, 329 U.S. 495, to 

“nontangible” work product. See, e.g., In re Cendant Corp. Sec. Litig., 343 F.3d 658, 

662-63 (3d Cir. 2003); United States v. One Tract of Real Property, 95 F.3d 422, 428 

n.10 (6th Cir. 1996).  This is relevant here because Convolve sought to depose 

Seagate’s trial counsel.  We agree that work product protection remains available to 

“nontangible” work product under Hickman.  Otherwise, attorneys’ files would be 

protected from discovery, but attorneys themselves would have no work product 

objection to depositions.
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Conclusion

 Accordingly, Seagate’s petition for a writ of mandamus is granted, and the district 

court will reconsider its discovery orders in light of this opinion.  

United States Court of Appeals for the Federal Circuit 

Miscellaneous Docket No. 830 

IN RE SEAGATE TECHNOLOGY, LLC, 

Petitioner.

GAJARSA, Circuit Judge, concurring, with whom Circuit Judge NEWMAN joins. 

 I agree with the court’s decision to grant the writ of mandamus; however, I write 

separately to express my belief that the court should take the opportunity to eliminate 

the grafting of willfulness onto section 284. As the court’s opinion points out, although 

the enhanced damages clause of that section “is devoid of any standard for awarding 

[such damages],” ante at 6, this court has nevertheless read a willfulness standard into 

the statute, see, e.g., Beatrice Foods Co. v. New England Printing & Lithographing Co.,

923 F.2d 1576, 1578 (Fed. Cir. 1991); Leesona Corp. v. United States, 599 F.2d 958, 

969 (Ct. Cl. 1979).  Because the language of the statute unambiguously omits any such 

requirement, see 35 U.S.C. § 284 (“[T]he court may increase the damages up to three 

times the amount found or assessed.”), and because there is no principled reason for 

continuing to engraft a willfulness requirement onto section 284, I believe we should 

adhere to the plain meaning of the statute and leave the discretion to enhance damages 

in the capable hands of the district courts.  Accordingly, I agree that Underwater

Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1380 (Fed. Cir. 1983), should be 
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overruled and the affirmative duty of care eliminated.  I would also take the opportunity 

to overrule the Beatrice Foods line of cases to the extent those cases engraft willfulness 

onto the statute.  I would vacate the district court’s order and remand for the court to 

reconsider its ruling in light of the clear and unambiguous language of section 284. 

 In order to reach this conclusion that enhanced damages should not be limited by 

willfulness, it is appropriate to place the issue of enhanced damages in the proper 

historical perspective.  Treble damages were first introduced into American patent law 

by the Act of February 21, 1793, which allowed the patentee to recover, in an action at 

law, “a sum, that shall be at least equal to three times the price, for which the patentee 

has usually sold or licensed to other persons, the use of [the invention].”  Act of Feb. 21, 

1793, ch. 11, § 5, 1 Stat. 318, 322.  The Act of April 17, 1800, allowed the patentee to 

recover, also in an action at law, “a sum equal to three times the actual damage 

sustained by [the] patentee.”  Act of Apr. 17, 1800, ch. 25, § 3, 2 Stat. 37, 38.  Notably, 

however, neither of these acts permitted the courts discretion in assessing treble 

damages.

Such discretion was not conferred upon the courts until the Act of July 4, 1836, 

which provided that “it shall be in the power of the court to render judgment for any sum 

above the amount found by [the] verdict as the actual damages sustained by the 

plaintiff, not exceeding three times the amount thereof, according to the circumstances 

of the case.”  Act of July 4, 1836, ch. 357, § 14, 5 Stat. 117, 123 (emphasis added).  

Nothing in the phrase “according to the circumstances of the case” implies that the 

district court’s discretion to award enhanced damages is contingent upon a finding of 

willfulness.  Indeed, one deficiency identified in pre-1836 patent law was the 
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insufficiency of damages in compensating deserving patentees.  Sen. John Ruggles, 

S. Report Accompanying Senate Bill No. 239, at 6 (Apr. 28, 1836) (explaining that pre-

1836 patent law “offer[ed] an inadequate remedy for the [infringement] injury, by giving 

an action of damages”).  At the same time, pre-1836 patent law was criticized for its 

limited standards regarding the granting of patents, which led to abusive wielding of the 

treble-damages club by undeserving patentees. See id. at 3-4 (describing the 

“reprehensible” practice of patentees in possession of “patents for what has been long 

in public use, and what every one has therefore a right to use,” who, “being armed with 

the apparent authority of the Government, having the sanction of its highest officers the 

seal of state, scour[] the country, and by threats of prosecution, compel[] those who are 

found using the thing patented, to pay the patent price or commutation tribute”).  It 

would appear, then, that the 1836 Act was intended to control not only the grant of 

unwarranted patents, but also to restore the flexibility of remedy that is the traditional 

judicial province. 

Moreover, due to the division of law and equity, a patentee having no basis for 

invoking the equitable jurisdiction of a federal court was limited to legal remedies in an 

action on the case.  Though the court’s equitable powers—such as the power to grant 

discovery into a defendant’s affairs in order to determine damages—might still be 

accessible to the patentee, access to such powers was not guaranteed. See Sinclair 

Refining Co. v. Jenkins Petroleum Process Co., 289 U.S. 689, 696 (1933) (“To hold that 

the plaintiff in an action at law may have discovery of damages is not to say that the 

remedy will be granted as a matter of course, or that protection will not be given to his 

adversary against impertinent intrusion.”).  Even if discovery was granted in an action 
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on the case, the patentee had no basis for collecting the infringer’s profits through an 

equitable action for an injunction and accounting. See Root v. Ry., 105 U.S. 189, 215-

216 (1882).  As such, actual damages provable at law—though not “inadequate” in the 

equitable sense—could nevertheless be less than sufficient to compensate the 

patentee.  In such a case, a discretionary enhancement of damages would be 

appropriate for entirely remedial reasons, irrespective of the defendant’s state of mind. 

Apart from the difficulties created by the old law and equity division, a district 

court might decide to enhance a patentee’s damages to overcome other obstacles.  For 

example, assume that a substantial portion of a defendant’s sales data is inadvertently 

but irretrievably lost prior to discovery.  In such a case, a successful plaintiff, through no 

fault of its own, might be unable to prove the real extent of damage caused by the 

infringement.  It would be entirely reasonable, in my judgment, for the district court to 

exercise its statutory discretion and enhance the damage award by some measure.  

Another foreseeable situation is one in which a plaintiff, having successfully secured a 

damage award for past infringement, moves for a permanent injunction.  However, in 

order to avoid manifest injustice, a multiplicity of suits, etc., the district court might 

reasonably determine that monetary relief in the form of enhanced damages is more 

appropriate than an injunction.  See, e.g., City of Harrisonville v. W. S. Dickey Clay Mfg. 

Co., 289 U.S. 334 (1933); New York City v. Pine, 185 U.S. 93 (1902); Restatement 

(Second) of Torts § 951 (1979); see also eBay Inc. v. MercExchange L.L.C., 547 U.S. 

___, 126 S. Ct. 1837, 1839 (2006) (“The decision to grant or deny permanent injunctive 

relief is an act of equitable discretion by the district court, reviewable on appeal for 

abuse of discretion.”).  Yet, by reading a willfulness requirement into the statute, we are 
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unnecessarily confining enhanced damages to a subset of cases where punitive awards 

are appropriate, and thereby restricting district courts from exercising legitimate, 

remedial options of the type discussed above. 

In spite of our seemingly unequivocal holding in cases like Beatrice Foods, our 

case law has not been entirely consistent with respect to enhanced damages.  We have 

recognized a remedial aspect of such damages in at least three precedential opinions.  

See King Instrs. Corp. v. Perego, 65 F.3d 941, 951 n.6 (Fed. Cir. 1995) (“The problem 

of inadequate compensation when damages are based on a reasonable royalty has 

been expressly recognized in several cases.  . . .  The solutions suggested include 

awards of treble damages, attorney fees and prejudgment interest, . . . , and 

discretionary awards of greater than a reasonable royalty[.]  . . . Such discretionary 

increases may be appropriate where plaintiffs cannot prove direct and foreseeable 

damages in the form of lost profits.” (emphasis added)); Rite-Hite Corp. v. Kelley Co.,

819 F.2d 1120, 1126 (Fed. Cir. 1987) (“Whether or not ‘willfulness’ is found, the court 

has authority to consider the degree of culpability of the tortfeasor.  ‘The measure of 

damages, as indeed the assessment of attorney fees, provides an opportunity for the 

trial court to balance equitable concerns as it determines whether and how to 

recompense the successful litigant.’” (quoting S.C. Johnson & Son, Inc. v. Carter-

Wallace, Inc., 781 F.2d 198, 201 (Fed. Cir. 1986)) (emphasis added)); Stickle v. 

Heublein, Inc., 716 F.2d 1550, 1563 (Fed. Cir. 1983) (“As a final matter we would add 

that the trial court may award an amount of damages greater than a reasonable royalty 

so that the award is ‘adequate to compensate for the infringement.’  . . . Such an 

increase, which may be stated by the trial court either as a reasonable royalty for an 
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infringer (as in Panduit) or as an increase in the reasonable royalty determined by the 

court, is left to its sound discretion.” (emphasis altered)).1

Our occasional recognition of this remedial aspect of section 284 is not surprising 

because it is practically dictated by the Supreme Court’s reasoning in General Motors 

Corp. v. Devex Corp., 461 U.S. 648 (1983) (“GM” or “Devex”), which deals with the 

standard for awarding interest under the very same statute.  Prior to 1946, the patent 

laws of the United States did not contain a provision relating to any interest due to a 

prevailing patentee in a suit for infringement; however, interest was nevertheless 

awarded under the common law rule—referred to as the Duplate standard—that, in the 

absence of bad faith on the part of the defendant, interest did not accrue on 

unliquidated damages.  See, e.g., Duplate Corp. v. Triplex Safety Glass Co. of N. Am.

298 U.S. 448, 459 (1936).  In 1946, however, Congress statutorily made available to 

                                           
1  And in one nonprecedential opinion, see Fed. Cir. R. 37.1(d), this court 

actually remanded a case for the district court to consider increasing damages for 
remedial reasons: 

As to the claim for increased damages under 35 U.S.C. § 284, 
contrary to the district court's holding, the authority to increase damages is 
not restricted to exceptional circumstances.  Damages should be 
increased where necessary to afford full compensation for infringement.
See General Motors Corp. v. Devex Corp., [461 U.S. 648 (1983)].  Under 
the circumstances of this case and considering that there will be a trial on 
damages, we remand on the question of increased damages so that the 
district court can take the evidence at trial on damages into account in 
determining that question. 

Sherman Indus., Inc. v. Proto-Vest, Inc., 732 F.2d 168 (Fed. Cir. 1984) (table) 
(emphasis added); see also Code-Alarm, Inc. v. Electromotive Techs. Corp., Nos. 96-
1368, 96-1369, and 96-1385, 1997 U.S. App. LEXIS 13031, at *4 (Fed. Cir. 1997) 
(nonprecedential) (“In cases where awarding damages based on a reasonable royalty 
does not adequately compensate the patentee, it is also within the district court's 
discretion to award damages that exceed a reasonable royalty.”); Aptargroup, Inc. v. 
Summit Packaging Sys., Nos. 97-1475 and 97-1484, 1998 U.S. App. LEXIS 28047, at 
*24-*25 (Fed. Cir. 1998) (nonprecedential) (same). 
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prevailing patentees “interest, as may be fixed by the court.”  Act of Aug. 1, 1946, Pub. 

L. No. 79-587, 60 Stat. 778.  In 1952, this provision underwent minor, non-substantive 

modification, to become today’s statute, i.e., 35 U.S.C. § 284 (providing to prevailing 

patentees “interest . . . as fixed by the court”).  Act of July 19, 1952, Pub. L. No. 82-593, 

66 Stat. 792, 813.  As is evident from the plain language of both the 1946 and the 1952 

Acts, Congress did not answer with these enactments the question of whether the 

Duplate standard should apply to interest awards under these statutory provisions. 

 That question was squarely presented in GM, and the Supreme Court held that 

no bad-faith standard should be read into section 284. Id. at 653 (“On the face of § 284, 

a court's authority to award interest is not restricted to exceptional circumstances, and 

there is no warrant for imposing such a limitation.  When Congress wished to limit an 

element of recovery in a patent infringement action, it said so explicitly.  With respect to 

attorney’s fees, Congress expressly provided that a court could award such fees to a 

prevailing party only ‘in exceptional cases.’  35 U. S. C. § 285.  The power to award 

interest was not similarly restricted.”). The Court also observed that “[t]he standard 

governing the award of prejudgment interest under § 284 should be consistent with 

Congress’ overriding purpose of affording patent owners complete compensation.” Id.

at 655.  Thus, because “an award of prejudgment interest is necessary to ensure that 

the patent owner is placed in as good a position as he would have been in had the 

infringer entered into a reasonable royalty agreement,” id. at 655, the Court held that 

“prejudgment interest should be awarded under § 284 absent some justification for 

withholding such an award,” id. at 657. 
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 While the issue in GM was “[t]he standard governing the award of prejudgment 

interest under § 284,” id. at 655, the rationale underlying the GM holding applies with 

equal force to enhanced damages, and it is in direct dialectic tension with some of this 

court’s case law concerning the standard governing the award of such damages.  The 

statutory-language argument applies with equal force to both interest and enhanced 

damages; just as prejudgment interest may be awarded in other than “exceptional 

cases” under the plain language of the statute, so too may enhanced damages.  

Moreover, discretionary use of enhanced damages to achieve remedial goals is likewise 

“consistent with Congress’ overriding purpose of affording patent owners complete 

compensation.” Id.

 The fact that the interest provision of section 284 was previously only a creature 

of common law does not diminish the applicability of GM to the provision for enhanced 

damages.  In GM, the Court explained: 

There is no basis for inferring that Congress’ adoption of the provision 
concerning interest merely incorporated the Duplate standard.  This is not 
a case in which Congress has reenacted statutory language that the 
courts had interpreted in a particular way.  In such a situation, it may well 
be appropriate to infer that Congress intended to adopt the established 
judicial interpretation. See, e. g., Herman & MacLean v. Huddleston, 459 
U.S. 375, 384-386 (1983); Lorillard v. Pons, 434 U.S. 575, 580-581 
(1978).  In this case, however, the predecessor statute did not contain any 
reference to interest, and the 1946 amendments specifically added a 
provision concerning interest in patent infringement actions.  We cannot 
agree with petitioner that the only significance of Congress’ express 
provision for the award of interest was the incorporation of a common-law 
standard that developed in the absence of any specific provision 
concerning interest. 

GM, 461 U.S. at 653-54.  But unlike prejudgment interest, a provision for enhanced 

damages has been a part of nearly every patent act since 1790.  Therefore, we can 

reasonably and logically conclude that the enhanced damages permitted by section 284 
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are not inherently exempt from the inference that Congress was merely reenacting 

consistently-interpreted statutory language with the 1952 Act. 

 Nevertheless, the inference is not warranted in this case because pre-1952 

interpretations of the enhanced damages statutes have at times explicitly recognized a 

remedial aspect. See, e.g., Clark v. Wooster, 119 U.S. 322, 326 (1886) (“It is a general 

rule in patent causes, that established license fees are the best measure of damages 

that can be used.  There may be damages beyond this, such as the expense and 

trouble the plaintiff has been put to by the defendant; and any special inconvenience he 

has suffered from the wrongful acts of the defendant; but these are more properly the 

subjects of allowance by the court, under the authority given to it to increase the 

damages.”); Birdsall v. Coolidge, 93 U.S. 64, 69-70 (1876) (explaining that the provision 

making treble damages available in equity helps ameliorate the “manifest injustice . . . 

done to the complainant in equity suits [under prior law], by withholding from him a just 

compensation for the injury he sustained by the unlawful invasion of his exclusive 

rights”).

 It is also noted that the Supreme Court cases cited in this court’s opinion—only 

one of which pre-dates the 1952 Act—do not hold that a finding of willfulness is 

necessary to support an award of enhanced damages. See ante at 6-7.  At most, those 

cases merely stand for the uncontroversial proposition that a finding of willfulness is 

sufficient to support an award of enhanced damages.  See Dowling v. United States,

473 U.S. 207, 227 (1985) (“Despite its undoubted power to do so, however, Congress 

has not provided criminal penalties for distribution of goods infringing valid patents.  . . .  

[n.19] Congress instead has relied on provisions affording patent owners a civil cause of 

06-M830 9

ACC's 2007 ANNUAL MEETING Enjoying the Ride on the Track to Success

125 of 129



action.  35 U. S. C. §§ 281-294.  Among the available remedies are treble damages for 

willful infringement.”); Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U.S. 476, 

508 (1964) (explaining that the patentee “could in a case of willful or bad-faith 

infringement recover punitive or ‘increased’ damages under the statute's trebling 

provision”); Seymour v. McCormick, 57 U.S. 480, 489 (1854) (“The power to inflict 

vindictive or punitive damages is committed to the discretion and judgment of the court 

within the limit of trebling the actual damages found by the jury.”).  Those cases cannot 

be interpreted to mean that enhanced damages are limited to a finding of willfulness. 

To the extent this court relies on interpretations of other statutes to support its 

reading of 35 U.S.C. § 284, those statutes fail to ground the postulate.  For example, 

the court analogizes section 284 to 17 U.S.C. § 504(c) of the Copyright Act in order to 

demonstrate that a showing of recklessness is required to support an award of 

enhanced damages. Ante at 10-11.  That comparison is unconvincing, however, 

because section 504(c) actually uses the word “willfully” to describe the threshold state 

of mind necessary to justify an award of enhanced damages, whereas section 284 does 

not.  The court draws a similar analogy between section 284 and 15 U.S.C. § 1681n(a) 

of the Fair Credit Reporting Act (“FCRA”), the latter having recently been interpreted by 

the Supreme Court to require a showing of objective recklessness to support enhanced 

damages. Safeco Ins. Co. of Am., Inc. v. Burr, 551 U.S. ___, 127 S. Ct. 2201 (2007).  

By contrasting the language of 15 U.S.C. § 1681n(a)—which uses the word “willfully” to 

describe the threshold state of mind necessary to justify an award of enhanced 

damages under the FCRA—with the language of 15 U.S.C. § 1681o(a)—which uses the 

word “negligent” to describe the threshold state of mind necessary to justify an award of 
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actual damages under the FCRA—this court concludes that the negligence-like state of 

mind established by Underwater Devices as necessary and generally sufficient to justify 

an award of enhanced damages under section 284 of the Patent Act is inconsistent with 

the objective recklessness standard of Safeco. Ante at 11-12.  As with the copyright 

statute, the problem with this court’s logic is that it depends on the assumption that 

section 284 also uses the word “willfully,” which of course it does not.  This assumption, 

unwarranted for several reasons already discussed, is additionally discordant with the 

Supreme Court’s emphasis in Safeco on adherence to statutory language. See 127 S. 

Ct. at 2209 (relying on the “interpretive assumption that Congress knows how we 

construe statutes and expects us to run true to form”); cf. eBay, Inc. v. Mercexchange, 

L.L.C., 547 U.S. ___, 126 S. Ct. 1837, 1839 (2006) (“Nothing in the Patent Act indicates 

that Congress intended . . . a departure [from the traditions of equity in granting 

injunctions].  To the contrary, the Patent Act expressly provides that injunctions ‘may’ 

issue ‘in accordance with the principles of equity.’”).  We should take this opportunity to 

bring patent law regarding damages into the mainstream of the general law and avoid 

the necessity of carving a special niche for the realm of patent law. 

It is also important to note several other contexts in which enhanced damages 

allowed by statute have a remedial purpose. See, e.g., 15 U.S.C. § 1117(a) 

(discretionary award of up to three times actual damages “shall constitute compensation 

and not a penalty”); Cook County v. United States, 538 U.S. 119, 130 (2003) (“To begin 

with it is important to realize that treble damages have a compensatory side, serving 

remedial purposes in addition to punitive objectives.  . . .  While the tipping point 

between pay-back and punishment defies general formulation, being dependent on the 
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workings of a particular statute and the course of particular litigation, the facts about the 

FCA show that the damages multiplier has compensatory traits along with the 

punitive.”); Agency Holding Corp. v. Malley-Duff & Associates, Inc., 483 U.S. 143, 151 

(1987) (“Both RICO and the Clayton Act are designed to remedy economic injury by 

providing for the recovery of treble damages, costs, and attorney’s fees.”); Am. Soc'y of 

Mech. Eng'rs v. Hydrolevel Corp., 456 U.S. 556, 575 (1982) (“It is true that antitrust 

treble damages were designed in part to punish past violations of the antitrust laws.  . . .  

But treble damages were also designed to deter future antitrust violations.  . . .  

Moreover, the antitrust private action was created primarily as a remedy for the victims 

of antitrust violations.”); Brunswick Corp. v. Pueblo Bowl-O-Mat, Inc., 429 U.S. 477, 

485-86 (1977) (“Section 4 [of the Clayton Act], in contrast, is in essence a remedial 

provision.  It provides treble damages to ‘[a]ny person who shall be injured in his 

business or property by reason of anything forbidden in the antitrust laws . . . .’  Of 

course, treble damages also play an important role in penalizing wrongdoers and 

deterring wrongdoing, as we also have frequently observed.  . . .  It nevertheless is true 

that the treble-damages provision, which makes awards available only to injured parties, 

and measures the awards by a multiple of the injury actually proved, is designed 

primarily as a remedy.”). 

Simply put, interpretations of the precursors to section 284, of section 284 itself, 

and of any other enhanced damages statutes give rise to no inference that Congress 

was merely reenacting consistently-interpreted statutory language with the 1952 Act.  

That inconsistency seems to abound in the case law is nothing new.  According to 

Professor Chisum, “[w]hether the purpose of an increased damage award should be 
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exemplary (i.e. to punish and deter flagrant acts of patent infringement) or 

compensatory (i.e. to compensate the patent owner for immeasurable expenses and 

losses) is a longstanding controversy in the law.  Perhaps the best view is that 

increased awards combine both purposes.”  7 Donald S. Chisum, Chisum on Patents § 

20.03[4][b][iii] (2002).2  Thus, while some courts have held that a finding of willfulness is 

necessary to support an award of enhanced damages, other courts have taken a 

remedial view of the statute.  See, e.g., Saturn Mfg., Inc. v. Williams Patent Crusher & 

Pulverizer Co., 713 F.2d 1347, 1358 (8th Cir. 1983) (“It appears that the district court 

imposed a higher standard, the exceptional circumstances standard, in denying 

increased damages.  Although an award of increased damages is discretionary under 

the statute and the decided cases, nonetheless in view of the analysis in Devex that 

section 284 does not incorporate the exceptional circumstances standard of section 

285, . . . we feel it appropriate to remand this issue to the district court for further 

consideration in light of Devex.”);3 Trio Process Corp. v. L. Goldstein’s Sons, Inc., 638 

F.2d 661, 663 (3d Cir. 1981) (“Because it is often difficult in patent litigation to measure 

with mathematical precision a patentee’s damages, the enhancement provision of the 

                                           
2  Without citation, Chisum summarily asserts that “[t]he power to increase is 

triggered only when the infringer's conduct warrants an exemplary award.”  7 Chisum 
§ 20.03[4][b][iii].  No Supreme Court case supports this proposition.  I also discern no 
principled basis for inferring such a proposition.  If Congress was concerned with 
ensuring that patentees are fully compensated for infringement, there would seem to be 
no reason to condition full compensation upon a showing of culpable conduct. 

3  In Saturn, the district court appears to have drawn a distinction between 
willfulness and “exceptional circumstances,” holding the latter to require proof of more 
egregious behavior.  The Eighth Circuit reversed, instructing the district court that its 
finding of willfulness could support an award of enhanced damages.  Importantly, 
however, the Eighth Circuit did not hold that willfulness is required to make such an 
award.
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statute is designed to permit, inter alia, adequate compensation for an infringement 

where strict legal rules would not afford it.”).4

To be sure, the majority rule has been that an award of enhanced damages 

pursuant to section 284 requires a finding of willfulness.  7 Chisum § 20.03[4][b][iii].  

However, the existence of this “longstanding controversy” adequately demonstrates that 

Congress was not merely reenacting consistently-interpreted statutory language with 

the 1952 Act so as to justify the inference suggested in GM.  Therefore, I am of the 

judgment that this court should not continue to read a willfulness requirement into 

section 284, to support the enhancement of damages.  That said, willfulness remains a 

relevant consideration under section 284.  Thus, to the extent Convolve seeks to 

demonstrate that Seagate is willfully infringing its patents, I agree with the court that it is 

appropriate to follow the Supreme Court’s statutory interpretation in Safeco. See 127 S. 

Ct at 2209 (explaining that its interpretation of “willfully” adheres to “the general rule that 

a common law term in a statute comes with a common law meaning”).  Under my 

reading of Safeco, which I believe is consistent with that of this court, Convolve must 

show, by clear and convincing evidence, (1) that Seagate’s theory of 

noninfringement/invalidity, was not only incorrect, but was objectively unreasonable, 

and (2) that Seagate ran a risk of infringing Convolve’s patents substantially greater 

than the risk associated with a theory of noninfringement/invalidity that was merely 

careless. See id. at 2215 (holding that a defendant “does not act in reckless disregard 

of [a statute] unless the action is not only a violation under a reasonable reading of the 

                                           
4  These cases, while not binding on this court, are persuasive authority 

nonetheless. 
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statute's terms, but shows that the [defendant] ran a risk of violating the law 

substantially greater than the risk associated with a reading that was merely careless”). 

If Convolve is unable to show the former, Seagate cannot be found to have 

willfully infringed, regardless of any evidence of its subjective beliefs.  See id. at 2216 

n.20 (“To the extent that [the plaintiffs] argue that evidence of subjective bad faith can 

support a willfulness finding even when the [defendant’s] reading of the statute is 

objectively reasonable, their argument is unsound.”); see also id. at 2215 (explaining 

that “there is no need to pinpoint the negligence/recklessness line [where the 

defendant’s] reading of the statute, albeit erroneous, was not objectively 

unreasonable”).  Thus, Seagate’s subjective beliefs may become relevant only if 

Convolve successfully makes this showing of objective unreasonableness. See id. at 

2216 n.20 (leaving open the possibility that “good-faith reliance on legal advice should 

render [defendants] immune to claims [of willfulness]”).  Because no finding of objective 

unreasonableness has yet been made in this case, the issues of attorney-client privilege 

and work product may not even need to be confronted.  As such, it is premature to 

comment on the scope of the waiver of the attorney-client privilege and work-product 

protection.
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United States Court of Appeals for the Federal Circuit

Miscellaneous Docket No. 830 

IN RE SEAGATE TECHNOLOGY, LLC, 

Petitioner.

NEWMAN, Circuit Judge, concurring. 

I join the court's holding that a voluntary waiver of the attorney-client privilege and 

work product protection as to patent opinion counsel is not a waiver of any privilege or 

protection as to litigation counsel.  I also agree with the separate decision to overrule 

Underwater Devices, but only because that case has been misapplied, in the extremis of 

high-stakes litigation, to mean that "due care" requires more than the reasonable care that 

a responsible enterprise gives to the property of others.  The obligation to obey the law is 

not diminished when the property is "intellectual."  However, experience, and the 

exhortations of the amici curiae, have persuaded me that we should reduce the 

opportunities for abusive gamesmanship that the "due care" standard apparently has 

facilitated.

The thrust of Underwater Devices was that patent property should receive the same 

respect that the law imposes on all property. Industrial innovation would falter without the 

06-M830 2

order that patent property contributes to the complexities of investment in technologic R&D 

and commercialization in a competitive marketplace.  The loser would be not only the 

public, but also the nation's economic vigor.  So I am sympathetic when told of the 

disproportionate burdens that a rigorous reading of Underwater Devices has placed on 

otherwise law-abiding commercial enterprise.  Thus, to the extent that Underwater Devices

has been applied as a per se rule that every possibly related patent must be exhaustively 

studied by expensive legal talent, lest infringement presumptively incur treble damages, I 

agree that the standard should be modified.

Although new uncertainties are introduced by the court's evocation of "objective 

standards" for such inherently subjective criteria as "recklessness" and "reasonableness," I 

trust that judicial wisdom will come to show the way, in the common-law tradition.  The 

standards of behavior by which a possible infringer evaluates adverse patents should be 

the standards of fair commerce, including reasonableness of the actions taken in the 

particular circumstances.  It cannot be the court's intention to tolerate the intentional 

disregard or destruction of the value of the property of another, simply because that 

property is a patent; yet the standard of "recklessness" appears to ratify intentional 

disregard, and to reject objective standards requiring a reasonable respect for property 

rights.

The remedial and deterrent purposes of multiplied damages, and their measure for a 

particular case, are best established by the district court in light of the original purposes of 

35 U.S.C. '284, as set forth in Judge Gajarsa's concurring opinion.  The fundamental issue 

remains the reasonableness, or in turn the culpability, of commercial behavior that violates 

legally protected property rights. 
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