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Jennifer Sanders

Jennifer Sanders is chief division counsel at BEA Systems, Inc., in San Francisco, managing Augxiliary Materials:
legal matters for the BID Division. Her primary responsibilities include: managing inbound
and outbound licensing for customer, partner, reseller and OEM relationships; drafting and
updating contract templates; and defining and implementing processes for efficient contract
management. Additional responsibilities include providing legal support for marketing,
education and the support divisions.

1. Sample Trademark license when trademark is to be used at a conference or
meeting rather than on commercial goods

2. Sample Reprint permission license for de minimus use

. . 3. Sample Patent License
Prior to BEA, Ms. Sanders was associate general counsel for Plumtree Software, Inc., and

corporate counsel at Veritas and Sun Microsystems, where she provided legal support in
areas including inbound and outbound licensing, open source, and professional services.
The Materials are provided for illustrative purposes only. They are not warranted.
She currently serves as on the program commmittee for ACC’s San Francisco Bay Area
Chapter.

Ms. Sanders received a B.A. from California Polytechnic State University San Luis Obispo
and her J.D. from Boalt Hall, U.C. Berkeley.
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1. Trad k li when trad Kk is to be used at a conference or meeting
rather than on commercial goods. Quality Control is not an issue.

January 5, 2006

«Title» «First_Name» «Last_Name»
«Company_Name»
«Address_Line_1»

«City», «State» «ZIP_Code»

Dear «Title» «Last_Name»:

Bl 1BM_User 8/17/07 PM
. ((Comment: Full Name of Other Compan

logo (“Licensed Mark”) in conjunction with a: onfi

held «Date» in «Location». AR IBM_User 8/17/07 2:53 PM

A
. | Comment: Shortened Name of Other
LICENSOR is pleased to do so and, subject to the terms below, grants Company

IBM_User 8/17/07 2:53 PM

Comment: Other Company Name

IBM_User 8/17/07 2:53 PM
Comment: Name of Conference or Event

IBM_User 8/17/07 2:53 PM

| Comment: Other Company Name

IBM_User 8/17/07 2:53 PM
Comment: Insert “and in the” if other items
listed

The above license is also subject to LICENSOR’s review and prior written approval of the final layouts of ' ([N SRR ]
the Materials and Web site. \ [ Comment: Other Company Name
\

The Licensed Mark shall be presented on the Materials and on the Web site in the form shown in
the Graphics files and in accordance with the Guiding Principles, LICENSOR Logo Usage Guidelines for
Marketing Materials and Web sites, and LICENSOR Logo Usage Guidelines for Event Sponsorships
(hereinafter collectively referred to as “Guidelines”) for use of the Licensed Mark which will be forwarded

IBM_User 8/17/07 2:53 PM

(. Comment: URL address

All ownership rights in the Licensed Mark belong exclusively to LICENSOR.

IBM_User 8/17/07 2:53 PM

ownership rights in the Licensed Mark as a result of its performance (or breach) of this Letter Agreement.
All use of the Licensed Mark or variations thereon shall inure solely to the benefit of LICENSOR.

Comment: Date Agreement expires
IBM_User 8/17/07 2:53 PM
. (.Comment: Other Company Name

IBM_User 8/17/07 2:53 PM
LICENSOR s rights in and to the Licensed Mark; b) not to challenge LICENSOR s right, title or interest in
N

~
and to the Licensed Mark or the benefits therefrom; ¢) not to make any claim or take any action adverse to
B . N . . . IBM_User 8/17/07 PM
LICENSOR’s ownership of the Licensed Mark; d) not to register or apply for registrations, anywhere, for Comment: Other C: N
the Licensed Mark or any other mark which is similar to the Licensed Mark or which incorporates the or Company Tame
Licensed Mark; and e) not to use any mark, anywhere, which is confusingly similar to the Licensed Mark.
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«Company_Name_Abbreviated» may not, either directly or indirectly, sublicense, assign, or in I |BM_User 8/17/07 2:53 PM
any way encumber the Licensed Mark or assign this Letter Agreement. Any attempt to do so shall be void. [« Other Company Name

This Letter Agreement sets forth the entire agreement between <Company_Name_Abbreviated»

B |BM_User 8/17/07 2:53 PM
Comment: Other Company Name

«Company_Name_Abbreviated». This Letter Agreement may not be a ified, i i NI (B\M_User 8/17/07 2:53 PM
part, except by a written instrument duly executed by )«ggm‘pagyﬁ_Iia@eﬁ_Aﬁblzreﬁv@leﬁd»ﬁ and LICENSOR. - \ . [ Comment: Other Company Name

\ IBM_User 8/17/07 2:53 PM
1 for de

This Letter Agreement shall be governed and construed in accordance with the law of the State of IBV_User 8/17/07 2:53 PM 2. Reprint per
New York, USA, without regard to or application of the conflicts of laws principles of such State. Other Company Name

use

Cover Letter
Reference: Your Request dated XXX, XX, 2007

1

kindly have this letter countersigned on behalf of <Company_N: ; N |BM_User 8/17/07 2:53 PM Dear
duplicate originals to me. N Comment: Other Company Name
IBM_User 8/17/07 2:53 PM
Thank you for your request to reproduce description of artwork or publication
Sincerely, (“Material”). We are pleased to allow to do so under the terms of the attached Permission.
Please sign the Permission and return it to us either by facsimile to 203- _____ or regular mail.

Licensor On receipt, we will forward a JPEG/PDF of the Material to the email address you specify.

Yours truly,

Agreed to and Accepted:

«First_Name» «Last_ Name» B 1BV User 8/17/07 2:53 PM
«Job_Title» Comment: Other Company Name

Date:
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PERMISSION TO REPRINT L/ICENSOR COPYRIGHTED Materials

LICENSOR grants permission Name of Requestor to reproduce the description of copyrighted
materials (“Material’) under the conditions specified herein.

Each reprint must be accompanied by the following credit line: “Reprint Courtesy of
LICENSOR, copyright LICENSOR 200X”. The credit line normally should appear on the page
where the reproduction appears, under the reproduction of the Material.

This permission is solely for describe purpose in as detailed amanner as possible, include
quantities when applicable., as stated in the original request. This permission must not be
construed as a blanket license to use the Material for other purposes or to reprint other

LICENSOR copyrighted material. -
) ) o ) - Association_of

LICENSOR reserves the right to withdraw permission to reproduce Materialwhenever, in its (_()rp()rat(\ Counsel

discretion, it feels that the privilege of reproducing its material is being used in a way detrimental to The indheee e aswn iation ™ FETTIESRTRETERCE]

its interest or the above instructions are not being followed properly to protect its copyright.
No permission is granted to use trade name or trademark of L/ICENSOR apart from the incidental

appearance of such trademarks in the titles, text, and credit lines of the above described
publications. Any proposed use of trademarks apart from such incidental appearance requires

separate approval in writing and ordinarily cannot be given. The use of any LICENSOR trademark H H
should not be of a manner which might cause confusion of origin or appear to endorse non- The q ueStlons that M UST be aSked prlor to
LICENSOR activity or product. = . = .

starting a licensing effort:
THIS PERMISSION IS PROVIDED WITHOUT WARRANTY OF ANY KIND, EITHER
EXPRESSED OR IMPLIED, INCLUDING BUT NOT LIMITED TO IMPLIED WARRANTIES

OF MERCHANTABILITY AND FITNESS FOR A PARTICULAR PURPOSE. ) What iS the nature Of the Dea|?

On receipt of a copy of this document signed by you, LICENSOR will send a JPEG of the Material

10 the email address provided below.. & Who is your client and what are his/her goals?
LICENSOR Name of Requestor a Who IS the “Other Slde”')

Dated: Dated: @ What is the environment?

By: By: @ What IP will be licensed?

(Name) Name (Print):

LICENSOR Title:

E-Mail address:

ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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P(C'\wa iation_of P(C'\wa iation of
Corporate Counsel Corporate Counsel

What is the nature of the deal? Who is your client and what is his/her goals?
e License s What groups have an interest?
= Joint Venture ¢ Who is authorized to participate and negotiate?

& Who is the final decision maker?

, e Is there an overall licensing strategy and, if so,
e Services does this deal fit with that strategy?

e What are your client’s goals, distinguishing
between “nice to have” and “deal breaker”

e Development/Work for Hire

ACC’s 2007 Annual Meeting: ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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P(C'\wa iation_of P(C'\wa iation of
Corporate Counsel Corporate Counsel

Who is the other side? What is the Environment?
e Are their other relationships that need to be taken ¢ Is the deal stand alone or is there another related
into account? deal?
e Is the nature of the license adversarial or e Are there other unrelated deals whose
cooperative? negotiations or fulfillment may be affected?
# |s a counter offer likely? ¢ If there is more than one deal, is it better to keep
e Are you working with the appropriate attorneys them separate or combine them?
and/or decision makers? ¢ What is the other side likely to try to force?
e What are the other side’s goals? e Will there be External pressures?
ACC’s 2007 Annual Meeting: ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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Association of Association of
P(C'C\(_nrp(mt( ('ounctl . P(C‘C\(_nrpomt( (_nunc(\ .

What IP will be licensed? Deal Specific Terms and Conditions

# Can you identify it with specificity? & License Grant/ Restrictions
e Does it already exist? @ Term and Termination
@ Do you (or will you) have clear rights to it? 2 Enforcement: Verification / Audit
2 Indemnity
¢ Warranty
ACC’s 2007 Annual Mecting: ACC’s 2007 Annual Mecting:
Enjoying the Ride on the Track to Suceess October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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Association of Association of
P(C‘C\(_nrpoht( ('ounctl . P(C‘C\(_nrpont( ('rmunc(\ .

License Grant/ Restrictions Term and Termination

Be aware of the competing forces: the Licensor ¢ Term of License
wants to define and bound license, the Licensee

wants fo expand i e Perpetual versus specific term

e Guillotine license or license for life of specified IP
: T o which is filed/issued by/created by X Date
e Can you describe objective license criteria

o Will the license be forward looking or cover past ° Eﬁee certain end date or possible extension of
uses?

e Will the license be transferable?
e Will there be a right to sublicense?
@ Can additional IP be added later?

ACC’s 2007 Annual Meeting: ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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;\sx(x iation_of Association_of
//\(C'C\ Corporate Counsel . //\(C‘C\ C nrpnrwt( G nunq\ .

Term and Termination (continued) Enforcement: Verify / Audit

[

Is there a right to audit at Licensor’s sole discretion?

What notice is required?

What frequency is permitted?

Is the audit On-site?

Who will perform the audit?

Who bears costs?

Will Officer Certification suffice?

What happens if an audit is failed (i.e. is there a cure period)?
Can the audit or the certification be done electronically?

@& Post Termination Rights (or obligations)
® What are the “wind down” provisions?

@ Is there a need for removal of trademarks,
legends, etc.?

e Are there continuing rights? Are there continuing
support obligations?

# What are the distinctions if the termination is for

& 6 6 ¢ & 6

[

breach?
ACC’s 2007 Annual Meeting: ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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P(C'\C/\wx iation of P(C'\C/\wx iation of
C nrpont( C nunctl Corporate Counsel

Indemnity Indemnity (continued)

[

@ What types of claims will be covered?
@ What types of damages will be covered?
@ Who is providing the indemnification/ who will receive
the indemnificatlor)? o - mitigation
@ What are the requirements to obtain indemnification? Is Indemnitee required to notify Indemnitor and how
@ How do the limitations of liability provision and the quickly?
indemnification provision interact? Who will control any court actions or settlements
Are other possible claims or remedies disclaimed?

What are permissible remedies for infringement?

Are all the alternatives available at Licensor’s sole
option or is there a hierarchy

Does Licensee’s have an obligation to assist

& & [

G

ACC’s 2007 Annual Meeting: ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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;\sx(x iation_of Association_of
//\(C'C\ Corporate Counsel . //\(C‘C\ C nrpnrwt( G nunq\ .

Warranty Terms Unique to Specific Types of Licenses

@ Is there a distinction in warranty offered for existing products
(ex.off-the shelf software) versus custom developed products

@ Are you including open source in your warranty & Patent
@ Can you stand behind your warranty? 2 Trademark
@ Have you considered revenue recognition issues which may
arise with extending warranties? & Copyright (Software)
@ Will you opt to disclaim all warranties and offer indemnification
as the sole remedy?
ACC’s 2007 Annual Meeting: ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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Association of Association of
P(C‘C\(_nrpoht( ('ounctl . P(C‘C\(_nrpont( ('rmunc(\ .

PATENT TRADEMARK

Territory

& Royalty Structure e . :
. . Definition of Goods and/or Services on which mark
& Definition of patents to be licensed will be used

2 Rights granted under the license Instructions on use of trademark

_ . o : QUALITY CONTROL
@ Extensions (or termination of rights) related to Notification if another’s infringing use becomes

one time events known
Advertising restrictions

Reverse indemnification from Licensee to Licensor
for tarnishment of mark

[

L

[

[

LU

[

ACC’s 2007 Annual Meeting: ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago
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//\((:'C\wa-mm of P(C'\C/\wx iation_of
Corporate Counsel C orpnrwt(\ G nunco\

Copyright/ Software Specific language: Warranty

. : @ Warranties. Licensor warrants that for a period of ninety days (90) days
& L|Cense g rant following delivery to Licensee, and so long as Licensee is entitled to receive

. . . . . Support, the Licensed Software will perform substantially in accordance with
& Distribution / Sublicense / HOSt|ng the Documentation. Licensor will use reasonable commercial efforts to correct
&

any such failure to perform. If after exertion of such reasonable commercial
Deve|opment ifforts Licensor is unable to perform such correction, at Licensee’s election
icensee may terminate this Agreement [in accordance with Termination
S t provisions] and obtain from Licensor a pro-rata refund of all payments made
u ppor by Licensee for such non-conforming Licensed Software. Licensor further
warrants that the Licensed Software does not include any mechanism that
would enable Licensor to disable the Licensed Software or make it
inaccessible to an end user once the Licensed Software has been installed, and
that to the best of Licensor’s knowledge and belief, the Licensed Software is
free of any virus, hidden program or intentionally harmful or destructive
mechanism or device.

&

ACC’s 2007 Annual Meeting: ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago

14 of 15



ACC's 2007 ANNUAL MEETING Enjoying the Ride on the Track to Success

Association_of /\wx iation_of
//\((:‘C\ Corporate Counsel . /((:'C\C orporate Counsel
e e st TN v S AN N VTR RY]

Specific Provisions: Trademarks — Quality Control/Means of
Control

All packaging, labeling, advertising, publicity, sales and/or marketing materials prepared by LICENSEE in connection with
the distribution or sale of Products bearing the LUXE Marks shall be submitted to LICENSOR and approved in
writing prior to publication or distribution for approval. LICENSEE shall use the LUXE Marks solely in

Specific Provisions - Indemnity

& Licensor will defend. indemnify and hold Licensee and its directors, officers, employees, and agents (“ Indemnitees”),
and pay on behalf of Indemnitees any costs and d. awarded by a court of competent jurisdiction or agreed upon
in settlement which are attributable to a third party claim that Licensee’s use of the Products infringes any United
States patent, trade secret, trademark, copyright or any other proprietary right of that third party._The foregoing accordance with the Luxe Trademark Usage Guidelines (the “Guidelines”) attached hereto as Exhibit D. LICENSOR
obligation of Licensor does not apply with respect to the Products or portions or components thereof: (i) used outside reserves the right to provide samples of materials using the LUXE Marks and to revise and amend the Guidelines from
the scope of the Documentation or outside of the term of this Agreement or in violation of any provision thereof; (ii) time to time.

not licensed by Licensor; (iii) to the extent made in accordance with Licensee’s requests or specifications; (iv)
combined with other products (hardware or software), processes or materials to the extent the alleged infringement

Enjoying the Ride on the Track to Success

relates to such combination; or (v) where Licensee continues the allegedly infringing activity atter being notified
thereof and is provided modifications that would have avoided the alleged infringement.
Notice and Procedures. Licensee will notify Licensor, in writing, of any claim described above within fifteen days of
knowledge of such claim and agrees to provide reasonable information and assistance in defense of such claim.
Licensor will have no liability for costs or settlements incurred without its prior written consent. which consent may
not be unreasonably withheld. If Licensee’s use of the Product(s) is enjoined. or if Licensor desires to minimize its
liabilities hereunder, Licensor may, at its option:
@ substitute other equally suitable and compatible Product(s), but only if accepted by Licenesee, in its sole
discretion, which will not be unreasonably withheld;
@ modify the Product(s) so that it no longer infringes (without altering its compatibility and functionality to
Licensee);
@ obtain for Licensee the right to continue its use; or
@  accept return of the Product(s) and refund to Licensee a prorata share of any cost or fee based upon a five (5)
year useful life. Such refund will be calculated as of the date of enjoining of Licensee’s use of the Product(s),
and Licensee will have no further obligation and incur no further cost or liability after the date it is required to
discontinue its use of the Product(s).

ACC’s 2007 Annual Meeting:

October 29-31, Hyatt Regency Chicago

D.  LICENSEE shall provide LICENSOR with samples of Products to be distributed and/or sold by LICENSEE

hereunder for approval and evaluation of control. LICENSEE acknowledges that in order to maintain the goodwill
and integrity of the LUXE Marks licensed hereunder, all Products manufactured by LICENSEE must be of high
standard and of such style, efficacy, appearance and quality as to protect and enhance the goodwill associated with the
LUXE Marks. LICENSEE agrees to maintain such standards of quality such that all Products manufactured by
LICENSEE shall be of a quality equal to the initial Products approved by LICENSOR hereunder and will supply
LICENSOR with copies of all quality control reports prepared by LICENSEE in the normal course of LICENSEE’s
business. LICENSOR shall have the right, from time to time and at no cost to LICENSOR, to take samples at random
of Products licensed hereunder to insure such maintained quality.

All approvals by LICENSOR hereunder shall be subject to LICENSOR’s judgment, which judgment will not
be unreasonably exercised. All material submitted by LICENSEE for approval shall be deemed approved if
LICENSOR has not responded to LICENSEE within thirty (30) days following LICENSOR’s actual receipt of
any such materials.

ACC’s 2007 Annual Meeting:
Enjoying the Ride on the Track to Success October 29-31, Hyatt Regency Chicago

15 of 15



