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CONTRACTS / TYPES

Develop templates
Update templates

Annotate templates
Look ahead
Create form file
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CONTRACTS / BUSINESS TEAM

Legal knowledge?
Training program

List non-negotiable and non-acceptable
clauses
Who is the decision-maker?
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CONTRACTS

Track the changes
Computer file of final agreements
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CONTRACTS / NEGOTIATE

Reread unresolved wording
Illustrate issues
Document your position

Same physical location
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ROLE OF LEGAL DEPARTMENT

Create references
Inform management teams
Meet with other departments
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INTELLECTUAL PROPERTY (TRADEMARKS)

Trademarks are company assets
Are trademarks protected?

Who decides?
Establish a policy
Track Issues
Are third party trademarks used with
permission?
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CORPORATE MATTERS IN A CROSS-
BORDER ENVIRONMENT

Have current by-laws

Review counsel advice on foreign
subsidiaries
Timeline for formalities

January 30, 2006 

ACC Panel Discussion on the 250 things you may wish to know as in-house counsel. 

What you may wish to know about contracts

1. Are there different types of agreements? 

Learn about the main types of contracts that your company uses or may need to use (and that 
your department is responsible for). 

Do you have a form of agreement for every major type of agreement that your company 
enters into? 

Keep these agreements “alive”: do they reflect the current needs of your company? 
Agreements may need to be updated to reflect changes in the laws, changes in the industry, 
changes in your company practices. 

Create a reference document to note the issues you encounter in negotiating the agreement.  
 If you negotiate an agreement based on your template, you will need to be able to 
retrieve the agreements that contain some of the concessions you have made, some of the 
exceptions you have created or some of the preferred solutions you have found. You may 
want to annotate these in a computer file accessible by all attorneys in the office. 

Try to project yourself in 18 months and look back: what may you need then about what you 
are working on now? 

If you work on a new type of document that you may need in the future, try to create a 
template of your preferred document rapidly so that the “one-off” will not be used as the 
template. 

Create a form file: you want to be able to find the templates of the agreements readily. You 
want to create a form file accessible in a computer file by all attorneys in the office. 

2. How do you involve the business team? 

Remember that business people may not feel comfortable with contracts or legal issues in 
general.  

Do you want to provide access to the form of agreement to the sales team?  

If the sales team is involved in the contracting process, train them in a formal training session. 
Trigger discussions with the sales team about the contracting process (who does what), what 
their role is (understand what is generally in the agreement and field some questions), what is 
a business point (which is their responsibility) versus a legal point (your responsibility), etc. 

Identify typical provisions that are generally not negotiable or that the company will not agree 
to (MFN, non-compete, etc.). 

Make sure that the requests you receive for legal review are matters that you need to be 
working on by checking with the appropriate supervisor. 
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Understand who is in charge in the business team you are working with so that you can direct 
questions to the decision-maker.    

Assist the business team in feeling comfortable with the drafts: when a revised draft is 
returned, only the marked changes need to be reviewed by the business team. 

3. Manage the contracts 

Mark each revised draft by tracking the changes: indicate the name or abbreviated name of 
your company, the date, the time if necessary. If the other side fails to track the changes they 
made, return the draft requesting the changes to be marked. 

Keep electronic copies of final agreements in a specific place and mark them as final. 

      4.    Negotiate the contracts

If you are going around in circles on a matter with the other side, take time to reread the 
wording in the draft   

- because the wording may actually be appropriate!  
- discuss the “real-life” concerns of the other side: what is the other side trying to 

achieve, or what are they worried about? Then if the wording does not address this 
point, draft new wording.   

If the other side keeps pushing off a point for discussion at a later time, draft what you would 
like, send it in writing and be specific about where you want to include it in the contract. 

Use examples when relevant: this often accelerates the concern or misunderstanding that the 
other side may have about the meaning of a clause. 

If you are expecting a difficult negotiation session, make sure that you are in the same room 
with your business team. If you are in different locations it will be more difficult to have a 
break out session (unless you use a separate phone) and to exchange information about 
sensitive issues. 

What you may wish to know about the work your legal department does or can do

Create an internal work product reference: keep copies of notes, memoranda in one location. 

Inform management teams of recent decisions, developments in the law, litigation or 
government decisions or court rulings about major clients, suppliers and industry relevant 
matters. 

Make sure that the company has sufficient information about suppliers and other contracting 
parties (regarding the financial status, good standing, etc.). 
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Meet regularly with the various departments you work with the most often; offer to make 
presentations on topics that may be of interest to them (if you are not sure, attend a 
department meeting to determine what may be useful). 

What you may wish to know about intellectual property (trademarks)

Trademarks are important assets of a company. 

Are the trademarks protected? 

Is there central management of trademarks? Who is involved in your company in selecting 
trademarks? Who has trademarks registered? Make sure only a legal department does. 

Trademark registrations are costly: do not register any and all names that the marketing 
department wants to register. Devise the criteria needed to reach this determination: is the 
brand used with third parties or only internally? Is the brand really unique / necessary? 

Create lists of the priority countries (and other groups of countries as necessary) for 
registration and the related costs for registration.  

Establish a trademark policy that describes when your company registers trademarks, what the 
process is for choosing a name that the company may want to register as a trademark 

Establish procedures for coordinating with the marketing department about geographic scope 
of the trademark (# of countries where it needs to be registered), definition of the product / 
service used   

Change of personnel often requires informing new teams of current portfolio, past issues or 
disputes, etc. 

Is your business team using the trademarks of third parties in making presentations, producing 
brochures, etc without the consent of the third parties? 

What you may wish to know about corporate matters in a cross-border environment

Make sure that you have the most recent by-laws (articles of incorporation / association) of 
the company / subsidiary. 

For groups with large number of companies, use specialized tool for corporate data. 

Review outside counsel advice for a foreign subsidiary in light of your knowledge of the laws 
of your jurisdiction.  

The formalities in certain jurisdictions can be time-consuming and cannot be waived. 

Seek options in light of your experience in other jurisdictions.  
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Employment Law

Make sure that you have visibility to the high level employment contracts for the 
company.  Who retains these, where are the originals? 

In particular find out what the notice periods are.  It is good to know this before the 
general manager/CEO asks you about dismissals or lay offs.  Find out what the non-
compete clauses say (if any). 

Are there any stock claw back provisions if an executive leaves for a competitor? 

For any collective dismissal, what are the country requirements to consult with Works 
Councils are Trade Unions or others? 

Pay particular attention to any potential discrimination clauses where damages may be 
higher or even uncapped. 

This is an area where law blends with emotion and calm, professional, accurate advice is 
much valued later. 

Litigation

Who receives writs, letters before action? How do you make sure these don’t sit around 
unanswered!  What is the process for immediately dealing with any threatening letters or 
legal proceedings? 

Where can information or evidence be obtained?  Where is the company’s database and 
who would have access to relevant documents. 

Do you have a good relationship with a strong local litigator who can proceed swiftly to 
obtain injunctions or otherwise exert pressure on behalf of your employer?  Be prepared 
for surprises! 

Compliance

Risk management seeks to avoid that headline on the front page.  Carefully examine all 
those areas where the company is at risk from prosecution or from regulatory default. 

Some of the most sensitive areas are European Competition law, Environmental failings, 
Data Protection (Privacy) and misleading advertising.  Where are your experts in each of 
these areas?  What training has been carried out? What is the chance of realistic exposure 
in any of these and what can you do now to identify and mitigate any possibly exposure? 

Corporate Secretarial / Board Relations

Where is the area of responsibility for compliance?  Even if the head office is in the US 
or Japan, what are the local law requirements for wholly owned subsidiaries in Europe?  
Which board meetings needs to be held and what annual shareholder meetings or 
extraordinary meetings?  Will you do these in person or will they be paper meetings?  For 
those directors of subsidiary companies, what are they indemnity and insurance coverage 
for officers’ liability? 

Costs

What are the internal costs and what are the external costs for outside counsel?  What 
has been the trend to date and what is your budget as a department?  Is there a way you 

can immediately make an impact on these and demonstrate greater productivity / 
effectiveness / value for money?  Who can help you from the finance team in terms of 
budgeting and in terms of visibility? 

D R Norman
February 14th, 2006 
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What you should know before you
get asked!

Employment

•High Level Executive Contracts

•Notice Period

•Non Compete Clause

•Stock Claw Back Provisions
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Litigation

•Defensive

•Offensive

•Which outside counsel

Compliance

•Risk Management

•Criminal and Regulatory

•What would it look like on the front
page
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Corporate Secretarial / Board Relations

•Board Meetings

•Shareholder Meetings

•Indemnity and Insurance for Officers and

 Executives

Costs

•Internal

•External

•Trends
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