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INTRODUCTION

Theft of Intellectual Property, particularly trademark counterfeiting, has often been

referred to as "the crime of the 21st Century."1   As technology advances, so does the

ability of criminals and infringers to illegally copy the trademarks of others in the hopes

of easy profits.

The size and scope of counterfeiting has dramatically increased over the past decade.

The economy of this country, as well as those of companies around the world, are

suffering huge losses in the form of tax revenue and unemployment due to the

manufacture and sale of counterfeit products. In a survey conducted by the International

Anti counterfeiting Coalition, Fortune 500 companies reported that they spend an

average of between $2 - $4 million per year to combat counterfeiting. Some reported

spending up to $10 million.2

Trademark counterfeiting is defined as the act of manufacturing or distributing a

product or service bearing a mark that is identical or substantially indistinguishable

from a registered trademark.3  Simply put, trademark counterfeiting is theft of

someone's intellectual property.

Trademark counterfeiting has existed for centuries.  It undermines the goodwill and

reputation of companies symbolized by their trademark.  It was not until 1946 that

Congress recognized the seriousness of counterfeiting and enacted legislation to protect

trademarks.4  These laws enabled trademark owners to enforce and protect their

                                                            
1 James Moody, former Chief of the Federal Bureau of Investigation's Organized Crime/Drug Operations Division.
2 International Anticounterfeiting Coalition Website (www.iacc.org).
3 15 U.S.C. §§ 1116(d)(1)(B)(I), 1127
4 The Lanham Act, 15 U.S.C. § 1041 et seq.
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trademarks through civil actions.  This statute was amended in 1984 to criminalize

trademark counterfeiting, and included stiffer penalties for counterfeiters.5

In passing these laws, Congress recognized the importance of intellectual property to the

national economy.  In 1996, the International Trade Commission estimated that the

losses due to trademark counterfeiting were over $200 billion in the U.S. economy, up

from $5.5 billion in 1982.6  The economic impact worldwide is even higher.7  These

staggering figures are only increasing as the globalization of the marketplace increases

along with the technology which facilitates counterfeiting.

A common misconception is that counterfeiting is a "victimless crime."  It is not.  Aside

from the economic harm, counterfeiting negatively impacts both the trademark holder

and the consumer. Counterfeiters do not limit their crimes to luxury goods, but have

flooded the marketplace with items ranging from auto parts, eyewear, pharmaceutical

and food products, many of which are unsafe and threaten the health and safety of the

consumer. U.S. automobile manufacturers and suppliers are losing $12 billion a year in

revenue worldwide because of the sale of counterfeit parts. The Federal Trade

Commission estimated the auto industry could hire an additional 210,000 workers by

eliminating the manufacture and sale of counterfeit auto parts.8

Organized crime is increasingly involved in counterfeiting operations. Recently, the

relationship between counterfeiting and terrorist organizations has been addressed by

the House Committee on International Relations.  At a hearing held on July 16, 2003,

Robert K. Noble, the Secretary of Interpol, stated in written testimony that “the link

                                                            
5 Trademark Counterfeiting Act of 1984, 18 U.S.C. §2320
6 Michael Finn, Foiling Counterfeiters, TRADEMARKS AM., April 1994; Countering Counterfeiting, International

Chamber of Commerce, Counterfeiting Intelligence Bureau, April 1997 at 13.
7 “The International Chamber of Commerce reckons counterfeit and pirated goods account for up to 8 percent of world
trade, some $375 billion [in 2003].”  Matthew Benjamin, A World of Fakes: Counterfeit Goods Threaten Firms,
Consumers, and National Security, U.S. News and World Reports, July 14, 2003.
8 International Anticounterfeiting Coalition Website (www.iacc.org).
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between organized crime groups and counterfeits goods is well established.”9   Interpol

coordinates information among police and security services in 181 countries.  Drawn by

the low risk/high return aspect, both organized crime and terrorist networks rely on the

sale of counterfeit merchandise to raise and launder money, and intellectual property

crime is quickly becoming the preferred method.

Counterfeiting operations no longer hide in the shadow of back alleys and sweatshops -

the days of a person in a trench coat offering a "good deal on a watch" are over.

Counterfeiting has become big business, with organized criminal enterprises

establishing manufacturing and distribution networks in the U.S., Europe and Asia.  For

example, earlier this year, six men were arrested in Brooklyn for importing up to 35

million counterfeit cigarettes from China to the U.S.10

There is ample evidence to support the notion that terrorist organizations are currently

exploiting valuable trademark rights and profiting from the manufacture and sale of

counterfeit and pirate products.  The amount of money that can be raised from

counterfeiting is surprisingly high.  Federal authorities have for years been examining

evidence which suggest that Hezbollah, Hammas and other terrorist networks are

selling counterfeit products to fund their worldwide operations.  The FBI has also

compiled evidence of a direct link between the sale of counterfeit merchandise in the

streets of New York and the terrorists who bombed the World Trade Center in 1993.11

In response to these threats, laws now exist which allow trademark owners to enforce

their rights, and which allow both federal and state authorities to protect the consuming

public.  The federal government has empowered such agencies as the Federal Bureau of

Investigation, Secret Service and Customs Service (now part of the Department of

                                                            
9 David Johston, Fake Counterfeit Goods Support Terrorism, Interpol Official Is To Testify. The New York Times, July
16, 2003.
10 Fake Marlboro Man Busted in Smuggling Ring. N.Y. Daily News, Feb. 21, 2003 at 37.
11 Willy Stern, Why Counterfeit Goods May Kill Bus. Week, Sept. 2, 1996 at 6.
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Homeland Security) to monitor and establish trade regulations, patrol the borders and

monitor the Internet in order to locate and prosecute counterfeiters.

Today, as many as two thirds of the states in the U.S. have adopted laws criminalizing

trademark counterfeiting.  Many of these laws include felony penalties, prison terms

and fines for those convicted of these crimes.

In addition, trademark owners have at their disposal various civil remedies to protect

their trademarks.  Under existing laws, companies have the ability to seize counterfeit

products, permanently enjoin the manufacturer and sale of such items, remove such

items from sale on the Internet and to seek monetary damages.

Generally, it can be said that trademark owners and law enforcement are now well-

equipped to combat trademark counterfeiting.  However, limited resources of law

enforcement and the high cost of civil actions often make enforcement of these laws

difficult.

Industry groups are continuing to work on amendments to 18 U.S.C. § 2320 to ask

Congress to prohibit trafficking in counterfeit labels, patches and medallions bearing a

copy of a registered trademark that are unattached to any goods.  In the case of a

“famous” mark, the amendment proposed would remove the burdensome requirement

that the spurious mark be used in connection with goods or services identical to those

for which the genuine mark is already registered.

These issues will be discussed from the viewpoint of the inside counsel.  The following

materials will explore the process behind building an effective counterfeit protection

system through state and federal criminal enforcement, civil enforcement, and Internet

monitoring.
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I. NATURE OF THE COUNTERFEITING PROBLEM

A. Definition of Counterfeiting

1.) Spurious mark that is identical with or substantially

indistinguishable from the original registered mark [15 U.S.C. §

1127; 15 U.S.C. § 1116(d)(1)(B)(i); 18 U.S.C. § 2320(e)(1)].

2.) All counterfeits are infringements, but not all infringements are

counterfeits.

3.) More narrow in scope than trademark infringement and applies

only to marks made to look identical to the actual mark.

4.) A counterfeit mark must be used on the same goods or services as

are covered by plaintiff’s registrations [15 U.S.C. § 1116(d)(1)(B)].

5.) Determination of counterfeit will be made from the point of view

of the average purchaser, Montres Rolex, S.A. v. Snyder, 718 F.2d

524 (2d Cir. 1983) cert. denied, 465 U.S. 1100 (1984).  Excludes any

use of the registered mark on or in connection with goods or

services of which the manufacturer was, at the time of

manufacture, authorized to use the mark [15 U.S.C. § 1116].

B. Victims of Counterfeiting

1.) Mark Owners

a.) Mark owner loses sales.

b.) Reputation and goodwill are diluted.

c.) Industry groups estimate damages done to U.S. economy

exceeds $300 billion.

2.) Consumers

a.) Threat to health and safety of consumers, e.g.

eyewear, medicines, pharmaceuticals, toys, food,

consumer products,  automobile and aircraft parts.
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3.) Taxpayers – Counterfeiters don’t pay state or federal taxes, Social

 Security, workers’ compensation, or health benefits, thereby

  getting a “free ride” on taxpayers’ backs.

C. Impact of Counterfeiting

1.) Economic

a.) U.S. auto industry estimates it could hire 300,000

additional workers if there was no counterfeiting.

b.) New York City estimates it loses $1.25 billion annually in

taxes to counterfeiters.

c.) The World Health Organization estimates annual profits

from fake pharmaceuticals at over $16 billion.

d.)   U.S. music industry suffers at least $300 million in annual

 losses from domestic record, tape and CD piracy.

2.) Social

a.) Counterfeiters generally run all cash businesses, and avoid

keeping records or paying taxes.

b.) Drawn by high profit, low risk nature of being criminally

prosecuted, traditional and new crime groups turn to

counterfeiting.

c.) Big business.

d.) Established terrorist and other organized crime links.

II. CORPORATE AGENTS IN THE EFFORT

A. Corporate Executive

1.) Needs to be aware of the problem and understand the

implications to be ready to answer questions and provide a face

for the corporation.
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2.) Must designate contacts for various needs that may arise

including affidavits, examination, etc.

B. In-House Counsel

1.) Either a coordinating force or as the prime mover in the effort.

2.) Determining strategy, monitoring the efforts of outside vendors

conducting enforcement or even being the direct contact with law

enforcement, including training in detection.

C. Private Investigators

1.) Private investigators has many roles which extend beyond the

simple ability to investigate a matter – intermediary between the

corporate/legal side and the police – investigators will have

strong law enforcement contacts in multiple jurisdictions.

D. Outside Counsel

1.) Role of outside counsel will vary with the type of case

involved—necessary to pursue civil lawsuit, can offer insights and

assistance that can make the difference between a good case and

one that will fall flat.

2.) Very important to only use outside counsel experienced in

 anticounterfeiting, not general litigator or even general intellectual

 property firm.  This is a specialty area with risks of unpleasant

 counterclaims.
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III. ENFORCEMENT BY FEDERAL CRIMINAL STATUTES

A. Federal Criminal Statutes

1.) 18 U.S.C. § 2318 – Trafficking in Counterfeit Labels for

Phonorecords, and Copies of Motion Pictures or Other

Audiovisual Works.

2.) 18 U.S.C. § 2319 – Criminal Infringement of a Copyright.

3.) 18 U.S.C. § 2319(a) – Unauthorized Fixation of and Trafficking in

Sound Recordings and Music Videos of Live Musical

Performances.

4.) 18 U.S.C. § 2320 – Trafficking in Counterfeit Goods or Services

AntiCounterfeiting Consumer Protection Act of 1996, the

“Trademark Counterfeiting Act of 1996” – increase penalties and

tighten loopholes in existing laws.   See also strengthened civil

provisions in Section VI.

5.) 18 U.S.C. §§ 1961 et seq. - RICO.

6.) 18 U.S.C. § 371 – Criminal Conspiracy.

7.) 18 U.S.C. §§ 1956, 1957 – Money Laundering.

8.) 18 U.S.C. § 1341 – Mail Fraud.

9.) 18 U.S.C. § 1343 – Wire Fraud.

10.) 18 U.S.C. § 542 – Entry of Goods by Means of False Statements.

11.) 18 U.S.C. § 545 – Smuggling Goods into the United States.

12.) 26 U.S.C. §§ 7201 - 7207 – Provisions concerning tax evasion,

 failure to pay tax or file returns, fraudulent statements, etc.

13.) 8 U.S.C. § 1324a – Unlawful employment of unauthorized aliens
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B. Federal Law Enforcement Agencies

1.) CBP and ICE – Customs and Border Protection (Inspectors and

Import Specialists) and Immigration and Customs Enforcements

(Agents).

2.) Federal Bureau of Investigation

a.) A significant rise in interest including actively searching for

cases for the FBI’s Computer Crimes division.

3.) United States Postal Service – where mail is used to send

counterfeit goods

4.) Secret Service

5.) Bureau of Alcohol, Tobacco and Firearms

6.) Internal Revenue Service

7.) U.S. Attorneys

a.) Toughest part of the federal enforcement equation –

AUSAs have viewed IPR enforcement with great

skepticism – except for large cases.

b.) Generally look for some other violations to bundle in.

C. Dealing with Federal Officials

1.)   Building relationships with the various interested agencies

  through training and bringing them cases.

2.)  Good source of information at U.S. Customs is Los Angeles

 Strategic Trade Center, Mitch Clow (562) 980-3119, x257 or Tom

  Bang (562) 980-3119, x263
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IV. ENFORCEMENT BY STATE CRIMINAL STATUTES

A. State criminal statutes (see Appendix)

1.) 35 States have anticounterfeiting laws

2.) Multistate lobbying efforts (IACC Model Bill)

3.) Other applicable state statutes:

a.) Criminal simulation

b.) Forgery

B. Working with State Law Enforcement

1.) Local Police, Sheriffs, State Police – different forum, same

principles for working with Federal Law enforcement.

2.) Local police find themselves saddled with more of the

enforcement responsibilities being shed by federal agencies; the

burden shifts to the local level.

3.) Local law enforcement serves as the instrument to deal with local

flea markets or retail locations.  In addition, they will be called

upon to handle Internet cases originating out of their jurisdictions,

as well as more complex issues.

4.) State/local Prosecutors – a greater willingness in the past to take

on IPR cases in contrast to their federal colleagues.

The trademark owner should provide:

a). All requested assistance.

b). Identification of counterfeit merchandise.

c.) Supporting Depositions.

d.) Training.

e.) Testimony.
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f.) Certified copies of trademarks and other documentation.

5.) State tax authorities.  Counterfeiters don’t pay taxes.

6.) Labor Department

7.) Fire Department

V. CIVIL ENFORCEMENT

A. Cease and Desist (“Voluntary surrender”) letters

B. Enforcement by Civil Statutes

1.) 15 U.S.C. § 1116(d) – Civil Ex Parte TRO and Seizure Orders –

Lanham Act.

2). 15 U.S.C. § 1117(a) and (b) – Damage Awards - Enhancement.

C. Civil Actions

1.) Against street, flea market and other vendors.

2.) Against fixed locations, e.g. retail stores.

3.) Against landlords (e.g., N.Y. Real Prop. § 231), and owners of

malls.

4.) Against other facilitators, such as flea market management,

Internet providers, mall owners, etc.

a.) Contributory or vicarious infringers.

(i) Hard Rock Café Licensing  Corp. v. Concession

Svcs., Inc., 955 F.2d 1143 (7th Cir. 1992) (held that a

cause of action for contributory trademark

infringement existed against a flea market owner

for the infringing activities of a vendor.)
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(ii) Fonovisa, Inc. v. Cherry Auction, Inc.,  76 F. 3d 259

(9th Cir. 1996) (held a cause of action for

contributory and vicarious copyright and

contributory trademark infringement existed

against a swap meet owner for the infringing

activities of independent vendors).

(iii) Arista Records, Inc. et. al. v. Flea World, Inc. et. al.,

U.S.D.C., D. N.J., filed July 2003.

5.) Amendment to U.S.C. . § 2320 to prohibit trafficking in unattached

 counterfeit labels, etc.  See United States v. Giles, 213 F.3d

 1247 (10th Cir. 2000).

D. Enforcement at Flea Markets/Fairs/Shows

1.) Vendor Identification.

2.) Market sweeps.

3.) Operator cooperation (notification).

4.) Working with site security.

5.) Action against operators if cooperation is not provided.

E. Civil Seizures

1.) For Counterfeit goods only (not just infringing).

2.) Registered trademarks only.

3.) “Identical or substantially indistinguishable” marks on goods

registered in the same class as genuine mark holder.

4.) Does not cover overruns or gray market goods.

5.) Includes “means of making” counterfeit products.
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F. Specific Requirements -- Review the statute step by step with outside

 counsel before attempting

1.) Notification to U.S. Attorney.

2.) Application to court must have holder’s affidavit or verified

complaint.

3.) Posting of bond (wrongful seizure).

4.) Nothing but an ex parte order will suffice.

5.) No publicity.

6.) Likelihood of success on the merits.

7.) Immediate and irreparable injury.

8.) Specific identification of location where counterfeit product is

located and where seizure will occur.

9.) Balancing of harm.

10.) Target of seizure would destroy, move, hide goods and

documents if proceeding was on notice.

G. Order

1.) Findings of Fact and Conclusions of Law.

2.) Description of items to be seized and their location.

3.) 7 day window.

4.) Amount of Bond.

5.) Date for Confirmation Hearing.

6.) Gag order.

H. Other Requirements

1.) Seizure of books and records (protective order).
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2.) Papers filed under seal.

3.) Service by a Federal, State or Local Law Enforcement Officer.

4.) Seizure Confirmation Hearing.

I. Wrongful Seizure

1.) Defendant can collect damages for lost profits, costs of materials,

lost good will.

2.) Punitive damages if bad faith can be proven.

3.) Attorney’s Fees.

J. Plaintiff’s Recovery of Profits, Damages, Costs and Attorney’s Fees

1.) And, not or.

2.) Plaintiff must prove sales only.

3.) Treble damages.

4.) Additional award if warranted.

5.) Reasonable attorney’s fees.

6.) Willfulness.

K. Statutory Damages - 15 U.S.C. § 1117(c)

1.) $500 - $100,000 per mark per type of goods.

2.) If conduct is willful, up to $1,000,000 per mark per type of goods.

L. Destruction of seized items – 15 U.S.C. § 1118

1.) Notice to U.S. Attorney’s office.

M. Enforcement against manufacturers/distributors

1.) Simple Civil Actions.
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2.) Civil seizures (15 U.S.C. § 1116).

VI. CIVIL ACTIONS IN DETAIL

A. Trademark Counterfeiting Act of 1984  In addition to the criminalization

  of trademark counterfeiting [18 U.S.C. § 2320], the T.C.A. also

1.) authorizes near mandatory treble damages and attorneys

fees in civil anticounterfeiting cases [15 U.S.C. § 1117(b)].

2.) authorizes ex parte orders for seizure of counterfeit

materials. [15 U.S.C. § 1116(d)(1)(A)].

 B. The Complaint

1.) Identify the right forum.

a.) Find good jurisdiction and venue.

b.) If possible, consider a forum that does not require

bad faith to get accounting of profits.

 c.) Check forum on accounting of profits.

 d.) Check the circuit law on statutory damages.

2.) Identify the right parties.

a.) Review the law on jurisdiction as to naming

individuals [Rolex Watch U.S.A., Inc. v. Zeotec

Diamonds, Inc., No. 02-01089 (C.D. Cal. Nov. 7,

2002) (order re:  plaintiff's motion for summary

judgment)].

 b.) Correct name of entities through searches – be

diligent

 c.) As to individual, determine level of involvement so

you can name individual.

 d.) Consider involvement of spouse and naming of

spouse for joint liability theory and access to jointly

held assets.
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3). Make the right allegations.

a.) Have to focus on the counterfeit nature of the

trademark.

 b.) Plead advertising injury and track language  of

insurance policies – you want to plead into

coverage on the chance there is coverage.

 c.) Make willfulness alternative.

 d.) Carefully plead the trademarks infringed; this will

become important to statutory damages.

4.) Seek the right remedies.

a.) Profits [15 U.S.C. § 1117 (a) (1)].

b.)  Trebling [15 U.S.C. § 1117 (b)].

 c.) Hard to show actual damages.

     d.)   Injunctive relief.

e.) Destruction of goods [15 U.S.C. § 1118].

f.)  Statutory damages [15 U.S.C. § 1118 (c)].

g.) Attorney’s fees, costs, and investigative fees.

C. Discovery

1.) Early shot at discovery with seizure because it allows for seizure

of books and records [15 U.S.C. § 1116(d)(1)(A)].

2.) Seizure order will allow for expedited discovery [15 U.S.C. §

1116(d)(10)(B)].

D. Document requests

1.) Request all documents related to purchases, sales, profits,

advertising, web-based transactions and inventory.

2.) Tax returns.

3.) Email.
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E. Interrogatories

1.) Specials only – basic info - consult Fed. R. Civ. P. 26.

2.) Better to ask in deposition.

F. Requests for admissions

G. Depositions

1.) Get right to it.

2.) Conduct deposition prior to service of document requests.

3.) Catch defendants off guard.

4.) The bookkeeper knows all.

5.) Email.

H. Dispositive motions

1.) Consider the motion for summary judgment  (Fed. R. Civ. P. 56)

a.) First on liability.

b.) Through discovery establish sales of counterfeit goods.

c.) Determine volume of sales.

d.) Determine profits.

e.) If possible, hire a damages expert.

f.) Amount of damages.

g.) Go statutory damages if you can [15 U.S.C. § 1117(c)].

I. Trial

1.) Some judges do not like summary judgment.

2.) Some judges want to hear the case – novel question.

3.) Opportunity to make law.
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J. Witnesses

1.) Investigator – testify as to purchases.

2.) Company executive – testify as to harm.

3.) Company technicians – testify as to counterfeit marks on the

goods.

4.) Damage and/or computer experts.

5.) Witness as to actual confusion, but not required.

K. Evidence

1.) Counterfeit goods.

2.) Investigative reports.

3.) Technical evaluations of counterfeit goods.

L. Remedies

1.) Injunction [15 U.S.C. § 1116].

2.) Destruction [15 U.S.C. § 1118].

3.) Money [15 U.S.C. § 1117(a)(b)(c)].

4.) Tommy Hilfiger v. Goody’s Family Clothing, 2003 U.S. Dist.

LEXIS 8788 (N.D. Georgia, May 9, 2003) (Court found retail owner

was wilfully blind to purchase and sale of counterfeit jeans and t-

shirts and trademark owner recovered treble damages in the

amount of $ 2,066,985.57, or in the alternative, statutory damages

in the amount of 2,100,000.00, as well as profits in the amount of $

8,976,440.58, reasonable attorney’s fees and costs.
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VII. ENFORCEMENT ON THE INTERNET

A. Domain Name Enforcement

1.) Cybersquatting – the unauthorized use of a trademark in a

domain name.

2.) Global Top Level Domains (gTLDs):  (e.g.:  .com; .net;.org.).

3.) Country Code Domains (ccTLDs) – 243 to date:  (e.g.:  .uk (United

Kingdom); .tv (Tuvalu)).

 4.) Trademark Rights v. Free Speech (Fair Use) – possible

 infringement of a trademark outweighed by the domain name

 owner’s right to express his/her views (e.g.:  “Fan” Sites –

 protected by free speech.  (e.g.:  ilovenike.com).

 5.) “Typosquatting” – Intentional misspelling of a trademark in a

  domain name to avoid Cybersquatting claims.  (e.g.:

 loouievuitton.com).

4.) Reverse Domain Name Hijacking – The infringer files a

cybersquatting claim hoping the trademark owner defaults,

thereby obtaining legal ownership of the domain.

B. Remedies for Domain Name Infringements

1.)  Anticybersquatting Consumer Protection Act, 15 U.S.C. § 1125

 a.) Federal Statute.  Procedures for civil lawsuit apply

 (lengthy and costly).   Remedies are injunctive relief,

 transfer or cancellation of the domain, and monetary

 damages.

  2.)  Uniform Dispute Resolution Policy (UDRP)

  a.) ICANN’s Rules (Internet Corporation for Assigned Names

  and Numbers – governing body of the Internet policy).

 Administrative Proceeding (quick and inexpensive).
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 Remedies limited to transfer or cancellation of the domain

 name.

C. Auction Site Enforcement

1.) eBay, Yahoo! – 2 of the largest (dozens of others).  Have become a

virtual flea market – safe haven for the sale of counterfeit

merchandise, despite prohibiting the use of copyright or tradmark

infring

2). Identifying the counterfeiters is labor intensive—requires trained

personnel looking and searching on the auction sites

3). Auction site sellers most often caught selling counterfeit

merchandise:

a.) Use unclear photos

b.) Have a “no return”, “as-is” policy

c.) Sell items without tags

d.) Have a large number of similar items for sale

e.) Try to protect themselves by claiming not to know

 whether or not merchandise is authentic.

4.) eBay’s VeRO (Verified Rights Owners Program) program --

trademark rights owners register with VeRO, monitor the auction

sites themselves, and send email to VeRO of counterfeit or

infringing goods.  VeRO notifies the sellers and bidders of a

violation and removes the auctions.

a.) VeRO is only auction site other than Yahoo! that has as a

 structured system for reporting counterfeits.

b.) VeRO is quicker to respond than Yahoo!

c.) VeRO has no punishment or scarlet letter for

 counterfeiters.  The auction is simply ended, and the seller

 could re-auction the item with a different seller name.

 5). Contributory Liability theories – the auction site should be held

 responsible for the illegal acts that occur on their site.  Auctions
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 sites say they are not responsible for content on their sites.  Cases

 on both sides.  Without legislation, issue will be decided in the

 Courts.

 D.   Enforcement of websites selling counterfeit merchandise

 1.) Name and address of the domain name registrant can be

 used to identify a “person” or business behind the website,

 using Whois information.

2.) A Whois listing contains basic name, address, etc. contact

information of the domain name registrant (person who

registers a domain name) by the domain name registrar

(company who issues the domain name to the registrant).

3.) ICANN requires that domain name registrars provide a

searchable Whois database of all domain names they issue.

Third party providers also provide searchable Whois

information.

4.) a.) No requirement that Whois information be

 accurate.

b.) Proxies can register domain names on behalf of

 registrants and agree to be liable.

E. Sale of “Genuine” Goods

1.) Guarantees of Authenticity – Principles of Caveat Emptor apply.

2.) Unauthorized retailers.

a.) Creates warranty/service issues.

b.) Important to work with business people on

controlling inventory, agreements with customers

on not “dumping” goods.

5.) Gray Market/Parallel Import Concerns.
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VIII. OTHER ANTI-COUNTERFEITING PROGRAM CONSIDERATIONS

A. Role of the Mark Owner and Its Counsel

1.) Have your facts and paperwork correct and ready.  Do not cry

wolf at every turn.

2.) Pick your battles wisely and get the best cases for federal action.

B. Potential Remedies

1.) Deterrent (i.e. seizure) - federal or state law criminal seizure may

have a greater deterrent effect than a civil seizure – criminal trial

and jail time deal a more serious blow to the enterprise.

C. Prosecution – Some comments as above on prosecutors apply as caveat.

Prosecution, when it occurs, must be supported wholeheartedly.

Prosecution puts others on notice  that the laws will be enforced and will

result, hopefully, a more cautious approach by the violator and others

like him.

D. Restitution (18 U.S.C. §§ 3663 et seq.)  Deterrent effect - reminds the

defendant of the penalties every time he writes out a check to the rights

holder.  In order to obtain restitution, the government will have to

demonstrate the loss suffered by the victim.  The timely and accurate

preparation of the victim impact statement will facilitate this process.

The rights holder or counsel will also need to lobby for this as some

prosecutors may not initially consider the restitution aspect.  The judges

in such cases may provide an additional hurdle in needing convincing the

impact of the crime.
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E. Strengthen security measures – anything to make it harder for someone to

counterfeit your goods, and easier for law enforcement and investigators

to identify the authentic from non-authentic goods.

 1.) security tags with vendor numbers

2.) hangtags

3.) holograms

 4.) stitched labels

 5.) also, monitor vendors if possible

 F. Strengthen IP rights—stay on top of copyright and trademark

 registrations, and U.S. Customs recordations.

 G. Work with other partners in your industry -- they encounter the same

 counterfeiters, work with the same law enforcement and investigators,

 likely to share tips when your counterfeit goods are found in the same

  place as theirs.

 H. Consumer Education  -- spread the word about the dangers and

  disadvantages of counterfeiting

1.) Use the press.

 2.) Have a place on your website where consumers can report

   counterfeiters.

 3.) Respond to auction site sellers who wonder why their

 auction was closed—be clear and firm.  Auction site buyers and

 sellers are from all over the country, might not encounter

 legitimate outlets for particular goods, and might genuinely be

 ignorant or confused.  Also respond to recipients of cease and

 desist letters.
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IX. THE KATE SPADE PROBLEM

 A. eBay and Yahoo! auction sites and websites

B. mall kiosks

 C. retail stores in the hinterland

 D. purse parties, the new “Tupperware party” = housewives in handcuffs

 E. flea markets in jurisdictions where law enforcement does not enforce

F. Chinatown, New York;  Santee Alley, Los Angeles; Harwin, Houston;

 Henry Hines Blvd., Dallas; Little Five Points, Atlanta.

 G. Consumer Awareness – Ethical Issues
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SELECTED CASES AND STATUTES

15 U.S.C. § 1116(d) Civil actions arising out of use of counterfeit marks

(1) (A) In the case of a civil action arising under section 1114(1)(a) of this title or section 220506 of
title 36 with respect to a violation that consists of using a counterfeit mark in connection with the
sale, offering for sale, or distribution of goods or services, the court may, upon ex parte application,
grant an order under subsection (a) of this section pursuant to this subsection providing for the
seizure of goods and counterfeit marks involved in such violation and the means of making such
marks, and records documenting the manufacture, sale, or receipt of things involved in such
violation.

(B)  As used in this subsection the term ''counterfeit mark'' means -

(i) a counterfeit of a mark that is registered on the principal register in the United
States Patent and Trademark Office for such goods or services sold, offered for sale,
or distributed and that is in use, whether or not the person against whom relief is
sought knew such mark was so registered; or

(ii) a spurious designation that is identical with, or substantially indistinguishable
from, a designation as to which the remedies of this chapter are made available by
reason of section 220506 of title 36;

but such term does not include any mark or designation used on or in connection with goods
or services of which the manufacture or producer was, at the time of the manufacture or production
in question authorized to use the mark or designation for the type of goods or services so
manufactured or produced, by the holder of the right to use such mark or designation.

18 U.S.C. § 2320.  Trafficking in counterfeit goods or services

(a) Whoever intentionally traffics or attempts to traffic in goods or services and knowingly uses a
counterfeit mark on or in connection with such goods or services shall, if an individual, be fined not more
than $2,000,000 or imprisoned not more than 10 years, or both, and, if a person other than an individual, be
fined not more than $5,000,000. In the case of an offense by a person under this section that occurs after
that person is convicted of another offense under this section, the person convicted, if an individual, shall
be fined not more than $5,000,000 or imprisoned not more than 20 years, or both, and if other than an
individual, shall be fined not more than $15,000,000.

(b) Upon a determination by a preponderance of the evidence that any articles in the possession of a
defendant in a prosecution under this section bear counterfeit marks, the United States may obtain an order
for the destruction of such articles.

(c)  All defenses, affirmative defenses, and limitations on remedies that would be applicable in an action
under the Lanham Act shall be applicable in a prosecution under this section. In a prosecution under this
section, the defendant shall have the burden of proof, by a preponderance of the evidence, of any such
affirmative defense.

(d) (1) During preparation of the presentence report pursuant to Rule 32(c) of the Federal Rules of Criminal
Procedure, victims of the offense shall be permitted to submit, and the probation officer shall receive, a
victim impact statement that identifies the victim of the offense and the extent and scope of the injury and
loss suffered by the victim, including the estimated economic impact of the offense on that victim.

(2) Persons permitted to submit victim impact statements shall include -

(A) producers and sellers of legitimate goods or services affected by conduct involved in the
offense;

(B) holders of intellectual property rights in such goods or services; and

(C) the legal representatives of such producers, sellers, and holders.
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(e) For the purposes of this section -

(1) the term ''counterfeit mark'' means -

(A) a spurious mark -

(i) that is used in connection with trafficking in goods or services;

(ii) that is identical with, or substantially indistinguishable from, a mark registered
for those goods or services on the principal register in the United States Patent and
Trademark Office and in use, whether or not the defendant knew such mark was so
registered; and

(iii) the use of which is likely to cause confusion, to cause mistake, or to deceive; or

(B) a spurious designation that is identical with, or substantially indistinguishable from, a
designation as to which the remedies of the Lanham Act are made available by reason of
section 220706 [1] of title 36; ''220506''. but such term does not include any mark or
designation used in connection with goods or services of which the manufacturer or
producer was, at the time of the manufacture or production in question authorized to use the
mark or designation for the type of goods or services so manufactured or produced, by the
holder of the right to use such mark or designation;

(2) the term ''traffic'' means transport, transfer, or otherwise dispose of, to another, as consideration
for anything of value, or make or obtain control of with intent so to transport, transfer, or dispose
of; and

(3) the term ''Lanham Act'' means the Act entitled ''An Act to provide for the registration and
protection of trademarks used in commerce, to carry out the provisions of certain international
conventions, and for other purposes'', approved July 5, 1946 (15 U.S.C. 1051 et seq.).

(f) Beginning with the first year after the date of enactment of this subsection, the Attorney General shall
include in the report of the Attorney General to Congress on the business of the Department of Justice
prepared pursuant to section 522 of title 28, an accounting, on a district by district basis, of the following
with respect to all actions taken by the Department of Justice that involve trafficking in counterfeit labels
for phonorecords, copies of computer programs or computer program documentation or packaging, copies
of motion pictures or other audiovisual works (as defined in section 2318 of title 18), criminal infringement
of copyrights (as defined in section 2319 of title 18), unauthorized fixation of and trafficking in sound
recordings and music videos of live musical performances (as defined in section 2319A of title 18), or
trafficking in goods or services bearing counterfeit marks (as defined in section 2320 of title 18):

(1) The number of open investigations.

(2) The number of cases referred by the United States Customs Service.

(3) The number of cases referred by other agencies or sources.

(4) The number and outcome, including settlements, sentences, recoveries, and penalties, of all
prosecutions brought under sections 2318, 2319, 2319A, and 2320 of title 18

NY REAL PROP § 231

§ 231. Lease, when void; liability of landlord where premises are occupied for unlawful purpose

1. Whenever the lessee or occupant other than the owner of any building or premises, shall use or occupy
the same, or any part thereof, for any illegal trade, manufacture or other business, the lease or agreement
for the letting or occupancy of such building or premises, or any part thereof of shall thereupon become
void, and the landlord of such lessee or occupant may enter upon the premises so let or occupied.
2. The owner of real property, knowingly leasing or giving possession of the same to be used or occupied,
wholly or partly, for any unlawful trade, manufacture or business, or knowingly permitting the same to be
so used, is liable severally, and also jointly with one or more of the tenants or occupants thereof, for any
damage resulting from such unlawful use, occupancy, trade, manufacture or business.

ACCA’s 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 31

CHARTING A NEW COURSE



3. For the purposes of this section, two or more convictions of any person or persons had, within a period of
one year, for any of the offenses described in section 230.00, 230.05, 230.20, 230.25, 230.30, or 230.40 of
the penal law arising out of conduct engaged in at the same premises consisting of a dwelling as that term is
defined in subdivision four of section four of the multiple dwelling law shall be presumptive evidence of
unlawful use of such premises and of the owners knowledge of the same.
4. Any lease or agreement hereafter executed for the letting or occupancy of real property or any portion
thereof, to be used by the lessee as a residence, which contains therein a provision pledging personal
property exempt by law from levy and sale by virtue of an execution, as security for the payment of rent
due or to become due thereunder, is void as to such provision.
5. [See also subd. 5 below.] The attorney general may commence an action or proceeding in the supreme
court to enjoin the continued unlawful trade, manufacture or business in such premises.
5. [See also subd. 5 above.] For the purposes of this section, two or more convictions of any person or
persons had, within a period of one year, for any of the offenses described in section 225.00, 225.05,
225.10, 225.15, 225.20, 225.30, 225.32, 225.35 or 225.40 of the penal law, arising out of conduct engaged
in at the same premises consisting of a dwelling as that term is defined in subdivision four of section four
of the multiple dwelling law shall be presumptive evidence of unlawful use of such premises and of the
owner's knowledge of the same.
6. Any owner or tenant, including a tenant of one or more rooms of an apartment house, tenement house or
multiple dwelling of any premises within two hundred feet of the demised real property, may commence an
action or proceeding in supreme court to enjoin the continued unlawful trade, manufacture or other
business in such premises.

Montres Rolex, S.A. v. Snyder
718 F.2d 524 (2d Cir. 1983)

GEORGE C. PRATT, Circuit Judge:
This case of first impression presents important questions concerning Congress's effort to protect domestic
trademarks from foreign counterfeiters. The major issues *526 are (1) whether the definition of a
"counterfeit" trademark, incorporated from the Lanham Act by § 211 of the Customs Procedural Reform
and Simplification Act of 1978, Pub.L. No. 95-410, 92 Stat. 888, 903-04, 19 U.S.C. § 1526(e) (Supp. V
1981), should be applied from the standpoint of an average purchaser or an expert, and (2) whether the
alleged counterfeit mark should be compared with the "registered mark" as the latter appears on actual
merchandise or as it appears on a registration certificate filed with Customs. Adopting the average
purchaser test and comparing the challenged mark with the registered mark imprinted on actual
merchandise, Judge Broderick below ruled that the designs on a shipment of 18-karat gold watch bracelets
imported by intervenor Grand Jewels, Inc. ("the importer") were counterfeits of plaintiff Montres Rolex,
S.A.'s registered trademark. Accordingly, he ordered Customs to comply with the mandatory forfeiture
provisions of § 1526(e). Because Judge Broderick's interpretation and application of § 1526(e) is fully
consistent with its punitive and deterrent purposes, we affirm.
I. Facts, Administrative Proceedings, and Decision Below.
In early May 1981, a Customs import specialist at J.F.K. International Airport in New York detained a
shipment of approximately 100 18-karat solid gold watch bracelets, each bearing a fan or crown-like design
on the clasp. The bracelets were destined for Grand Jewels, Inc., a New York City retailer. Suspecting a
possible violation of Rolex's trademark rights, the specialist forwarded samples of the bracelets to Joseph J.
DeNardo, Assistant Chief of Customs' Imports Compliance Branch. Following standard operating
procedures, DeNardo compared the designs on the bracelets' clasps with the drawing of the Rolex
trademark on the registration certificate Rolex had filed with Customs pursuant to 19 C.F.R. § 133.1-.7. By
letter dated May 12, 1981, DeNardo advised the importer that:
Examination of two samples from the shipment reveals that they both bear a crown design which is
considered to infringe on the registered and recorded "Crown Design" trademark owned by Montres Rolex
S.A. in violation of the Trademark Law (15 U.S.C. § 1124).
Accordingly, this merchandise is a prohibited importation and subject to seizure and forfeiture unless
written consent is received from the trademark owner * * *.
When advised that the Grand Jewels bracelets had been detained, Rolex refused to consent to the
importation, notwithstanding Grand Jewels' offer to remove the offending marks. Rather, Rolex contended
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that the imported bracelets bore counterfeit marks within the meaning of § 1526(e) and demanded that they
be forfeited.
With the importer and the trademark owner thus at loggerheads, DeNardo again examined the designs on
the surface of the imported bracelets' clasps to determine formally whether they constituted counterfeits. He
carefully compared those designs, element-by-element and as a whole, with the crown design protected as
Rolex's trademark filed with Customs. Because of the minute size of the crowns and their elements,
DeNardo used a jeweler's magnifying loupe in the course of his examination.
In a brief letter decision dated July 22, 1981, DeNardo ruled that the designs on the sample bracelets were
not counterfeit trademarks. He concluded, therefore, that the detained goods need not be forfeited and could
be lawfully imported after the infringing marks were removed or obliterated. A later examination of an
authentic Rolex bracelet, supplied by Rolex, did not lead him to change his mind.
Upon Rolex's request for review, Darrell D. Kast, Chief of Customs' Entry, Licensing, and Restricted
Merchandise Branch, affirmed DeNardo's decision. Kast reasoned that:
Although the appearance of the mark used on the imported bracelet is very similar to that of the crown
design applied to the Rolex bracelet, it can easily *527 be distinguished from the drawing of the official
"Crown Design" on the trademark registration. For example, we note that the spikes on the crown design on
the sample bracelets submitted are not nearly as long or as tapered in appearance as they are in the official
version of the "Crown Design" and that the spacing between the balls at the top of the spikes is minimal
and not as clearly defined.
Accordingly, we are of the opinion that the mark that appears on the imported [Grand Jewels] bracelets
merely copies or simulates the genuine Rolex "Crown Design" trademark. While the mark in question is
close enough in appearance to cause some confusion on the part of the average purchaser at retail as to the
source of the bracelet, the infringement, in our opinion, does not amount to a "counterfeit trademark"
violation, and the laws and regulations governing "counterfeit trademark" violations would not apply.
Rolex then brought this suit seeking a preliminary and permanent injunction that would require Customs to
declare the bracelets counterfeit and therefore forfeited. Following a trial on the merits, accelerated
pursuant to Fed.R.Civ.P. 65(a)(2), Judge Broderick in an oral decision found that Rolex had standing to
challenge Customs' determination that the Grand Jewels bracelets were not counterfeits, and that
jurisdiction was available under the Mandamus Act, 28 U.S.C. § 1361 (1976) and under the general federal
question provision, 28 U.S.C. § 1331 (Supp. V 1981). On the merits, Judge Broderick ruled that Customs
had erred as a matter of law in two respects in determining whether the Grand Jewels bracelets were
counterfeits: it should have compared the designs on the accused bracelets with the marks on actual Rolex
bracelets, rather than with the pen-and-ink drawing on the Rolex trademark registration certificate, and it
should have examined the bracelets from the perspective of an average purchaser rather than an expert.
Applying the proper standards, Judge Broderick held that "the average buyer examining a bracelet carrying
the infringing mark would, if he or she were familiar with plaintiff's mark, conclude that the infringing
mark was in fact plaintiff's mark." He then entered judgment (1) determining Customs' ruling to be
erroneous, (2) declaring that the marks on the imported bracelets were counterfeits and that the bracelets
should be forfeited in the absence of Rolex's consent, and (3) directing Customs to declare the marks
counterfeit and to dispose of the merchandise.
II. The Statutory and Regulatory Scheme.
The statute at the center of this dispute, 19 U.S.C. § 1526(e), provides as follows:
Any such merchandise [manufactured abroad] bearing a counterfeit mark (within the meaning of section
1127 of Title 15) imported into the United States in violation of the provisions of section 1124 of Title 15,
shall be seized and, in the absence of the written consent of the trademark owner, forfeited for violations of
the customs laws. Upon seizure of such merchandise, the Secretary [of the Treasury] shall notify the owner
of the trademark, and shall, after forfeiture, obliterate the trademark where feasible and dispose of the
goods seized * * *
See also 19 C.F.R. § 133.23a(b), (c).
The statutory provisions to which § 1526(e) refers, 15 U.S.C. §§ 1124 and 1127, correspond to sections 42
and 45 of the Lanham Act. Section 1127, the Lanham Act's general definitional section, defines a
"counterfeit" as "a spurious mark which is identical with, or substantially indistinguishable from, a
registered mark." Section 1124 generally prohibits the importation of goods which "copy or simulate" a
registered trademark. Under 19 C.F.R. § 133.21(a), a " 'copying or simulating' mark or name" is either "an
actual counterfeit of the recorded mark" or "is one which so resembles it as to be likely to cause the public
to associate the copying or simulating mark with the registered mark or name." The latter component of this
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definition tracks the language of that part of section 1127 which defines the term "colorable imitation" as
"any mark which so resembles *528 a registered mark as to be likely to cause confusion or mistake or to
deceive." Similarly, 19 C.F.R. § 133.23a(a) tracks section 1127 by defining a "counterfeit trademark" as "a
spurious trademark which is identical with, or substantially indistinguishable from, a registered trademark."
Thus the customs laws and regulations create a two-tier classification scheme. The first category consists of
marks which are merely infringements, judged by whether they are likely to cause the public to associate
the copying mark with the recorded mark. In the second category are those marks which not only infringe
but in addition are such close copies that they amount to counterfeits.
The significance of this distinction emerges from the consequences that are attached to the two categories.
Counterfeits are treated harshly: absent written consent of the trademark owner they "shall be seized and *
* * forfeited". 19 U.S.C. § 1526(e); 19 C.F.R. § 133.23a(b). On the other hand, merely infringing articles
may be imported, provided that:
[t]he objectionable mark is removed or obliterated prior to importation in such a manner as to be illegible
and incapable of being reconstituted, for example by:
(i) Grinding off imprinted trademarks wherever they appear;
(ii) Removing and disposing of plates bearing a trademark or trade name
19 C.F.R. § 133.21(c)(4).
III. Customs' Threshold Claims.
On appeal, Customs has not pressed its procedural claims; it has simply remarked in a footnote in its brief
that "the district court's conclusion[s] as to both mandamus jurisdiction and standing appear to be erroneous
* * *." Similarly, neither Rolex nor Grand Jewels briefed or argued these issues. Nevertheless, because "our
jurisdiction to decide the case is implicated," Village of Arlington Heights v. Metropolitan Housing
Development Corp., 429 U.S. 252, 260, 97 S.Ct. 555, 561, 50 L.Ed.2d 450 (1977), we are compelled to
briefly address these novel questions.
A. Standing.
Customs argued below that its resolution of the counterfeit issue--even if erroneous--did not injure Rolex in
a manner sufficient to confer standing under Article III of the Constitution. The crux of its argument was
that the Grand Jewels bracelets had already been declared infringements and that the offending marks
would therefore have to be obliterated before the merchandise was released. Under these circumstances,
Customs contended, Rolex was not exposed to any actual or threatened harm, much less the type of "injury
in fact" required by Article III.
We think that Customs takes too narrow a view of the consequences to Rolex of an adverse determination
here. Commercial counterfeiting has reached epidemic proportions. See generally Rakoff & Wolff,
Commercial Counterfeiting and the Proposed Trademark Counterfeiting Act, 20 Am.Crim.L.Rev. 145
(1982). As we previously witnessed in Matter of Vuitton et Fils S.A., 606 F.2d 1 (2d Cir.1979), the owners
of trademarks on prestige items are particularly likely to be plagued by recurring counterfeit problems.
Indeed, in this case Customs official DeNardo testified that the Grand Jewels bracelets were not the first
batch of fake Rolex merchandise that Customs had intercepted. And Rolex's expert confirmed that Rolex
encounters three or four counterfeits a week.
Given this predicament, there is more at stake for Rolex in this action than the fate of this particular
shipment of Grand Jewels bracelets. A ruling that the designs on these bracelets were not counterfeits of
Rolex's trademark, despite the fact that only an expert could distinguish between the two, would remove a
major disincentive that might otherwise prevent counterfeiters from pirating Rolex's mark. Counterfeiters
would be free to copy the Rolex crown with relative impunity, safe in the knowledge that if their
merchandise was intercepted at Customs and deemed an infringement, they could still salvage most of their
investment *529 by selling the merchandise after the offending marks were removed.
Contrary to Customs' position below, this potential harm to Rolex is not so abstract or speculative as to
deny Article III standing. As this court, sitting en banc, recognized in City of Hartford v. Towns of
Glastonbury, 561 F.2d 1032, 1050 (2d Cir.1977), cert. denied, 434 U.S. 1034, 98 S.Ct. 766, 54 L.Ed.2d
781 (1978) (quoting Village of Arlington Heights v. Metropolitan Housing Development Corp., 429 U.S.
252 at 260-61, 97 S.Ct. 555 at 561 (citations omitted)):
The essence of the standing question, in its constitutional dimension, "is whether the plaintiff has 'alleged
such a personal stake in the outcome of the controversy' as to warrant his invocation of federal court
jurisdiction and to justify exercise of the court's remedial powers on his behalf." ... The plaintiff must show
that he himself was injured by the challenged action of the defendant. The injury may be indirect ... but the
complaint must indicate that the injury is indeed fairly traceable to the defendant's acts or omissions.
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In the present case, the challenged action of defendants places a uniquely personal interest of Rolex in
jeopardy. And Rolex has established at least a substantial probability that it will in fact be harmed. In our
view, this is sufficient to confer standing. See Douglas Oil Co. v. Petrol Stops Northwest, 441 U.S. 211,
218 n. 8, 99 S.Ct. 1667, 1672 n. 8, 60 L.Ed.2d 156 (1979); Ludlow Corp. v. SEC, 604 F.2d 704, 706
(D.C.Cir.1979); cf. Warth v. Seldin, 422 U.S. 490, 504, 95 S.Ct. 2197, 2208, 45 L.Ed.2d 343 (1975).
Furthermore, "where a dispute is otherwise justiciable, the question whether the litigant is a 'proper party to
request an adjudication of a particular issue,' * * * is one within the power of Congress to determine."
Sierra Club v. Morton, 405 U.S. 727, 732 n. 3, 92 S.Ct. 1361, 1365 n. 3, 31 L.Ed.2d 636 (1972) (citation
omitted). Here, Congress has passed a statute that expressly requires notification of the trademark owner
after counterfeit merchandise is seized. Together with the applicable regulations, see 19 C.F.R. § 133.23a,
the statute contemplates that the trademark owner will play an active role in the ensuing administrative
process. It is not unreasonable to assume that Congress also intended for the trademark owner to have some
input into the initial administrative determination as to whether the detained merchandise was counterfeit.
Indeed, that is apparently the way Customs interpreted the statute at the administrative level in this case, for
it permitted Rolex actively to participate in the Customs proceedings. It would be anomalous to rule now
that Rolex had no standing to pursue this appeal.
Finally, we cannot overlook that the result of accepting Customs' standing argument would be to render its
decision unreviewable. In the absence of any explicit indication, we will not assume that Congress intended
to entrust Customs with final disposition of substantial competing commercial interests through the
exclusive administration of § 1526(e).
B. Subject Matter Jurisdiction.
Turning briefly to Customs' second threshold argument, we need not determine whether the district court
had jurisdiction to adjudicate this dispute under the Mandamus Act, 28 U.S.C. § 1361. While the district
judge did find that mandamus jurisdiction was appropriate, he also found that the court had general federal
question jurisdiction under 28 U.S.C. § 1331, and this latter ruling is unassailable. Kast's administrative
affirmance of DeNardo's initial decision unquestionably qualified as reviewable "final agency action" under
5 U.S.C. § 704 (1982), since Rolex had exhausted its administrative remedies. And the district court clearly
had jurisdiction to review Rolex's challenge to Kast's final determination under § 1331 as an action arising
under § 1526(e).
Further, to the extent that Rolex sought mandatory relief, it was well within the district court's traditional
equitable powers to award it in an action based on *530 § 1331. Any doubts as to whether these powers
may be exercised in this context are laid to rest by 5 U.S.C. § 703 (1982), which provides that a court
reviewing agency action may issue "writs of prohibitory or mandatory injunction * * * ".
Thus, mandamus jurisdiction, if available, would be superfluous. See 4 K. Davis, Administrative Law
Treatise §§ 23:8-23:14 (2d ed. 1983). We therefore do not reach the academic question of whether, in the
circumstances present here, § 1361 might be an appropriate vehicle for challenging Customs' decision.
IV. The Merits.
We turn, finally, to the substantive issues presented on this appeal. The standard of review here, as it was in
the district court, is whether Customs' determination that the Grand Jewels bracelets were not counterfeits
within the meaning of § 1526(e) was "arbitrary, capricious, an abuse of discretion, or otherwise not in
accordance with law". 5 U.S.C. § 706(2)(A) (1982).
A. Average Purchaser or Expert?
The central disagreement dividing the parties on appeal concerns the standard that should be applied in
determining whether the marks on the Grand Jewels bracelets bear a "counterfeit mark" under § 1526(e).
Customs contends that only an expert can determine whether the bracelets are "identical with or
substantially indistinguishable from" Rolex's mark. On the other hand, Rolex argues, Grand Jewels
concedes, and Judge Broderick below held, that this determination should be made from the standpoint of
an average purchaser.
Neither § 1526(e) itself, the applicable regulations, nor prior case law sheds any light on this question. As
we earlier indicated, the statute and the regulations together incorporate the Lanham Act's definitional
distinction between "counterfeits" and those "colorable imitations" that merely infringe a protected mark.
Unlike the customs laws and regulations, however, the Lanham Act does not impose different penalties for
these two types of violations. As a result, courts deciding cases directly under the Lanham Act have never
had to wrestle with this distinction. Thus, while it is well settled that whether an article is an infringement,
i.e., sufficiently similar to cause public confusion, must be determined from the perspective of an average
consumer, see, e.g., Electronic Communications, Inc. v. Electronic Components for Industry Co., 443 F.2d
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487, 492 (8th Cir.), cert. denied, 404 U.S. 833, 92 S.Ct. 80, 30 L.Ed.2d 63 (1971); Maternally Yours, Inc. v.
Your Maternity Shop, Inc., 234 F.2d 538, 542 (2d Cir.1956), there is no similar body of law construing the
definition of "counterfeit".
Nor is there any legislative history directly on point. The Customs Procedural Reform and Simplification
Act of 1978 was a multi-faceted measure which effected major substantive and procedural changes in the
customs laws. Section 211, codified at 19 U.S.C. § 1526(e), represented only one of many changes, and the
precise meaning of the term "counterfeit", as used in the amendment, did not receive express consideration
in any of the written reports that were generated, in any of the hearings that were conducted, or in any floor
debate that took place.
On the other hand, the general thrust of § 1526(e) is easy to discern from the context, as opposed to the
express recitals, of the legislative history. Prior to 1978, imported goods caught bearing a counterfeit mark
could be admitted into this country after removal of the offending mark, or they could be exported to
another country. 19 U.S.C. § 1526; 19 C.F.R. § 133.21(c)(1)-(7); see Walker, A Program To Combat
International Commercial Counterfeiting, 70 Trade-Mark Rep. 117, 125-26 (1980). Counterfeiters
therefore ran very little risk, since even if their goods were intercepted by Customs, they could still salvage,
perhaps even profit from, their investment.
Section 211 was not included in the version of the Customs Procedural Reform and Simplification Act that
was originally introduced in the House of Representatives. It was added by the Senate Finance Committee,
apparently at the behest of a coalition of European and American companies which had mounted an
international lobbying *531 effort to combat commercial counterfeiting. See Walker, supra, 70 Trade-Mark
Rep. at 126. One of the reasons for this amendment was expressed in the Senate Finance Committee report:
The committee believes that there is now no effective sanction against violations of section 42 [42 U.S.C. §
1124] as it relates to merchandise which simulates or copies a registered trademark. Under present law,
Customs may immediately sell goods bearing a counterfeit trademark after forfeiture. Such a disposition
puts the counterfeit goods in competition with legitimate trademark goods.
S.Rep. No. 778, 95th Cong., 2d Sess. 34, reprinted in 1978 U.S.Code Cong. & Ad.News 2211, 2245. This
was expanded upon in the House Conference report:
[T]he amendment is intended solely to strengthen the remedies available to prevent the importation of
merchandise bearing [a counterfeit] mark and to require the obliteration of the counterfeit trademark where
feasible in all cases before disposition of the merchandise by the Customs Service.
H.R.Rep. No. 1517, 95th Cong. 2d Sess. 17, reprinted in 1978 U.S.Code Cong. & Ad.News 2249, 2259.
As even the importer in this case is forced to concede, these references demonstrate that § 1526(e)
"represents a specific effort by Congress to stiffen the penalties for and to deter the use of infringing marks
which amount to 'counterfeits'." In our view, these related purposes will best be furthered by adopting the
"average purchaser" test applied by Judge Broderick below. The alternative test proposed by the
government would be not nearly as strict, since an expert, aided by a loupe or a microscope, could readily
discern differences between allegedly counterfeit and registered marks that would be unnoticed or even
undetectable by the average purchaser. Indeed, one of the distinguishing characteristics of an expert is his
ability to see differences that the rest of us do not, and, once the expert sees a difference between the
imported object and the registered mark it is unlikely he could find them to be "substantially
indistinguishable".
Consequently, the "expert" test would tend to frustrate the central purpose underlying the amendment: to
provide an "effective sanction" against merchandise which "simulates or copies a registered trademark."
S.Rep. No. 778, supra. In the absence of any more explicit congressional guidance, we believe that the
proper course is to adopt the test that ensures the efficacy of the sanction added by the amendment. While it
is true that forfeiture of merchandise is a severe penalty, Congress clearly intended such severity to be
inflicted upon counterfeiters.
Customs argues that determining from the perspective of an average purchaser both whether an allegedly
offending mark constitutes an infringement and whether it constitutes a counterfeit will "utterly [destroy]
the distinction carefully drawn by the statute." We disagree. Incorporating the average purchaser test into
both tiers of the statutory scheme will only require that the two very different statutory standards be applied
from the same standpoint.
We recognize that in a case like the one at bar, the difference between these two standards may be more
theoretical than real, i.e., the challenged mark, when viewed from the perspective of the average purchaser,
would not be "likely to cause confusion" unless it was "substantially indistinguishable" from the registered
mark. But this will not always be so. We are aware of at least three Customs rulings in which different
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results would likely follow under the two standards.
For example, in In re Louis Vuitton, (C.S.D. 80-97, August 31, 1979), both the legitimate and the bogus
merchandise bore marks comprised of two capital letters superimposed one upon the other, surrounded by a
fleur-de-lis pattern. Customs ruled that the use of a superimposed "P" rather than an "L" over a "V" created
a substantial likelihood of customer confusion. However, it is doubtful that the average purchaser would
have viewed these marks as substantially indistinguishable.
The same is true of In re Amazonas, (C.S.D. 80-39, July 17, 1979). At issue *532 there was the use of the
name "Amazonas" as opposed to "Amazon" on shoe heels and soles. While Customs found that these two
marks were similar enough to cause confusion, it could not be seriously contended that the average
consumer would have found them substantially indistinguishable.
Similarly, in In re Bulova Watch Co., (C.S.D. 80-77, 14 Cus.Bull. No. 30, July 23, 1980), which involved
the use of the name "Bolivia" as opposed to "Bulova", Customs found an infringement. Once again,
however, it is unlikely that an average purchaser would have found the marks on the two watches to be
substantially indistinguishable.
These cases demonstrate that Judge Broderick's interpretation of the statutory scheme does retain the
distinction that Congress created. While the two standards may converge in certain applications, that
possibility is hardly a sufficient justification for construing § 1526(e) in a manner that would undermine its
principal objective of severely punishing counterfeiting activities.
B. The Registered Mark as It Appears on Actual Merchandise or as It Appears on the Registration
Certificate?
Customs next argues that Judge Broderick misconstrued the statutory scheme by comparing the designs on
the Grand Jewels bracelets with the Rolex crown as it appears on actual merchandise. Customs emphasizes
that § 1526(e) requires it to protect only a "registered" mark and contends that Rolex must bear the risk of
deviating from that mark. Further, Customs submits that Judge Broderick's interpretation of § 1526(e)
would create additional administrative burdens which Congress deliberately declined to impose upon
Customs when it required in § 1526(e) that Customs contact the trademark holder only after it determined
that a counterfeit mark had been used.
We are not persuaded by these arguments. To begin with, the "deviation" that serves as the factual
predicate for Customs' position is slight and inconsequential. Whenever a two-dimensional paper facsimile
of a mark like the Rolex crown is compared with the three-dimensional mark fabricated on actual
merchandise, some differences will be detectable. To allow such differences to undercut the protection
Congress intended to grant the trademark owner would be absurd. Cf. Ilco Corp. v. Ideal Security
Hardware Corp., 527 F.2d 1221 (C.C.P.A.1976) (a mark may be modified in such a fashion as to retain its
trademark impact and symbolize a single and continuing commercial impression; a change which does not
alter the distinctive characteristics of a mark represents a continuity of trademark rights).
Furthermore, the narrow construction of § 1526(e) urged by Customs is inconsistent with the commercial
realities of the counterfeit trademark trade. It seems safe to assume that counterfeiters copy actual
merchandise, not registration certificates. In this case, for example, the designs on the Grand Jewels
bracelets more closely resemble the Rolex mark as it appears on actual merchandise than they do the
registered Rolex mark. Thus, just as the protected mark on actual merchandise is unlikely to be identical
with the two- dimensional facsimile of the mark recorded on the registration certificate, so, too, an
infringing mark would be unlikely to be substantially indistinguishable from that facsimile. As a result, if
Customs' exclusive focus on the registered mark were to prevail, infringing merchandise with three-
dimensional marks could rarely, if ever, be deemed counterfeit. Given the punitive and deterrent purposes
underlying § 1526(e), we cannot acquiesce in so narrow an interpretation.
Nor do we see much merit to Customs' concern with the administrative burdens that Judge Broderick's
interpretation of the statute would impose. If Customs' experience in this case is any indication, there will
be no problem at all obtaining samples of the trademark owner's actual merchandise for purposes of
comparison. We see no reason why a trademark owner would not eagerly cooperate with Customs in this
regard, and even if the owner failed to do so after receiving notice of the seizure, Customs could still make
its determination based on the mark as registered.
*533 C. "Counterfeit" or "Colorable Imitation"?
Applying the standards we have indicated are appropriate, we have little difficulty concluding that Judge
Broderick properly determined that the Grand Jewels bracelets were counterfeits. We examined the actual
bracelets at oral argument and found the Grand Jewels samples to be the spitting image of the Rolex
merchandise. An average purchaser would surely find the real and fake bracelets to be substantially
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indistinguishable. We do not understand the government to have argued otherwise on appeal.
V. Conclusion
For all these reasons we must conclude that Customs' interpretation and application of § 1526(e) in this
case was "arbitrary, capricious, and otherwise not in accordance with law" under 5 U.S.C. § 706(2)(A). We
are, of course, sensitive to
the deference to be given an agency administering a statute, particularly "when the administrative practice
at stake 'involves a contemporaneous construction of a statute by [those] charged with the responsibility of
setting its machinery in motion, of making the parts work efficiently and smoothly while they are yet
untried and new.' "
Connecticut Fund for the Environment v. EPA, 672 F.2d 998, 1010 (2d Cir.1982) (quoting Power Reactor
Development Co. v. International Union of Electrical, Radio & Machine Workers, 367 U.S. 396, 408, 81
S.Ct. 1529, 1535, 6 L.Ed.2d 924 (1961)). That deference, however, is unwarranted when the administering
agency's interpretation would cripple a statutory scheme in its inception. Customs' position in this case, if
accepted, would have just that effect. Its standing argument would preclude an aggrieved trademark owner
from seeking judicial review at all. And its substantive claims would minimize the chances of any
merchandise being declared counterfeit.
We hold that Rolex had standing and the district court had jurisdiction to review Customs' final
determination that the crown on the accused bracelets was not a "counterfeit". We further hold that Judge
Broderick correctly interpreted § 1526(e) to require in this case (1) that the "counterfeit" question be
determined by comparing the accused mark on the imported bracelets with the protected mark on Rolex's
own merchandise, and (2) that the comparison be made from the perspective of an average purchaser rather
than an expert. Finally, we hold that Judge Broderick properly determined that the Grand Jewels bracelets
were counterfeits under § 1526(e).
Affirmed.

Fonovisa, Inc. v. Cherry Auction, Inc.
76 F.3d 259 (9th Cir. 1996)

SCHROEDER, Circuit Judge:
This is a copyright and trademark enforcement action against the operators of a swap meet, sometimes
called a flea market, where third-party vendors routinely sell counterfeit recordings that infringe on the
plaintiff's copyrights and trademarks. The district court dismissed on the pleadings, holding that the
plaintiffs, as a matter of law, could not maintain any cause of action against the swap meet for sales by
vendors who leased *261 its premises. The district court's decision is published. Fonovisa Inc. v. Cherry
Auction, Inc., 847 F.Supp. 1492 (E.D.Cal.1994). We reverse.

Background

The plaintiff and appellant is Fonovisa, Inc., a California corporation that owns copyrights and trademarks
to Latin/Hispanic music recordings. Fonovisa filed this action in district court against defendant-appellee,
Cherry Auction, Inc., and its individual operators (collectively "Cherry Auction"). For purposes of this
appeal, it is undisputed that Cherry Auction operates a swap meet in Fresno, California, similar to many
other swap meets in this country where customers come to purchase various merchandise from individual
vendors. See generally, Flea Market Owner Sued for Trademark Infringement, 4 No. 3 J. Proprietary Rts.
22 (1992). The vendors pay a daily rental fee to the swap meet operators in exchange for booth space.
Cherry Auction supplies parking, conducts advertising and retains the right to exclude any vendor for any
reason, at any time, and thus can exclude vendors for patent and trademark infringement. In addition,
Cherry Auction receives an entrance fee from each customer who attends the swap meet.
There is also no dispute for purposes of this appeal that Cherry Auction and its operators were aware that
vendors in their swap meet were selling counterfeit recordings in violation of Fonovisa's trademarks and
copyrights. Indeed, it is alleged that in 1991, the Fresno County Sheriff's Department raided the Cherry
Auction swap meet and seized more than 38,000 counterfeit recordings. The following year, after finding
that vendors at the Cherry Auction swap meet were still selling counterfeit recordings, the Sheriff sent a
letter notifying Cherry Auction of the on-going sales of infringing materials, and reminding Cherry Auction
that they had agreed to provide the Sheriff with identifying information from each vendor. In addition, in
1993, Fonovisa itself sent an investigator to the Cherry Auction site and observed sales of counterfeit
recordings.
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Fonovisa filed its original complaint in the district court on February 25, 1993, and on March 22, 1994, the
district court granted defendants' motion to dismiss pursuant to Federal Rule of Civil Procedure 12(b)(6). In
this appeal, Fonovisa does not challenge the district court's dismissal of its claim for direct copyright
infringement, but does appeal the dismissal of its claims for contributory copyright infringement, vicarious
copyright infringement and contributory trademark infringement.
The copyright claims are brought pursuant to 17 U.S.C. §§ 101 et seq. Although the Copyright Act does not
expressly impose liability on anyone other than direct infringers, courts have long recognized that in certain
circumstances, vicarious or contributory liability will be imposed. See Sony Corp. of America v. Universal
City Studios, Inc., 464 U.S. 417, 435, 104 S.Ct. 774, 785, 78 L.Ed.2d 574 (1984) (explaining that "vicarious
liability is imposed in virtually all areas of the law, and the concept of contributory infringement is merely
a species of the broader problem of identifying circumstances in which it is just to hold one individually
accountable for the actions of another").
Similar principles have also been applied in the trademark field. See Inwood Laboratories v. Ives
Laboratories, 456 U.S. 844, 844-46, 102 S.Ct. 2182, 2184, 72 L.Ed.2d 606 (1982). The Seventh Circuit, for
example, has upheld the imposition of liability for contributory trademark infringement against the owners
of a flea market similar to the swap meet operated by Cherry Auction. Hard Rock Cafe Licensing Corp. v.
Concession Services, Inc., 955 F.2d 1143 (7th Cir.1992). The district court in this case, however, expressly
rejected the Seventh Circuit's reasoning on the contributory trademark infringement claim. Contributory
and vicarious copyright infringement, however, were not addressed in Hard Rock Cafe, making this the
first case to reach a federal appeals court raising issues of contributory and vicarious copyright
infringement in the context of swap meet or flea market operations.
We analyze each of the plaintiff's claims in turn.

Vicarious Copyright Infringement

The concept of vicarious copyright liability was developed in the Second Circuit as an *262 outgrowth of
the agency principles of respondeat superior. The landmark case on vicarious liability for sales of
counterfeit recordings is Shapiro, Bernstein and Co. v. H.L. Green Co., 316 F.2d 304 (2d Cir.1963). In
Shapiro, the court was faced with a copyright infringement suit against the owner of a chain of department
stores where a concessionaire was selling counterfeit recordings. Noting that the normal agency rule of
respondeat superior imposes liability on an employer for copyright infringements by an employee, the court
endeavored to fashion a principle for enforcing copyrights against a defendant whose economic interests
were intertwined with the direct infringer's, but who did not actually employ the direct infringer.
The Shapiro court looked at the two lines of cases it perceived as most clearly relevant. In one line of cases,
the landlord-tenant cases, the courts had held that a landlord who lacked knowledge of the infringing acts
of its tenant and who exercised no control over the leased premises was not liable for infringing sales by its
tenant. See e.g. Deutsch v. Arnold, 98 F.2d 686 (2d Cir.1938); c.f. Fromont v. Aeolian Co., 254 F. 592
(S.D.N.Y.1918). In the other line of cases, the so-called "dance hall cases," the operator of an entertainment
venue was held liable for infringing performances when the operator (1) could control the premises and (2)
obtained a direct financial benefit from the audience, who paid to enjoy the infringing performance. See
e.g. Buck v. Jewell-LaSalle Realty Co., 283 U.S. 191, 198-199, 51 S.Ct. 410, 411-12, 75 L.Ed. 971 (1931);
Dreamland Ball Room, Inc. v. Shapiro, Bernstein & Co., 36 F.2d 354 (7th Cir.1929).
From those two lines of cases, the Shapiro court determined that the relationship between the store owner
and the concessionaire in the case before it was closer to the dance-hall model than to the landlord-tenant
model. It imposed liability even though the defendant was unaware of the infringement. Shapiro deemed
the imposition of vicarious liability neither unduly harsh nor unfair because the store proprietor had the
power to cease the conduct of the concessionaire, and because the proprietor derived an obvious and direct
financial benefit from the infringement. 316 F.2d at 307. The test was more clearly articulated in a later
Second Circuit case as follows: "even in the absence of an employer-employee relationship one may be
vicariously liable if he has the right and ability to supervise the infringing activity and also has a direct
financial interest in such activities." Gershwin Publishing Corp. v. Columbia Artists Management, Inc., 443
F.2d 1159, 1162 (2d Cir.1971). See also 3 Melville Nimmer & David Nimmer, Nimmer on Copyright §
1204(A)[1], at 1270-72 (1995). The most recent and comprehensive discussion of the evolution of the
doctrine of vicarious liability for copyright infringement is contained in Judge Keeton's opinion in
Polygram Intern. Pub., Inc. v. Nevada/TIG, Inc., 855 F.Supp. 1314 (D.Mass.1984).
The district court in this case agreed with defendant Cherry Auction that Fonovisa did not, as a matter of
law, meet either the control or the financial benefit prong of the vicarious copyright infringement test
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articulated in Gershwin, supra. Rather, the district court concluded that based on the pleadings, "Cherry
Auction neither supervised nor profited from the vendors' sales." 847 F.Supp. at 1496. In the district court's
view, with respect to both control and financial benefit, Cherry Auction was in the same position as an
absentee landlord who has surrendered its exclusive right of occupancy in its leased property to its tenants.
This analogy to absentee landlord is not in accord with the facts as alleged in the district court and which
we, for purposes of appeal, must accept. The allegations below were that vendors occupied small booths
within premises that Cherry Auction controlled and patrolled. According to the complaint, Cherry Auction
had the right to terminate vendors for any reason whatsoever and through that right had the ability to
control the activities of vendors on the premises. In addition, Cherry Auction promoted the swap meet and
controlled the access of customers to the swap meet area. In terms of control, the allegations before us are
strikingly similar to those in Shapiro and Gershwin.
In Shapiro, for example, the court focused on the formal licensing agreement between defendant
department store and the direct infringer- concessionaire. There, the concessionaire selling the bootleg
recordings had a *263 licensing agreement with the department store (H.L. Green Company) that required
the concessionaire and its employees to "abide by, observe and obey all regulations promulgated from time
to time by the H.L. Green Company," and H.L. Green Company had the "unreviewable discretion" to
discharge the concessionaires' employees. 316 F.2d at 306. In practice, H.L. Green Company was not
actively involved in the sale of records and the concessionaire controlled and supervised the individual
employees. Id. Nevertheless, H.L. Green's ability to police its concessionaire--which parallels Cherry
Auction's ability to police its vendors under Cherry Auction's similarly broad contract with its vendors--was
sufficient to satisfy the control requirement. Id. at 308.
In Gershwin, the defendant lacked the formal, contractual ability to control the direct infringer.
Nevertheless, because of defendant's "pervasive participation in the formation and direction" of the direct
infringers, including promoting them (i.e. creating an audience for them), the court found that defendants
were in a position to police the direct infringers and held that the control element was satisfied. 443 F.2d at
1163. As the promoter and organizer of the swap meet, Cherry Auction wields the same level of control
over the direct infringers as did the Gershwin defendant. See also Polygram, 855 F.Supp. at 1329 (finding
that the control requirement was satisfied because the defendant (1) could control the direct infringers
through its rules and regulations; (2) policed its booths to make sure the regulations were followed; and (3)
promoted the show in which direct infringers participated).
The district court's dismissal of the vicarious liability claim in this case was therefore not justified on the
ground that the complaint failed to allege sufficient control.
We next consider the issue of financial benefit. The plaintiff's allegations encompass many substantive
benefits to Cherry Auction from the infringing sales. These include the payment of a daily rental fee by
each of the infringing vendors; a direct payment to Cherry Auction by each customer in the form of an
admission fee, and incidental payments for parking, food and other services by customers seeking to
purchase infringing recordings.
Cherry Auction nevertheless contends that these benefits cannot satisfy the financial benefit prong of
vicarious liability because a commission, directly tied to the sale of particular infringing items, is required.
They ask that we restrict the financial benefit prong to the precise facts presented in Shapiro, where
defendant H.L. Green Company received a 10 or 12 per cent commission from the direct infringers' gross
receipts. Cherry Auction points to the low daily rental fee paid by each vendor, discounting all other
financial benefits flowing to the swap meet, and asks that we hold that the swap meet is materially similar
to a mere landlord. The facts alleged by Fonovisa, however, reflect that the defendants reap substantial
financial benefits from admission fees, concession stand sales and parking fees, all of which flow directly
from customers who want to buy the counterfeit recordings at bargain basement prices. The plaintiff has
sufficiently alleged direct financial benefit.
Our conclusion is fortified by the continuing line of cases, starting with the dance hall cases, imposing
vicarious liability on the operator of a business where infringing performances enhance the attractiveness of
the venue to potential customers. In Polygram, for example, direct infringers were participants in a trade
show who used infringing music to communicate with attendees and to cultivate interest in their wares. 855
F.Supp. at 1332. The court held that the trade show participants "derived a significant financial benefit
from the attention" that attendees paid to the infringing music. Id.; See also Famous Music Corp. v. Bay
State Harness Horse Racing and Breeding Ass'n, 554 F.2d 1213, 1214 (1st Cir.1977) (race track owner
vicariously liable for band that entertained patrons who were not "absorbed in watching the races");
Shapiro, 316 F.2d at 307 (dance hall cases hold proprietor liable where infringing "activities provide the
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proprietor with a source of customers and enhanced income"). In this case, the sale of pirated recordings at
the Cherry Auction swap meet is a "draw" for customers, as was *264 the performance of pirated music in
the dance hall cases and their progeny.
Plaintiffs have stated a claim for vicarious copyright infringement.

Contributory Copyright Infringement

Contributory infringement originates in tort law and stems from the notion that one who directly
contributes to another's infringement should be held accountable. See Sony v. Universal City, 464 U.S. at
417, 104 S.Ct. at 774-776; 1 Niel Boorstyn, Boorstyn On Copyright § 10.06[2], at 10-21 (1994) ( "In other
words, the common law doctrine that one who knowingly participates in or furthers a tortious act is jointly
and severally liable with the prime tortfeasor, is applicable under copyright law"). Contributory
infringement has been described as an outgrowth of enterprise liability, see 3 Nimmer § 1204[a] [2], at
1275; Demetriades v. Kaufmann, 690 F.Supp. 289, 292 (S.D.N.Y.1988), and imposes liability where one
person knowingly contributes to the infringing conduct of another. The classic statement of the doctrine is
in Gershwin, 443 F.2d 1159, 1162: "[O]ne who, with knowledge of the infringing activity, induces, causes
or materially contributes to the infringing conduct of another, may be held liable as a 'contributory'
infringer." See also Universal City Studios v. Sony Corp. of America, 659 F.2d 963, 975 (9th Cir.1981),
rev'd on other grounds, 464 U.S. 417, 104 S.Ct. 774, 78 L.Ed.2d 574 (1984) (adopting Gershwin in this
circuit).
There is no question that plaintiff adequately alleged the element of knowledge in this case. The disputed
issue is whether plaintiff adequately alleged that Cherry Auction materially contributed to the infringing
activity. We have little difficulty in holding that the allegations in this case are sufficient to show material
contribution to the infringing activity. Indeed, it would be difficult for the infringing activity to take place
in the massive quantities alleged without the support services provided by the swap meet. These services
include, inter alia, the provision of space, utilities, parking, advertising, plumbing, and customers.
Here again Cherry Auction asks us to ignore all aspects of the enterprise described by the plaintiffs, to
concentrate solely on the rental of space, and to hold that the swap meet provides nothing more. Yet Cherry
Auction actively strives to provide the environment and the market for counterfeit recording sales to thrive.
Its participation in the sales cannot be termed "passive," as Cherry Auction would prefer.
The district court apparently took the view that contribution to infringement should be limited to
circumstances in which the defendant "expressly promoted or encouraged the sale of counterfeit products,
or in some manner protected the identity of the infringers." 847 F.Supp. 1492, 1496. Given the allegations
that the local sheriff lawfully requested that Cherry Auction gather and share basic, identifying information
about its vendors, and that Cherry Auction failed to comply, the defendant appears to qualify within the last
portion of the district court's own standard that posits liability for protecting infringers' identities.
Moreover, we agree with the Third Circuit's analysis in Columbia Pictures Industries, Inc. v. Aveco, Inc.,
800 F.2d 59 (3rd Cir.1986) that providing the site and facilities for known infringing activity is sufficient to
establish contributory liability. See 2 William F. Patry, Copyright Law & Practice 1147 ("Merely providing
the means for infringement may be sufficient" to incur contributory copyright liability).

Contributory Trademark Infringement

Just as liability for copyright infringement can extend beyond those who actually manufacture or sell
infringing materials, our law recognizes liability for conduct that assists others in direct trademark
infringement. In Inwood Laboratories, 456 U.S. 844, 102 S.Ct. 2182, the Court said that contributory
trademark liability is applicable if defendant (1) intentionally induces another to infringe on a trademark or
(2) continues to supply a product knowing that the recipient is using the product to engage in trademark
infringement. Inwood at 854-55, 102 S.Ct. at 2188-89. As Cherry Auction points out, the Inwood case
involved a manufacturer- *265 distributor, and the Inwood standard has generally been applied in such
cases. The Court in Inwood, however, laid down no limiting principle that would require defendant to be a
manufacturer or distributor.
The defendant in Inwood distributed drugs to a pharmacist, knowing that the pharmacist was mislabeling
the drugs with a protected trademark rather than a generic label. In this case, plaintiffs correctly point our
that while Cherry Auction is not alleged to be supplying the recordings themselves, it is supplying the
necessary marketplace for their sale in substantial quantities.
In Hard Rock Cafe, 955 F.2d 1143, the Seventh Circuit applied the Inwood test for contributory trademark
liability to the operator of a flea market. In that case, there was no proof that the flea market had actual
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knowledge of the sale by vendors of counterfeit Hard Rock Cafe trademark merchandise, but the court held
that contributory liability could be imposed if the swap meet was "willfully blind" to the ongoing
violations. Hard Rock Cafe, 955 F.2d at 1149. It observed that while trademark infringement liability is
more narrowly circumscribed than copyright infringement, the courts nevertheless recognize that a
company "is responsible for the torts of those it permits on its premises 'knowing or having reason to know
that the other is acting or will act tortiously....' " Id. quoting Restatement (Second) of Torts § 877(c) & cmt.
d (1979).
Hard Rock Cafe's application of the Inwood test is sound; a swap meet can not disregard its vendors' blatant
trademark infringements with impunity. Thus, Fonovisa has also stated a claim for contributory trademark
infringement.
The judgment of the district court is REVERSED and the case is REMANDED FOR FURTHER
PROCEEDINGS.

Hard Rock Cafe Licensing Corp. v. Concession Services, Inc.
955 F.2d 1143 (7th Cir. 1992)

CUDAHY, Circuit Judge.
The Hard Rock Cafe Licensing Corporation (Hard Rock) owns trademarks on several clothing items,
including t-shirts and sweatshirts and apparently attempts to exploit its trademark monopoly to the full. In
the summer of 1989, Hard Rock sent out specially trained private investigators to look for counterfeit Hard
Rock Cafe merchandise. The investigators found Iqbal Parvez selling counterfeit Hard Rock t-shirts from
stands in the Tri-State Swap-O-Rama and the Melrose Park Swap-O-Rama, flea markets owned and
operated by Concession Services Incorporated (CSI). The investigators also discovered that Harry's Sweat
Shop (Harry's) was selling similar items. Hard Rock brought suit against Parvez, CSI, Harry's and others
not relevant to this appeal under the Lanham Trademark Act, 15 U.S.C. § 1051 et seq. (1988). Most of the
defendants settled, including Parvez, who paid Hard Rock some $30,000. CSI and Harry's went to trial.
After a bench trial, the district court found that both remaining defendants violated the Act and entered
permanent injunctions forbidding Harry's to sell merchandise bearing Hard Rock's trademarks (whether
counterfeit or genuine) and forbidding CSI to permit the sale of such merchandise at its flea markets. The
court also awarded treble damages against Harry's. The court did not, however, award attorney's fees
against either defendant.
All of the parties who participated in the trial appealed. CSI believes that it is not liable and that, in any
event, entry of the injunction was inappropriate. Hard Rock wants attorney's fees from both defendants.
Harry's appealed from the finding of liability and the entry of the injunction as well, but filed its appeal one
day too *1146 late; its appeal has therefore been dismissed. Finding errors of law and a fatal ambiguity in
the findings of fact, we vacate the judgment against CSI, vacate the denial of attorney's fees and remand for
further proceedings.

I.

Most of the facts are undisputed. The following account draws from the district court's findings, the record
on appeal and the submissions of the parties. Where there are disputes of fact we will note them and defer
to the district court's resolution unless clearly erroneous. Anderson v. Bessemer City, 470 U.S. 564, 573,
105 S.Ct. 1504, 1511, 84 L.Ed.2d 518 (1985).

A. The Parties and Their Practices
1. Concession Services, Inc.
In the summer of 1989, CSI owned and operated three "Swap-O-Rama" flea markets in the Chicago area:
the Tri-State, in Alsip, Illinois; the Melrose Park, in Melrose Park, Illinois; and the Brighton Park, in
Chicago itself. Although Parvez sold counterfeits at the Tri-State Swap-O-Rama and at Melrose Park,
testimony at trial concentrated on the operations at the Tri-State. We too will refer mainly to the Tri-State
Swap-O-Rama, although CSI's operations are apparently similar at all three flea markets.
CSI generates revenue from a flea market in four ways. First, it rents space to vendors for flat fees that vary
by the day of the week and the location of the space. Second, CSI charges a reservation and storage fee to
those vendors who want to reserve the same space on a month-to-month basis. Third, CSI charges shoppers
a nominal 75 cents admission charge. Fourth, CSI runs concession stands inside the market. To promote its

ACCA’s 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 42

CHARTING A NEW COURSE



business, CSI advertises the markets, announcing "BARGAINS" to be had, but does not advertise the
presence of any individual vendors or any particular goods.
Supervision of the flea markets is minimal. CSI posts a sign at the Tri-State prohibiting vendors from
selling "illegal goods." It also has "Rules For Sellers" which prohibit the sale of food or beverages, [FN1]
alcohol, weapons, fireworks, live animals, drugs and drug paraphernalia and subversive or un-American
literature. Other than these limitations, vendors can, and do, sell almost any conceivable item. Two off-duty
police officers provide security and crowd control (an arrangement that does not apply to the other
markets). These officers also have some duty to ensure that the vendors obey the Sellers' Rules. The
manager of the Tri-State, Albert Barelli, walks around the flea market about five times a day, looking for
problems and violations of the rules. No one looks over the vendors' wares before they enter the market and
set up their stalls, and any examination after that is cursory. Moreover, Barelli does not keep records of the
names and addresses of the vendors. The only penalty for violating the Seller's Rules is expulsion from the
market.

FN1. The parties loudly dispute the purpose of the rule against selling food and beverages. CSI
characterizes the rule as a safety rule. CSI Br. at 12. Hard Rock contends that the rule is designed to protect
CSI's concession sales from competition. Hard Rock Br. at 4. But resolving the dispute is not necessary, or
even helpful, to deciding the issues before us.

James Pierski, the vice president in charge of CSI's flea markets, testified that CSI has a policy of
cooperating with any trademark owner that notifies CSI of possible infringing activity. But there is no
evidence that this policy has ever been carried into effect. Before this case, there have been a few seizures
of counterfeit goods at Swap-O-Rama flea markets. In no case was CSI informed of a pending seizure,
involved in a seizure or notified as to the ultimate disposition of the seized goods. On the other hand, CSI
did not investigate any of the seizures, though it knew they had occurred.
2. Harry's Sweat Shop
Harry's is a small store in Darien, Illinois, owned and operated by Harry Spatero. The store sells athletic
shoes, t-shirts, jackets with the names of professional sports teams and the like. Spatero testified *1147 that
the store contains over 20,000 different items. When buying t-shirts, Harry's is somewhat indiscriminate.
The store buys seconds, overruns and closeouts from a variety of sources. Harry's buys most of its t-shirts
from Supply Brokers of Pennsylvania, a firm which specializes in buying up stocks from stores going out
of business. Spatero testified that Supply Brokers sends him largely unidentified boxes of shirts which he
may choose to return after looking them over. But Spatero testified that Harry's also bought shirts from
people who came around in unmarked vans, offering shirts at a discount. The store kept no records of the
sources of its inventory.
3. Hard Rock Licensing Corp.
Hard Rock owns the rights to a variety of Hard Rock trademarks. The corporation grants licenses to use its
trademarks to the limited partnerships that own and operate the various Hard Rock Cafe restaurants. These
restaurants are the only authorized distributors of Hard Rock Cafe merchandise, but apparently this practice
of exclusivity is neither publicized nor widely known. The shirts themselves are produced by Winterland
Productions, which prints logos on blank, first quality t-shirts that it buys from Hanes, Fruit- of-the-Loom
and Anvil. According to the manager of the Chicago Hard Rock Cafe, Scott Floersheimer, Winterland has
an agreement with Hard Rock to retain all defective Hard Rock shirts. [FN2] Thus, if Winterland performs
as agreed, all legitimate Hard Rock shirts sold to the public are well-made and cleanly printed.

FN2. CSI contends that the testimony was not competent evidence because it was not based on first-hand
knowledge. Nonetheless, no evidence suggests that the shirts seized from Parvez and Harry's came from
Winterland.

The Chicago Hard Rock Cafe has done very well from its business. Since 1986, it has sold over 500,000 t-
shirts at an average gross profit of $10.12 per shirt.

B. The Investigation
National Investigative Services Corporation (NISCOR) carried out the search for counterfeit merchandise
on Hard Rock's behalf. Another firm, Trademark Facts, Inc., trained NISCOR's investigators to recognize
counterfeit merchandise. Recognizing counterfeit Hard Rock goods was apparently easy. Any shirt not sold
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in a Hard Rock Cafe restaurant was, unless second-hand, counterfeit. Other than this, the investigators were
instructed to check for the manufacturer of the t-shirt, a registration or trademark symbol, the quality of the
printed design, the color of the design, the quality of the shirt stock and the price. But as to these latter
factors (except for the price), Floersheimer testified that even he would have trouble distinguishing a good
counterfeit from a legitimate t-shirt.
The investigators visited both the Melrose Park and the Tri-State Swap-O-Ramas and observed Iqbal
Parvez (or his employees) offering more than a hundred Hard Rock t-shirts for sale. Cynthia Myers, the
chief investigator on the project, testified that these shirts were obviously counterfeit. The shirts were poor
quality stock, with cut labels and were being sold for $3 apiece (a legitimate Hard Rock shirt, we are told,
goes for over $14). Harry's had four Hard Rock shirts for sale, sitting on a discount table for $3.99 each.
The district court found that these too were of obviously low quality, with cut labels and cracked and worn
designs. Nonetheless, both Parvez and Harry's were selling t-shirts made by approved manufacturers.
Parvez was selling Hanes t-shirts, and Harry's was selling Fruit-of-the-Loom.
At no point before filing suit did Hard Rock warn Harry's or CSI (or Parvez, whose supplier Hard Rock
was trying to track down) that the shirts were counterfeits.

C. The District Court Proceedings
Hard Rock brought suit against the defendants in September 1989, alleging violations of sections 32 and 43
of the Lanham Act. 15 U.S.C. §§ 1114 & 1125 (1988). Pending trial, the court entered temporary
restraining orders and then preliminary injunctions *1148 against both CSI and Harry's. Harry's got rid of
its remaining Hard Rock t-shirts, and CSI told any vendors selling Hard Rock merchandise in its flea
markets to get rid of their stock as well. There have been no more violations.
After a bench trial, the district court entered permanent injunctions against both defendants and ordered
Harry's to pay treble damages based on Hard Rock's lost profits on four t-shirts (in sum, $120). Findings of
Fact, Conclusions of Law and Order at 8 (Sept. 12, 1990) (hereinafter Mem.Op.). The court denied Hard
Rock's request for attorney's fees. Id.
The court's reasoning is crucial to the resolution of this appeal. Accordingly, we think it appropriate to
quote from it at some length. The court concluded that both defendants were "guilty of willful blindness
that counterfeit goods were being sold on [their] premises." Id. at 7. Another sentence follows, however,
which somewhat dilutes the impact of the preceding finding: "Neither defendant took reasonable steps to
detect or prevent the sale of Hard Rock Cafe counterfeit T-shirts on its premise [sic]." Id. This suggests
mere negligence.
Willful blindness, the court said, "is a sufficient basis for a finding of violation of the Lanham Act. Louis
Vuitton S.A. v. Lee, 875 F.2d 584, 590 (7th Cir.1989)." Id. As to CSI's argument that it did not actually sell
the offending goods, the court observed that CSI is not "merely a landlord; it also advertises and promoted
the activity on its premises, sells admission tickets to buyers and supervises the premises. Under these
circumstances it must also take reasonable precautions against the sale of counterfeit products." Id.

II.
The Lanham Trademark Act protects consumers from deceptive claims about the nature and origin of
products. 15 U.S.C. § 1114(1)(a) & (b) (use of mark violates Act if "likely to cause confusion, or to cause
mistake, or to deceive"); 15 U.S.C. § 1125(a)(1) (false designation of origin violates Act if "likely to cause
confusion, or to cause mistake, or to deceive"). But the Lanham Act also protects trademarks as a form of
intellectual property. In this case, the Act protects Hard Rock's investment in a fashionable image and a
reputation for selling high quality goods. See Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S.
844, 854 n. 14, 102 S.Ct. 2182, 2188 n. 14, 72 L.Ed.2d 606 (1982) (citing S.Rep. No. 1333, 79th Cong., 2d
Sess. 3 (1946)).

A. Secondary Liability
The most interesting issue in this case is CSI's liability for Parvez's sales. Hard Rock argues that CSI has
incurred both contributory and vicarious liability for the counterfeits, and we take the theories of liability in
that order.
It is well established that "if a manufacturer or distributor intentionally induces another to infringe a
trademark, or if it continues to supply its product to one whom it knows or has reason to know is engaging
in trademark infringement, the manufacturer or distributor is contributorially responsible for any harm done
as a result of the deceit." Id. at 854, 102 S.Ct. at 2188 (footnote omitted). Despite this apparently definitive
statement, it is not clear how the doctrine applies to people who do not actually manufacture or distribute
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the good that is ultimately palmed off as made by someone else. A temporary help service, for example,
might not be liable if it furnished Parvez the workers he employed to erect his stand, even if the help
service knew that Parvez would sell counterfeit goods. Thus we must ask whether the operator of a flea
market is more like the manufacturer of a mislabeled good or more like a temporary help service supplying
the purveyor of goods. To answer questions of this sort, we have treated trademark infringement as a
species of tort and have turned to the common law to guide our inquiry into the appropriate boundaries of
liability. David Berg & Co. v. Gatto Int'l Trading Co., 884 F.2d 306, 311 (7th Cir.1989).
CSI characterizes its relationship with Parvez as that of landlord and tenant. *1149 Hard Rock calls CSI a
licensor, not a landlord. Either way, the Restatement of Torts tells us that CSI is responsible for the torts of
those it permits on its premises "knowing or having reason to know that the other is acting or will act
tortiously...." Restatement (Second) of Torts § 877(c) & cmt. d (1979). The common law, then, imposes the
same duty on landlords and licensors that the Supreme Court has imposed on manufacturers and
distributors. In the absence of any suggestion that a trademark violation should not be treated as a common
law tort, we believe that the Inwood Labs. test for contributory liability applies. CSI may be liable for
trademark violations by Parvez if it knew or had reason to know of them. But the factual findings must
support that conclusion.
The district court found CSI to be willfully blind. Since we have held that willful blindness is equivalent to
actual knowledge for purposes of the Lanham Act, Lee, 875 F.2d at 590, this finding should be enough to
hold CSI liable (unless clearly erroneous). But we very much doubt that the district court defined willful
blindness as it should have. To be willfully blind, a person must suspect wrongdoing and deliberately fail to
investigate. Id. The district court, however, made little mention of CSI's state of mind and focused almost
entirely on CSI's failure to take precautions against counterfeiting. Mem.Op. at 5-6. In its conclusions of
law, the court emphasized that CSI had a duty to take reasonable precautions. Mem.Op. at 7. In short, it
looks as if the district court found CSI to be negligent, not willfully blind.
This ambiguity in the court's findings would not matter if CSI could be liable for failing to take reasonable
precautions. But CSI has no affirmative duty to take precautions against the sale of counterfeits. Although
the "reason to know" part of the standard for contributory liability requires CSI (or its agents) to understand
what a reasonably prudent person would understand, it does not impose any duty to seek out and prevent
violations. Restatement (Second) of Torts § 12(1) & cmt. a (1965). We decline to extend the protection that
Hard Rock finds in the common law to require CSI, and other landlords, to be more dutiful guardians of
Hard Rock's commercial interests. Thus the district court's findings do not support the conclusion that CSI
bears contributory liability for Parvez's transgressions.
Before moving on, we should emphasize that we have found only that the district court applied an incorrect
standard. We have not found that the evidence cannot support the conclusion that CSI was in fact willfully
blind. At the Tri-State, Barelli saw Parvez's shirts and had the opportunity to note that they had cut labels
and were being sold cheap. Further, Barelli testified that he did not ask vendors whether their goods were
counterfeit because they were sure to lie to him. One might infer from these facts that Barelli suspected that
the shirts were counterfeits but chose not to investigate.
On the other hand, we do not wish to prejudge the matter. For it is undisputed that Hard Rock made no
effort to broadcast the information that legitimate Hard Rock t-shirts could only be found in Hard Rock
Cafes. Moreover, there does not seem to be any particular reason to believe that inexpensive t-shirts with
cut labels are obviously counterfeit, no matter what logo they bear. Cf. Lee, 875 F.2d at 590 (genuine
Vuitton and Gucci bags unlikely to display poor workmanship or purple vinyl linings). The circumstantial
evidence that Barelli suspected the shirts to be counterfeit is, at best, thin. On remand, the district court may
choose to develop this issue more fully.
Perhaps recognizing that the district court's opinion is unclear, Hard Rock urges us to find CSI vicariously
liable for Parvez's sales, regardless of its knowledge of the counterfeiting. Indeed, if we accept this theory,
CSI is liable for Parvez's sales even if it was not negligent. [FN3] See, e.g., *1150 Shapiro, Bernstein & Co.
v. H.L. Green Co., 316 F.2d 304, 309 (2d Cir.1963).

FN3. Unfortunately, counsel for both sides have done their best to confuse this issue. Although the type of
vicarious liability that Hard Rock advocates is a form of strict liability, Hard Rock continues to assert CSI's
negligence as an element of its case. Either because it did not realize the incongruity in Hard Rock's
position, or because it did not wish to discuss the possibility of strict liability, CSI has offered us no
assistance on this point. Nor has CSI pointed out that Hard Rock appears to have waived its argument for
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strict liability in the proceedings below. Accordingly, CSI has waived Hard Rock's waiver, and we must
forge through the thickets unguided.

We have recognized that a joint tortfeasor may bear vicarious liability for trademark infringement by
another. David Berg, 884 F.2d at 311. This theory of liability requires a finding that the defendant and the
infringer have an apparent or actual partnership, have authority to bind one another in transactions with
third parties or exercise joint ownership or control over the infringing product. Id. The case before us does
not fit into the joint tortfeasor model, and Hard Rock does not argue that it does.
Instead, Hard Rock wants us to apply the more expansive doctrine of vicarious liability applicable to
copyright violations. Under the test developed by the Second Circuit, a defendant is vicariously liable for
copyright infringement if it has "the right and ability to supervise the infringing activity and also has a
direct financial interest in such activities." Gershwin Publishing Corp. v. Columbia Artists Management,
Inc., 443 F.2d 1159, 1162 (2d Cir.1971) (hereinafter CAMI ); F.E.L. Publications, Ltd. v. National Conf. of
Catholic Bishops, 466 F.Supp. 1034, 1040 (N.D.Ill.1978); see also Dreamland Ball Room, Inc. v. Shapiro,
Bernstein & Co., 36 F.2d 354, 355 (7th Cir.1929) (owner of dance hall liable for copyright violations by
band hired to entertain paying customers); Famous Music Corp. v. Bay State Harness Horse Racing &
Breeding Ass'n, 554 F.2d 1213, 1215 (1st Cir.1977) (owner of racetrack liable for copyright violations by
company hired to supply music over public address system). The purpose of the doctrine is to prevent an
entity that profits from infringement from hiding behind undercapitalized "dummy" operations when the
copyright owner eventually sues. Shapiro, Bernstein, 316 F.2d at 309.
The parties have argued vigorously about the application of this doctrine to the facts. [FN4] But we need
not decide the question; for the Supreme Court tells us that secondary liability for trademark infringement
should, in any event, be more narrowly drawn than secondary liability for copyright infringement. Sony
Corp. of America v. Universal City Studios, Inc., 464 U.S. 417, 439 n. 19, 104 S.Ct. 774, 787 n. 19, 78
L.Ed.2d 574 (1984) (citing "fundamental differences" between copyright and trademark law). If Hard Rock
referred us to some principle of common law that supported its analogy to copyright, we would be more
understanding of its claims. But it has not. Further, there is no hint that CSI is playing at the sort of
obfuscation that inspired the Second Circuit to develop its more expansive form of vicarious copyright
liability. Hard Rock must look to Congress to provide the level of protection it demands of CSI here.

FN4. We are inclined to favor CSI's side of the dispute. CSI neither hired Parvez to entertain its customers,
cf. Dreamland Ball Room, 36 F.2d at 355, nor did it take a percentage of his sales, cf. Shapiro, Bernstein,
316 F.2d at 306 (department store took 10%-12% of record department's gross receipts); CAMI, 443 F.2d at
1161 (management company took percentage of infringer's performance fees). Further, whether CSI is a
landlord or a licensor, CSI exercises no more control over its tenants than any landlord concerned with the
safety and convenience of visitors and of its tenants as a group. Deutsch v. Arnold, 98 F.2d 686, 688 (2d
Cir.1938) (ignorant landlord not liable for copyright infringement by tenant).

In sum, we find that CSI may bear contributory liability for Parvez's unlawful sales, but we see no evidence
on the record that would support a finding that CSI is vicariously liable. Accordingly, because the district
court's findings fail to establish that CSI knew or had reason to know that Parvez was selling counterfeits,
we must vacate the judgment against CSI and remand for further proceedings.
*1151
 B. Injunctive Relief
CSI argues that entry of a permanent injunction is inappropriate even if it is liable, because there is no
reason to believe that it will permit more vendors to infringe Hard Rock's trademarks. In this Circuit,
however, "[i]t is within the discretion of the trial court to grant or deny an injunction against conduct which
has ceased and is not likely to recur." Schutt Mfg. Co. v. Riddell, Inc., 673 F.2d 202, 207 (7th Cir.1982);
Scotch Whisky Ass'n v. Barton Distilling Co., 489 F.2d 809, 813 (7th Cir.1973). More generally, a plaintiff
in a trademark case:
is entitled to effective relief; and any doubt in respect of the extent thereof must be resolved in its favor as
the innocent producer and against the [defendant], which has shown by its conduct that it is not to be
trusted.
Polo Fashions, Inc. v. Dick Bruhn, Inc., 793 F.2d 1132, 1135 (9th Cir.1986) (quoting William R. Warner &
Co. v. Eli Lilly & Co., 265 U.S. 526, 532, 44 S.Ct. 615, 618, 68 L.Ed. 1161 (1924)); see also Champion
Spark Plug Co. v. Sanders, 331 U.S. 125, 130, 67 S.Ct. 1136, 1139, 91 L.Ed. 1386 (1947); 2 J. Thomas
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McCarthy, Trademarks and Unfair Competition § 30:2 at 466 (2d ed. 1984). On remand, if the district
court finds that CSI is liable, the entry of an appropriate injunction will again be within its discretion. To
paraphrase the Ninth Circuit: if CSI sincerely intends not to permit the sale of Hard Rock merchandise at its
flea markets, the injunction harms it little; if it does, the injunction gives Hard Rock substantial protection
of its trademarks. Polo Fashions, 793 F.2d at 1135-36.

C. Attorney's Fees
Section 35 of the Lanham Act, 15 U.S.C. § 1117 (1988), provides that prevailing plaintiffs may be awarded
attorney's fees in two circumstances. If a defendant has sold counterfeit goods by mistake or through
negligence, attorney's fees may be awarded "in exceptional circumstances." § 1117(a). But if the violation
"consists of intentionally using a mark or designation, knowing such mark or designation is a counterfeit
mark," treble damages and attorney's fees must be awarded unless there are "extenuating circumstances." §
1117(b). Willful blindness is sufficient to trigger the mandatory provisions of subsection b. Lee, 875 F.2d at
590.

1. Concession Services, Inc.
In response to Hard Rock's claim for attorney's fees, CSI argues that it cannot be liable for mandatory
attorney's fees under subsection b because even if it is a contributory infringer, it did not "intentionally
us[e]" a counterfeit mark. We reject this argument. If CSI can bear contributory liability under substantive
provisions that impose liability on those who "use [ ]" a counterfeit mark "in commerce," 15 U.S.C. §§
1114 & 1125 (sections 32 and 43 of the Act), there is no reason to believe that it cannot "intentionally
us[e]" a counterfeit within the meaning of section 35(b).
On remand, if the district court finds CSI liable as a contributory infringer, it should consider whether its
findings also amount to intentional use. If CSI is liable because it knew that the t-shirts were counterfeit, or
because it was willfully blind, an award of attorney's fees is mandatory under section 35(b). If, however,
CSI is liable, but only because it had "reason to know" that the shirts were counterfeits, [FN5] then the
district court should award attorney's fees only if it finds that the circumstances were exceptional.

FN5. We realize that finding the line between "willful blindness" and "reason to know" may be like finding
the horizon over Lake Michigan in a snowstorm. Nonetheless, we emphasize that the former is a subjective
standard--what did Barelli suspect, and what did he do with his suspicion?--whereas the latter is an
objective standard--would a reasonably prudent man in Barelli's shoes have known that the t-shirts were
counterfeits? See 2 J. Thomas McCarthy, Trademarks and Unfair Competition § 25:2 at 246 (2d ed. 1984).

Finally, CSI also argues that Hard Rock failed to come up with competent evidence to support an award of
attorney's fees and that it already received its fees when it settled with the primary infringer, Parvez. But
since the district court refused to *1152 award attorney's fees, it never had a chance to pass on these
questions. We decline to do so here and leave these arguments for the district court on remand.

2. Harry's Sweat Shop
The district court's findings about Harry's suffer from the same defect as the findings about CSI. It is
simply not clear whether the court used the phrase "willful blindness" to mean that Harry's suspected the
goods were counterfeit but decided not to investigate or to mean that Harry's failed to take precautions. The
evidence would support either conclusion. Unfortunately, because of the ambiguity, we must remand this
question as well, although the finding of liability stands. [FN6] If the district court finds that Harry's was
willfully blind as to the counterfeit nature of the t-shirts it sold, it must award attorney's fees to Hard Rock
under section 35(b). Only if Harry's was not willfully blind does the "exceptional circumstances" standard
from section 35(a) apply. [FN7]

FN6. We note in passing that the district court did not have to find that Harry's was willfully blind to
establish its liability. Sellers bear strict liability for violations of the Lanham Act. Henri's Food Products
Co. v. Kraft, Inc., 717 F.2d 352, 359 (7th Cir.1983); Tisch Hotels, Inc. v. Americana Inn, Inc., 350 F.2d
609, 613 (7th Cir.1965).

FN7. Harry's also argues that Hard Rock failed to present competent evidence to support an award of fees.
Again, we leave the resolution of this issue to the district court.
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III.
For the foregoing reasons, we VACATE the finding of liability as to CSI, VACATE the denial of Hard
Rock's request for attorney's fees against both defendants and REMAND for further proceedings consistent
with this opinion.
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APPENDIX 4-2

STATE CRIMINAL STATUTES

4-23
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ALABAMA (1975)
_ J

Forfeiture/
Destruction/

State Statutory Registration Restitution
, Law(s) Section(s) Sta,tutoryElements Req,uirements StatutoryDefinitions Proy!sion$

Theft of Trade AlabamaCode § 13A-8-10.4 "Trademark."Any word, name,symbol,
Secretsor § 13A-8- Co)A personcommits thecrimeof"theft or device adoptedandused by any person
Trademarks IO.4Co),(c) of tradesecretsor trademarks"if without or businessentityto identify his goods or

the owner's effectiveconsent,he services,and to distinguishthem fromthe
knowingly: goods and servicesof others. ,

(1) Steals a tradesecret;

t_ (2) Makesa copy of an article
,Ib representinga tradesecret;

(3) Communicatesor transmitsa trade
secret;

(4) Makes a copy or reproductionof a
trademarkforany commercialpurpose;
or

(5) Sells an articleon which a trademark
is reproducedknowing saidtrademark
was used without the owner'sconsent.
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ALABAMA 'continued)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements, Statuto_ Definitions Provisions

(¢) Theft of trade secretsor trademarksis
a ClassC felony.

See Also:
Criminal

Simu!nt!on
Forgery and

iRela_d § 13A-9-10
Offenses § 13A-9-1(T)

$

Ul
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ALASKA (1962; amended 1978)
I ill ......

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) , StatutoryE!ements Requirements Statutory Definitions Prov!sions,

Criminal AlaskaStatutes § 11.46.530
Simulation Q11.46.530

(a) A personcommits thecrimeof
criminal simulation if,

(1) with intentto defraud,the person
makesor altersany objectin such a
mannerthatitappearsto haverarity,age,
_, or authorshipthat itdoesnot in
fact possess;or

(2) w_thknow_e of its truecharacter
and withintent to defraud,the person
possesses,or uttersanobject so simulat_ ,,_

CO)Criminal Simulationis

(1) a classC felony if the valueofwhat
theobjectPUrlX_ torepresentis $500 or
more;
(2)aclassAmLqtemeanorifthevalueof
what the objectIxtrportsto representis
$50 or morn,butless than $500;

Seealso: § 11.46.505-10 (3) a classB mLqlemeanorif thevalueof
Forgery whatthe objectpmportsto representis

lessthan$50.
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ARIZONA (1/1/60; amended 5126198)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Counterfeit Arizona § 44-1453 Stateor Federal (I) "Coun_rfeit mark"means: Sdzure of all
Marks; Revised (A) Exceptas providedin subsectionsB Registration (a)any unauthorizedreproductionor copy itemsbearing
Violation; Statutes .and C, a person who knowingly and with! I. Any of intellectualproperty, counterfeit
Classification; § 44-1453 intentto sell or distributeuses, displays, certificateof (b) Intellectualpropertythatis affixed to marksandthe
Presumption; _advertises,offers forsale, sells or registration any item that isknowingly sold, offered instmrnen-
Seizure; Ipossessesany itemthatbearsa pursuantto this forsale, manufacturedordislributedor to talitiesof the
Forfeiture; _counterfeitmarkor any service that is articleor any identifyingservicesoffered or crime.All
CiviI identifiedby a counterfeitmarkis guilty federallaw of renderedwithout the authorityof the personal

_, Penalties; of a class I misdemeanor. _anyintellectual intellectualpropertyowner, property
Definitions 03) A personwho commitsany act Ipropertyis (2) "Intellectualproperty"means:any subjectto

,,4 proscribedin subsectionA is guiltyof a primafacie trademark,service mark,tradename, forfeiture
class 6 felony if either:, evidenceof the label, term,device, designor word thatis Ipursuantto

(1) The personhasone previous facts statedin adoptedor used by a personto identify Tide 13,
conviction underthis section, the certificate thatperson's goods orservices. Chapter39.

(2) At leastone of the following is of registration. (3) "Retail value" means:
true: (a)Foritems thatbeara counterfeitmark Destructionof

(a)The violationinvolves more andthatarecomponentsof a finished all items
thanone hundredbutfewer thanone product,the counterfeiter'sregularselling bearing
thousanditems that bearthecounterfeit priceof the finishedproducton or in counterfeit
mark. which the componentwouldbe utilized, marksor other
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ARIZONA (continued)
Forfeiture/'"

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisionsi i

(b) The totalretailvalueof all of Co)for all other itemsthatbea_a dispositions
the itemsor services thatbearor are counterfeitmarkor services thatare with lntellec.
identifiedby thecounterfeitmarkis identifiedby a counterfeitmark,the tualProperty
more thanthousanddollarsbutless than counterfeiter'sregularsellingprice for _ Owners
tenthousanddollars. I those items or services. ' consent.
(C)Apersonwhoknowingly
manufacturesor produceswith intent to if defendant
sell or distributeany item ,thatbearsa _cted of

counterfeitmarkor any service that is violation ofidentified by a counterfeitmarkis guilty this section,
m of a,daSs5.relenT, • courtmay

,(D)A_rson whocommits any act 0_er defen-
See Also: proscribedby subsectionAis guiltyof a _ to.pay

el class5 felony if either:, resgmtiou to
S"._ulation; 0 13-2004 (1).The person hastwo ormore the intellectual
ForgetF,and previous convictionsunderthissection. ,property
Fraudulent (2) At leastone of the followingis owner.
Pracgc_.; § 13-2001(T) true:
Deceptive (a)The violation involves atleast
Business one thousanditemsthatbearthe
Practices; counterfeitmark.
Clmsification § 13-2202
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ARIZONA (continued)
|l

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) , Section(s) Statutory Elements Requirements .Statutory Definitions Provisions

Sale or Keep- Co)The totalretailvalue of all
ing ForSale itemsor services thatbearor are
of Goods identifiedby the counterfeitmarkis at
Bearing least ten thousanddollars.
Counterfeit (E) A personwho knowingly has
Trademark; possession, custodyor controlof atleast
Violation; twenty-sixitems that beara counterfeit

IClassification § 44.1455 markis presumedto possess the items
with intentto seUor distributethe items.

Use of
Tradmn_rlced
ContainerFor
OtherArticles,
Violation;
Classification § 44-1456
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ARKANSAS 1947; amended 1975)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Sectlon(s) StatutoryElements Requirements Statutory Definitions Provisions

Qriminal ArkansasCode § 5-37-213
Simulation of 1987 (a)A personcommitscriminal

Annotated simulationif, withpurposetodefraudor
i i 5-37-213 injurehe:

(1) Makes,alters,orrepresentsany
object in such fashionthat it appearsto
have an antiquity,rarity,sourceor ..
authorship, ingredient,orcomposition

t_ thatitdoes not in facthave;oro

(2) POssessesor transfersan object so
simulatedwith knowledge of its true
char_.

CO)Criminal simulationis a ClassD
felony if thevalue of the object
simulated exceeds one hundreddollars
($100). Otherwise it is a ClassA
misdemeanor.

See Also:

Forgery 5-37-201(T)
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CALIFORNIA (1872, amended 1998, effective January 1, 1999)
I Forfeiture/

Destruction/

State Statutory Registrat/on Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Counterfeit of California § 350 State or Federal,"Counterfeit Mark"means a spurious § 350(e)
Registered PenalCode (a)Any personwho willfully manu- Registration markthatis identicalwith, or confusingly Forfeitureand
Mark; 9 § 350 factures,intentionallysells, or knowingly "Registrant" similar to, a registeredmarkandis used destructionof
Offenses; possesses for saleany counterfeitof a meansany Ion or in connectionwith the same type of all items
Punishment markregisteredwith the Secretaryof personto goods or services forwhich the genuine bearing

Stateor registeredon thePrincipal whom the markis registered.It is not necessaryfor counterfeit
Registerof the UnitedStatesPatentand registrationof a the markto be displayedon the outside of trademarks
TrademarkOffice, shalluponconviction, mark is issued an articlefor thereto be a violation. For andinstm-

_, be punishableas follows: and that articlescontainingdigitally stored mentalitiesof
person's legal information,it shallbe sufficientto the crime.

"" (1) Wherethe offense involves less than Irepresentatives, constitutea violationif the counterfeit
1,000of thearticles describedin this successors,or markappearson a video displaywhen the
subdivision, with a total retailor fair assigns, informationis retrievedfromthe article.
marketvalue less than thatrequiredfor The term"spurious mark"includes
grandtheft as defined in Section 487, genuinemarksused on or in connection
and if the personis an individual,he or .with spuriousarticlesand includes
she shallbe punished by a fine of not identical articlescontaining identical
more than five thousanddollars marks,wherethe goods or markswere
($5,000), by imprisonmentin a county reproducedwithoutauthorizationof, or in
jail for not morethan one year,or by excess of any authorizationgrantedby,
both that fine and imprisonment;or, if the registrant.
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CALIFORNIA(continued)
i ,

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions

the personis a corporat/on,by a fineof "Knowingly possesses" means thatthe
notmorethanone hundredthousand personpossessingandarticlekneworhad
dollars($100,000). reasonto believe that it was spurious,or

that it wasused on or in connectionwith
(2) Wherethe offense involves 1,,000or spuriousarticles,or that it was reproduced
more of the articlesdescribedin _his without anthori,Atlonof, or in excess of
subdivision,or has a totalretailor fair any authorizationgrantedby, the
marketvalueequal to or greaterthan that registrant.
requiredfor grandtheft as definedin

t_ _ 487, andif the personis an individual, "Sale" includes resale.
he or she shall be punished by
imprisonmentin a county jail notto "Value" has,thefollowing meanings:
exceed one year,or in the stateprisonfor " '.
16 months,or two or threeyears,by a (A) When counterfeititems of computer
fine not to exceed two hundredfifty softwarearemanufacturedor possessed
thousanddollars($250,000), orby both forsale, the "value" of those items shall
that imprisonmentand fine;or, if the be equivalentto the retailpriceor fair
person is a corporation,by a finenot to marketprice of the trueitems thatare
exceed five hundredthousanddollars counterfeited.
($500,000).
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CALIFORNIA (continued)
I i _

Forfeituml
Destruction/

SLate Statutory Registration Restitution
Law(s) , Secy.'on(s) StatutoryElements Requirements StatutoryDefinitions Provisions

(b) Any personwho has been convicted (B) When counterfeitedbut--assembled
of a violation of eitherparagraph(1)or . componentsof computersoftware
(2)ofsubdivision(a)shall,upona packagesarexemvered,includingbutnot
subsequentconviction of paragraph(1) limited to, counterfeiteddigitaldisks,
of subdivision (a), if thepersonis an instructionmanuals,or licensing
individual,be punished by a fineof not envelopes, the"value" of those
more than fifty thousanddollars components of computersoftware
($50,000), by imprisonmentin a county packagesshallbe equivalentto the retail

._ jail fornot more thanone year,or in the priceor fairmarketvalueof thenumber
w stateprisonfor 16 months, or two or of completed computersoft'werepackages

threeyears,or by both thatfine and thatcould havebeen madefrom those
imprisonment;or,if thepersonis a components.
corporation,by a fine of not more than (C) "Retail or fairmarketvalue" of a
two hundredthousanddollars counterfeitarticlemeansa value
($200,000). equivalentto theretailpriceor fairmarket

value, as of thelast day of thecharged
(c) Any personwho has been convicted crime,of a completedsimilargenuine
of a violationof subdivision(a)and articlecontaininga genuinemark.
who, by virtueof theconduct thatwas (c) As used in thissection, the following
thebasis of theconviction,has directly definitionsshall apply:
andforesecablycauseddeathor great
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CALIFORNIA(continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Sectlon(s) StatutoryElements Requirements StatutoryDefinitions Provisions

bodily injury to anotherthroughreliance (I) Whencounterfeitedbut unassembled
on thecounterfeiteditemforits intended componentsof computersoftware
purposeshall, if the personis an packagesarerecovered,including butnot
individual,be punished by a fineof not limitedto, counterfeitedcomputer
more thanfifty thousanddollars diskettes, instructionmanuals,or licensing
($50,000), by imprisonmentin the state envelopes, the numberof "articles"shall
prisonfor two, three,or fouryears,or by be equivalent to the numberof completed
both thatfine andimprisonment;or, if Icomputer softwarepackages thatcould
thatpersonis a corporation,by a free of ihavebeen madefrom those components.

ba not more than ($200,000). (f) This section shall not be enforced
_' .againstany partywho has adoptedand

lawfully used the same orcon_gly
§ 12022.6 § 12022.6 similarmarkin the renditionof like

(a)When any persontakes,damages,or servicesor themanufactureor saleof like
destroysany propertyin the commission goods in this statefrom a datepriorto the
or attemptedcommi-_tionof a felony, earliesteffective date or registrationof the
with the intent to cause that taking, servicemarkor trademarkeither with the
damage,ordestruction,the courtshall Secretm7of Stateor on the Pd'nciple
impose an additionaltermasfollows: Registerof theUnited StatesPatentand '
(see statutefor § 1 through4). TrademarkOffice.
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CALIFORNIA (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) , Statu.toryElements Requirements ,, StatutoryDefinitions Provisions

(g) An owner, officer,employee, or agent
who provides,rents,leases, or sells real
!propertyupon which a violationof
,subdivision(a)occurs shall not be subject
to a crimlnalpenaltypursuantto this
section,unless he or she sells, orpossesses

See Also: forsale, articlesbearinga counterfeit
Forgery 13 § 470 markin violationof thissection. This
Falsely subdivisionshall not be construedto
Representing abrogateor limitany civil rightsor

m GoodsAs remediesforatrademarkviolation.
Types of
OtherThan

Tree Dealer,
Manufactuxer
or Producer 9 § 351a

i
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COLORADO (7/10/63)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Criminal Colorado § 18-5-1l0
Simulation Revised (1) A personcommitsa criminal

Statutes simulation,when:
§ 18-5-110 (a) Withintentto defraud,he makes,

altersor representsanyobject in such
fashion thatit appearsto have antiquity,
rarity, sourceor authorship,ingredient,
or compositionwhich itdoes not in fact
have;or
Co)With knowledge of its truecharacter
and with intentto use to defraud,he
utters,misrepresents,or possessesany
objectmadeor alteredasspecified in
paragraph(a)of this subsection(1).

See Also: (2) Criminalsimulationis a class I
Forgery, misdemeanor.
Simulation,
Impersona-
tion, and
Related
Offenses 18-5-102(7')
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CONNECTICUT (10/1/71, amended 1997)
Forfeiture/

Destruction/
State Statutory Registration Restitution

,, Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions

,Prohibited Connecticut § 53-347a
Acts Relative General (a)Any personwho uses, forgesor
to Stamps, Statutes counterfeitsthe individualstampor label
Labels, Annotated of any mechanic or manufacturer,with
Trademarks, § 53-347a inteat to defraudanother,or vendsor
Service offersto vend any goods havingany

_Made, such forged or counterfeitedstampor
Collective label thereon, knowing it to be forgedor

,p Marksand counterfeited,without disclosing the fact
Certification to the purchaser,shallbe imprisonednot

"4 Marks.' morethanfiveyearsorfmednotmore
than two hundredfifty thousanddollars
orboth.

Co)Any personwho, fraudulentlyand
with intentto deceive, affixes any mark
recoMedunderchapter 621a or any
imitationthereof calculatedto deceive,to
any goods, receptacleor package_imilar
in descriptivepropertiesto thoseto
which such markis appropriated;or,
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CONNECTICUT (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) , Section(s) Statuto_ Elements Requirements Statutory Definitions Provisions

who fraudulentlyandwith intentto
deceive, places, in any receptacleor
package,to which is lawfully affixeda
recordedmark,goods or other thanthose
which such markis designedand
appropriatedto protect;or who,
fraudulentlyandwithintenttodeceive,
deals in or keeps for saleany goods with
a markbauduIentlyaffixedas above

_' describedin thi_section, orany goods
co containedin any packageor receptacle

having a lawful mark, which arenot such
goods re.inchmark was designedand ._
appropriatedto protect,shallbe finednot
more thantwo hundredfifty thousand
dollarsor imprisonednotmore thanfive
years or both.

(c) Any person,finn, partnership,
corporation,association,unionor other
organization (1) who wilfully and
knowingly counterfeitsor imita_, or
offers for saleor otherwiseuttersor
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CONNECTICUT (continued)

..... Forfeiture/"'
Destruction/

Stale Statutory Registration Restitution
Law(s) Section(s) , Statutory Elements Requirements StatutoryDefinitions Provisions,._

circulatesanycounterfeitor imitationof
amarkrecordedunderchapter622a;or
(2)who usesordisplaysagenuinemark
recordedundersaidchapterinamanner
not authorizedby theregistrantand
knowing thatsuch use or displayis not
so authorized;or (3) who in any way
uses thenameor mark,whetherrecorded

,_ under saidchapteror not, of any
b0 individual,finn, partnership,

corporation,association,union orother
organization,in andaboutthe sale of
goods orotherwisenot being authorized
to use the sameandknowing thatsuch
use is unauthorized,shallbe fined not
morethantwo hundredfifty thousand
dollarsor imprisonednot morethan five
yearsor both. In all caseswhere such
association,unionor otherorganization
is not incorporated,complaintmay be
madeby anyofficer or memberof such
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CONNECTICUT (continued)
' Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

association, union ororganizationon
behalfof suchunion, associationor
organization.

See Also:
Criminal

.1_ Simulation 53a-141
•K Forgeryand
o Related

Offenses 53a-139-40
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DELAWARE (1953)
....... Forfeiture/

Destruction/
State Statutory Registration Restitution

Law(s) SecUon(s), StatutoryElements, Requirements,-- StatutoryDefinitions, Provisions

Forgery DelawareCode § 861 § 863
Annotated (a)A personis guiltyof forgerywhen, "Writteninstrument"meansany
11 § 861 intendingto defraud,deceive or injure instrumentor articlecontainingwrittenor

antherperson, orknowing thatthe printedmatteror theequivalentthereof,
personis facilitatinga fraudor injuryto used for the purposeof reciting,
be perpetratedby anyone, theperson: embodying,conveying or recording
(1) Altersany writteninstrumentof informationor constituting a symbol or
anotherpersonwithout the other evidenceof value, right,privilegeor

iperson's authority;or identification.(2) Makes,completes, executes,
authenticates,issues or transfersany
writteninstnunent whichpurportsto be
theactof anotherperson,whetherrealor
fictitious,who did not authorizethat act,
or to havebeen executedat a timeor
placeor in a numberedsequenceother
thanwas in fact the case or to be a copy
of an original when no original existed;
or
(3) Possesses a writteninstrument,
knowing thatitwas made,completed

• , i ,i i i,i - m,
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DELAWARE (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

or altered undercircumstances
constitutingforgery.

(b) Forgery is classifiedandpunishedas
follows:
(2) Forgeryis forgeryin the second
degreeif the writteninstrumentis or
purportsto be:

a. A deed, will, codicil, contract,release,assignment,commercial
t_ instrument,checkor otherinstrument

which does or may evidence,create,
transfer,terminate,or otherwiseaffecta
legal right, interest,obligation,orstatus;
Forgery in the second degreeis a classG
felony.
(3) All otherforgery is forgery in the
thirddegree,a class A misdemeanor.

Poue_on of _ 862
Forgery A personis guilty of possession of
Devices § 862 forgery devices when:
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DELAWARE (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution

Law(s) , Section(s) Statutor),Elements Requirements , Statuto_ Definitions ,,Provisions

(1) The person makes or possesses with
knowledge of itscharacterandintending :
to use it unlawfullyany plate,die or
otherdevice, apparatus,equipmentor
articlespecificallydesignedforuse in
counterfeitingor otherwiseforging
written instruments; or
i(2) The personmakes or possessesany

device, apparatus,.equipmentor article.!capableof or adaptableto use for
ta purposesof forgery,intendingto use it

unlawfully. Possessionof forgery
devices is a class G felony.
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DISTRICT OF COLUMBIA (6/3/97)

Forfeiture/
Destruction/

State Statutory Registration Restitution
taw(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

Trademark Districtof § 22-752 Any Stateor § 22-751 Forfeitureof
Counterfeiting Columbia (a) A person¢omn_ts theoffenseof Federal (1) "CounterfeitMark"means: all items

Code counterfeitingif such personwillfully Registration bearing
Annotated manufactures,advertises,distributes, (A) Any unauthorizedreproductionor counterfeit
i 22-752 often for sale, sells or possesseswith copy of intellectualproperty;or marks and

intentto sell or distributeany items, or insWamen.
services beatingor identifiedby a (B)Intellectualpropertyaffixed to any talitiesof the
counterfeitmark.Thereshallbe a item knowingly sold, offeredfor sale, crime.

.1_ rebuttablepresumptionthata person manufactured,or distributed,or
havingpossession, custody, or controlof identifyingservicesofferedor rendered, Destructionof

.1_ more than 15 itemsbearinga counterfeit withoutthe authorityof the ownerof the all items
markpossesses said items with the intent intellectualproperty, bearing
to sell or distribute, counterfeit

i(2) "Intellectualproperty"meansany marksor
Co)A personconvicted of counterfeiting trademark,service mark,tradename, donation with
shallbe subjectto the following label, term,picture,seal, word,or intellectual
penalties: advertisementor any combinationof property

these adoptedor usedby a personto owners
(1) Forthe firstconviction, exceptas identify such person's goods or services consent.
providedin paragraphs(2) and(3) of this andwhich is lawfully f'dedforrecordin
subsection,by a finenot exceeding the office of the secretaryof stateof any
$I,000 or imprisonmentfor not more stateor which the exclusive rightto

: than 180 days,or both;
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DISTRICT OF COLUMBIA (continued)
Forfeiture/

Destruction/

State Statutory Registration Restitution
....Law(,s) Section(s) StatutoryElements Requ!rements StatutoryDefinitions Provisions

(2) For the second convict/on, _r if reproduceis guaranteed under the laws Of
convicted underthis sectionofan the United Statesorthe Districtof '.
offense involving morethan 100but Columbia.
fewer than 1,000 items,or involvlng
items with a totalretailvaluegreaterthan (3) "Retailvalue" means the
$1,000 but less than $10,000, by a free counterfeiter'sregular selling price for the
not exceeding $3,000 or by item or servicebearingor identifiedby
imprisonmentfornot more than3 years, thecounterfeitmark.In thecase of items

or both;and bearinga counterfeitmarkwhich arecomponents of a finishedproduct,the
m (3) Forthe thirdor subsequent retailvalue shallbe the counterfeiter's

conviction, or if convictedunder this regularselling price of the finished
section of an offense involving the productor in which thecomponentwould
manufactureor productionof items be utilized.
bearing counterfeitmarksinvolving
1,000 or moreitems,or involving items

'witha total retailvalue of $10,000 or
greater,by a fine not exceeding$10,000
or by imprisonmentfornotmore than 10
years or both.
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DISTRICT OF COLUMBIA (continued)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Forging or § 22-1402 Whoeverwilfully forges, or counterfeits,
Imitating or makes use of any imitationcalculated
Brandsor to deceive thepublic, though with
Packing colorabledifferenceor deviation
Goods therefrom,of the privatebrand,wrapper,

label, trademark,bottle,or package
usuallyaffixed or used by anypersonto
or with the goods, wares,merchandise,
preparation,or mixtureof such person,

.l_ with intent to passoff any work,goods,
¢h manufacture,compound,preparation,or

mixtureas the manufactureor production
of suchpersonwhich is not reallysuch,
shallbe freednot more than $500 or
imprisonednot more than 180 days, or
both.
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FLORIDA (1885, amended t995)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Sectlon(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Forging or FloridaStatutes § 831.03 Any State or § 831.03(3)\83 i .05(3) § 831.03(4Xa)\
Counter- Annotated (!) Whoever, knowingly and willfully, Federal The term "forged or counterfeit trademark 831.05(4)(a)
feltingPrivate § 831.03 forges or counterfeits, or causes or Registration or or service mark" refers to a mark: Destruction of
Labels; procures to be forged or counterfeited, Protected by (a) that is identical with or an imitation of all items
Possessionof upon or in connection with any goods or Amateur Sports a mark registered for those goods or bearing
Reproduction services, the trademark or service mark Act of 1978 services on the principal registerin the counterfeit
materials of any person, entity, or association, United States Patent and Trademark marks and

which goods or services are intended for Office or the trademarkregister for the tools or other
resale, or knowingly possesses tools or state of Florida or any other state, or reproduction

,k other reproduction materials for protected by the AmateurSports Act of materials with
"4 reproductionof specific forgedor 1978, 36 U.S.C § 380 whetheror not the consent of

counterfeit trademarks or service marks offender knew such mark was so offender or
shall be guilty of the crime of registered or protected; and the use of judicial deter-
counterfeiting.The crime of which is unauthorizedby the ownerof the mination.
counterfeiting shall be punishable as registered mark.
follows: Instrumen-

talities of
(a) If thegoods or services to which the crime subject
forgedor counterfeit trademarksor to forfeiture.
service marksare attached, affixed, or

!used in connection with, or to which the
ioffender intended they be attached,
affoted, or used in connection with,
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FLORIDA (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

have a retail salevalue of morethan
$I,000, theoffender commitsa felony of
the thirddegree,punishableas provided
in Section 775.082, Section 775.083, or
section 775.084.

Co)If thegoods or services to which the
forgedor counterfeittrademarksor
servicemarksareattached,affixed, or

used in connection with, or to which the
co offender intended they be attached,

affixed,orusedinconnection with, have
a retailsale value of less than $1,000, the
offendercommitsa misdemeanorof the
firstdegree,punishable as providedin
Section 775.082 or 775.083.

(c) Whenan offenderhas in thelast 5
yearsbeenconvicted of counterfeiting
under thissection,or vendingcounterfeit
goods underSection 831.05, andis
convicted of counterfeitinggoods or
services,irrespectiveof theirretailsale
value, the offendercommits a felony of
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FLORIDA (continued)
.... Forfeiture/

Destruction/
State Statutory , Registration Restitution

, ,Law(s), Section(s) StatutoryElements Requ,!rements StatutoryDefinitions , Provisions

the thirddegree,punishableasprovided
in Section 775.082, Section 775.083, or
Section 775.084.

Vending § 831.05 § 831.05
Goods or (1) Whoeverknowingly sells or offers
Services with for sale, or knowingly pttrchasesand
Counterfeit keeps or hasin his or herpossession,
Trademarksor with intentthatthe sameshaUbe soldor

Service Marks disposed, or vends any goods havingthese on a forged or counterfeit
trademark,or who knowingly sells or
often for saleany service which service
is sold in conjunctionwith a forgedor •
counterfeitservicemark,of any person,
entity or association,knowing the same
to be forged or counterfeitedshallbe
guilty of the crimeof selling or offering
for salecounterfeitgoods or services,
punishable as follows:

§ 831.05(a) (a) If the goods or services to which the
offendersells, oroffers forsale, have a
retailsale valueof $1,000 or more,the

in .,m
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FLORIDA (continued)
i

Forfeiture/
Destmctlon/

Slate Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

offendercommitsafelonyofthethird
degree,punishableasprovidedin
§ 775.082, § 775.083, or § 775.084.

§ 831.05(b) Co)If the goods or servicesto which the
forged or counterfeittrademarksor
service marksareattached,affixedor
used in connectionwith, or to which the
offender intendedthey be attached,
affixed, or used in connectionwith, have

;Jl
O a retailvalue of less than$1,000, the

offendercommits a misdemeanorof the
firstdegreepunishableas providedin
§ 775.082 or § 775.083.

§ 831.05(c) (c) When an offenderhas in the last 5
yearsbeen convictedof counterfeiting
underthis section, or vending counterfeit
goods under§ 831.05, and is convicted
of counterfeitinggoods or services,

See Also: irrespectiveof their retailvalue, the
Uttering offendercommitsa felony in the third
Forged degree punishable as providedin "
Instruments § 831.02 § 775.082, § 775.083 or § 775.084.
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GEORGIA (1981, amended7/1/96)
Forfeiture/

Destruction/
Slate Statutory Registration Restitution
Law(s) Section(s) Statuton/Elements Requirements StatutoryDefinitions Provisions

Forged or OfficialCode 10-1454 Any Stateor 10-1-454(a) 10-1-454(4)
Counterfeited of Georgia Co)Any personwho knowinglyand Federal As used in this Code section,the term' Forfeitureof
Trademarks, Annotated wiUfuUyforges or counterfeitsany Registrationor "forged or counterfeitedtrademark, all items
Service 10-1-454 trademark,service mark,or copyrighted Protectedby servicemark,or copyrightedor registered :bearing
Marks,or or registereddesign,without the consent the Amateur design" meansany markor design which counterfeit
Copyrighted of the owner of such trademark,service Sports Act of is identicalto, substantially marks,
or Registered mark,or copyrightedor registered 1978. indistinguishablefrom,or an imitationof proc___eds

[Designs; design, or who knowingly possesses any a trademark,service markorcopyrighted derived from
!Unauthorized tool, machine,device or other or registereddesign which is registered the crimeand

tn Reproductions reproductioninstrumentor materialwith for those types of goods or serviceswith instrumen-...t

the intentto reproduceany forged or the Secretaryof Statepursuantto this part talifiesof the
counterfeitedtrademark,servicemark,or or registeredon the PrincipalRegisterof crime.
copyrighted or registereddesign the UnitedStatesPatentandTrademark
counterfeitingandupon conviction,shall Officeor registeredunder the lawsof any Donationof
be punished as follows: other stateor protectedby the federal itemsbearing

AmateurSportsAct of 1978, 36 U.S.C. counterfeit
(I) If the goods andservices to which the § 380 .. marks
forged or counterfeittrademarks,service availablewith
marks,or registereddesigns areattached owners
or affixedor in connectionwithwhich consentand
they areused, or to which the offender with marks

,intended theybe attachedor affixed, obliterated.
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GEORGIA 'continued)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutor),,Elements Requirements StatutoryDefinitions Provisions

or in connection with which the offender
intendedthey be used, have, in the
aggregate, a retailsale value of $100.000
or more, such personshall be guiltyof a
felony and.upon conviction,shallbe
punishedby imprisonmentfornot less
thanfive normore than20 yearsandby
a finenot to exceed $200,000 or twice

theretailsale valueof the goods or
t¢ services, whichever is greater,

(2) If the goods and services to which the
forgedor counterfeittrademarks,service
marks,or copyrishtedor registered
designs are attachedor affixed, or in
connection with which they are used,or
to which theoffender intendedthey be
auachedor affixed,or in connectionwith
which theoffenderintended they be
used, have in theaggregate,a retailsale
valueof $10,000 or morebutless

|r i , ,,
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GEORGIA 'continued)
jR i

Fodeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutor,/Elements Requirements StatutoryDefinitions Provisions

than $100,000, such person shall be
guilty,of a felony and, upon conviction,
shall be punishedby imprisonmentfor
not less than two normorethantenyears
andby a fine not toexceed $20,000 or

itwice the retailsalevalueof the goodsor
services, whichever is greater;

(3) If the goods or servicesto whichthe

m_ forgedor counterfeittrademarks,service
to marks,or copyrightedor registered

designs areattachedor affixed,or in
connectionwith whichthey areused,or
to which the offenderintended they be
attachedor affixed, or in connectionwith
which theoffender intended they be
used,have, in the aggregate,a retail sale
valueof less than$10,000, such person
shallbe guilty of a misdemeanorof a
high and aggravatednature;or

(4) If a personwho violatesthissub-
section previouslyhasbeenconvicted
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GEORGIA 'continued)
i •

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutorY Elements Requirements StatutoryDefinitions Provisions

of anotherviolationof thissubsection,
such person shall be guilty of a felony
and, upon convictionof thesecondor
subsequentsuch violation,shallbe
punishedby imprisonmentfornot less
than tennormore than20 yearsandby a
fine not to exceed $200,000 or twice the
retailsale valueof thegoods or services,
whicheverisgx_ter.

_n
_' (c) Any personwho sells or resellsor

offers forsale orresaleor who p_chases
!andkeeps or hasin his or herpossession
with the intentto sell or resellany goods
he or she knows or should haveknown
bear a forged orcounterfeittrademarkor
copyrightedor registereddesign or who
sells or offersfor saleany servicewhich
is sold or offered forsale in conjunction
with a forged or counterfeitservicemark
or copyright or reghtereddesign,
knowing the same to be forged or
counterfeited,shall be guiltyof the
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GEORGIA 'continued)
Forfeiture/

Destmclion/
State Statutory Resistration Restitution
Law(s) Section(s) StatutoryElements Requirements Statuto_ Definitions Provisions

offense of se!!ingor offeringforsale
counterfeitgoods or servicesand,upon
conviction, shall be punished as follows:

(I) If thegoods or services soldor
offered for sale to whichthe forgedor
counterfeittrademarks,servicemarks,or
copyrightedor registereddesignsare
attachedor affixed, or in connectionwith

m_ which they areused,have, in the
tn aggregate,a retailsalevalueof $10,000

or more, such personshall be guilty of a
felony and,upon conviction,shall be
punished by imprisonmentfornot less
ithanone nor more thanfive yearsandby
a finenot to exceed $50,000 or twice the
retailsale value of the goods or services,
whichever is greater,

(2) If the goods or services towhich
the forged or counterfeittrademarks,
servicemarks,or copyrightedor
registereddesigns areattachedor affixed,
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GEORGIA (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions

or in connection withwhich they are
used, have, in the aggregate,a retail sale
value of less than $10,000, such person
shallbe guilty of a misdemeanorof a
highandaggravatednature;or

(3) If a personwho violatesthis
subsectionpreviouslyhasbeenconvicted
of another violationof paragraph(I) of
this subsection,such personshall be
guilty of a felony and, uponconviction
of the secondor subsequentsuch '
violation, shallbe punishedby
impt_nment for not less thanfive nor
more than tenyearsand by a free not to
exceed $100,000 or twice the retail sale
valueof the goods or services, whichever
is greater.

See Also:
Forgeryand
Related
Offenses 16-9-1(T)
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HAWAII (6/21/97)

Forfeiture/
Destruction/,

State Statutory Registration Restitution

Law(s) . Section(s) Statutory Elements Requirements Statutory Definitions Provisions

Trademark HawaiiCode § 708-875 Stateor Federal § 708-875 § 708-875(4)
Counterfeiting Annotated (1) A personcommits theoffense of Registration (2) As used in this section: Forfeitureand

37 § 708- trademarkcounterfeitingwho knowingly "Counterfeitmark"means anyspurious destructionof
875(1), (3) manufactures,produces,displays, markthatis identical to or confusingly all items

advertises,distributes,offersfor sale, similarto any print,label, trademark, bearing
sells or possesses with the intentto sell or service marks or tradename registered in counterfeit
distributeany item bearingor identified accordancewith chapter482 or registered marks and
by a counterfeitmark, knowing that the on the PrincipalRegisterof the United instrumen-

,_ markis counterfeit. StatesPatentandTrademarkoffice, talities of the_rs
,,4 crimeupon

(3) Trademarkcounterfeitingis a class C "Sale" includes resale, conviction or
felony, a plea of nolo

contendre.

§ 706-606.5(1) (a) one priorfelony conviction:
(iv) Wherethe instantconviction is fora
class C felony offense enumern_t._above
--one year, eight months;
Co)Two prior felony convictions:
(iv) Where the instantconviction if for a
class C felony offense enumeratedabove
--three years, fourmonths;
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HAWAII (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

(c) Threeor morepriorfelonycon-
victions:
(iv) Wherethe instantconviction for a
class C felony offense enumerated above
u five years.

See Also:
Criminel

,lu Simulation _ 708-855
m Forgeryand 37 J 708-
m Related 851(T)

Offenses
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IDAHO (l/in2)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Forging or Idaho Code § 18-3614 § 18-3616
Counterfeiting § 18-3614 Everypersonwho willfully forgesor The phrase"forged trademark"and
Trade-marks counterfeitsor procuresto be forged or ' "counterfeitedtrademarks"or their

counterfeited,any trade-markusually equivalents,as used in this chapter
affixed by any personto his goods, with includeeveryalterationor imitationof

• intenttopassoff any goods towhich any trade-markso resemblingtheoriginal
such forged or counterfeitedtrade-mark as to be likely to deceive.
is affixedor intended to be affixed,asthe

goods of such person, is guilty of a § 18-3617
mi_emeanor. The phrase"trademark"as used in the

three(3) precedingsections,includes
Saleof :§ 18-3615 Everypersonwho sellsorkeepsforsale everydescriptionofword,letter,device,
Counterfeit any goods upon or to which any emblem, stamp,imprint,brand,printed
Goods counterfeitedtrade-markhas been ticket,label, or wrapperusuallyaffixedby

affixed,intendingtorepresentsuch anymechanic,manufacturer,druggist,
goods as thegenuine goods of another, merchantor tradesman,to denote any
knowing the same to be counterfeited,is goods to be imported, manufactured,
guiltyof a misdemeanor, produced,compounded, or sold by him,

other than any name, word, or expression
generallydenoting any goods to be of
someparticularclass or description.

See Also:

Forgery § 18-3601
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ILLINOIS (1/1/93, amended6/1/97)
Forfeiture/

Destruction/
Slate Statutory Registration Restitution
Law(s) , Section(s) ,Statut°ryElements Requirements S,,tatutoryDefinitions Provisionsii

Counterfeit Illinois 1040/2 Federal 104011 1040/9
Trademark Annotated Whoevercounterfeitsor imitatesany Registration "Counterfeit item" meansany goods, Forfeitureand
Act: Statutes wade-markor servicemarkof which he componentsof goods, or servicesmade, destructionof
Counterfeitor 765 ILCS or she is not therightfulowneror in any produced,or knowingly sold or know- all items
Imitationof 1040/2 way utten or circulatesany counterfeitor ingly distributedthatuse or displaya bearing
Trade-Mark imitationor such a trade-markor service trademark,tradename,or service mark counterfeit
Prohibited markor knowingly uses suchcounterfeit that is a spuriousmarkidenticalwith or marksand

or imitationor knowingly sells or substantiallyindistinguishablefrom the instrumen-
t, disposes of or keeps or hasin his or her registeredmarkas registeredwiththe talit/es of the
¢_ possession, with intentthat the same UnitedStatesPatentandTrademark crimewith the

shallbe sold or disposed of, any goods, Office. consent of
wastes,merchandise,or otherproductof defendantor
laboror service, to which any such "Mark"_ncludesany trade-markor aftera judicial
counterfeitor imitationis attachedor service markwhetherregisteredor not. determination
affixed,oronwhichanysuch
counterfeit,or imitationis printed, "Trademark"meansanything adoptedand 1040/8(e)
painted,stampedor impressed,or used by a personto identify goods made, Courtmay
knowingly sells or disposes of any _ld, producedor distributedby him or order
goods, wares,merchandiseor other her or withhis or herauthorizationand restitutionto
productof laborcontainedin any box, which distinguishesthem fromgoods markowners
case, can,or packageto which or on made, sold, producedor distributedby
which any such counterfeit,or imitation others.
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ILLINOIS 'continued)
' I:orfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requ!reme,nts StatutoryDefinitions Provisions

is attached, aff'LXed,printed,painted, "Service Mark" meansanythingadopted
stampedor impressed,or keepsor has in andused by a personto identify services
his possession withintent thatthesame renderedby him or heror with his or her
shallbe sold or disposedof, any goods, authorizationand that distinguishesthem
wares,merchandiseor otherproductof fromservices renderedby others.
laborin any box, case, can,or packageto
which or on which any suchcounterfeit, "Trade-name"includesindividualnames
or imitationis attached,affixed, printed, and surnames, fu'mnames and corporate

,p painted,stampedor impressed,or namesused by manufacturers,
knowingly sells a service using a industrialists,merchants,agriculturists,
counterfeit service mark, shall be guilty and others to identify their businesses,
of a ClassA misdemeanorfor each vocations,or occupations;thenames or
offense or in the case of a counterfeit tides lawfully adoptedand usedby
itemshallbepunishedasprovidedin persons,finns,associations,corporations,
Section8[765ILCS1040/8]. companies,unions,andanymanu-

facturing,industrial,commercial,
Useor 765ILCS 1040/3 agricultural,orotherorganizations
Display of 1040/3 Every personwho shall knowingly use engagedin tradeor commerceand
Trade-Mark or displaya trade-mark,tradename or capableof suing and being sued in a court
Belonging to servicemarkof whichhe or she is not of law.
Another the lawful ownerin any manner not

authorizedby such owner, whetheror
J __ . __, ____
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ILLINOIS (continued)
llJ

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Sectlon(s) Statutory Elements Requirements StatutoryDefinitions Provisions

not the unauthorized use creates a
likelihood of confusion or misunder-
standing,(a) in the saleof goods or
servicesproducedby the owner, butwith
alterationsin packagingor labeling,or
Co)in the saleof goods or services
produced by the ownerbut in a
packagingformnot intendedby him for

._ such sale, or (c) in the packagingor
labeling of goods or servicesnot

to producedby the owner,if the trademark,
tradename,or servicemarkof the owner
is used for the purposeor with the effect
of exploiting or impairingthe owner's
good will or asa meansof representing a
quality,propertyor characteristicof the
goods or servicesbeing sold,other than
the utility of the goods or services in the
repairof or as a replacementof a
componentof the productof the owner
and the trademark,tradename, or service
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, ILLINOIS (continued)
........ Z=odeiture/

Destruction/
State Statutory Registration Restitution
Law(s) . Section(s) Statu,,toryElements Requirements , S_tutor,/Definitions Provisions

markis used in a non-mis!cadingmanner
Isolely to indicate such utility shallbe
deemedguilty of a Class A mis-
demeanor,or in thecase of a counterfeit
itemshallbe punishedas providedin
Section 8 [765 ILCS 1040/8]. In all cases
where such owner is artincorporated
associationor union, suitsunderthisAct
may be commenced and prosecute([by .

an officer or memberof such association
or union on behalfof andfor theuse of
such associationor union.

765 ILCS 1040/4
1040/4 Any personor personswho shall in any

way use thenameor sealof any
trademarkor service markownerin and
about the sale of goods or servicesor
otherwise,not being authorizedto so use
the same.
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ILLINOIS, 'continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution

Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions,

765 ILCS 104018
1040/8 (a).A personwho knowingly sells, offers

for sale, holds forsale, or uses fewerthan

100 counterfeititemsor counterfeititems i
having a retailvaluein the aggxegateof
$1,000 or less is guiltyof a Class A "
misdemeanorandshall be freedatleast
2595 of theretailvalue of all counterfeit

items butno morethan$1,000, exceptthata personwho has a priorconviction
for a violation of this act within the

ipreceding5 yearsis guilty of a Class4
felony andshallbe fmed at least25% but _"
no more than10095of theretailvalue of
all counterfeititems.

(b) a personwho knowingly sells, offers
for sale, holds for sale, oruses 100 or
more, but fewerthan500 counterfeit
items or counterfeititemshaving a retail
value in theaggregateof morethan
$1,000 but less than $25,000 is guilty.
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ILLINOIS (continued)
Forfeiture/

Destruction/

State Statutory Registration Restitution
,Law(s) Section(s) , Statutory,Elements Requirements StatutoryDefinitions , Provisions

of a Class A misdemeanoransshallbe
finedatleast 25% butno morethan
t00% of theretailvalue of all counterfeit
items,except thata personwho hasa
priorconviction for a violationof this act
within thepreceding5 yearsis guiltyof a
Class4 felony andshall be fined atleast
25%butno more than 100%of the retail

_. value of all counterfeititems.

(c)apersonwho knowinglysells,offers
forsale,holdsforsale,oruses500or
morebutfewerthan2,000counterfeit
items or counterfeititemshavinga retail
value in the aggregateof$25,000 or
more or less than$100,00 is guiltyof a
Class 4 felony and shallbe finedatleast
25% butno more than 100%of theretail
value of all counterfeititems.

(d) A personwho knowingly sells, often
forsale, holds for sale, or uses $2,000 or
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ILLINOIS (continued)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements..... Requirements StatutoryDefinitions Pr,ovis!ons

more counterfeit items or counterfeit
items having a retailvaluein the
aggregateof $100,000 ormore is guilty
of a Class3 felony andshall be fined at
least 25% butno morethan 100%of the
retailvalueof all counterfeititems.

(d-5) Forthepurposesof determiningthe
_ numberof counterfeititems which

subsection(a), Co),(c), (d), the service
marksor trademarksneed notbe an
aggregateof identicalmarksbutmay be
the aggregateofallcounterfeititems
offered for sale, heldfor saleor used by
the defendants.

(f) A manufactmerof counterfeititems is
guiltyof a Class 4 felony fora first
offense and a Class 3 felony for second
or subsequentoffenses and may be fined
up to 3 timestheretailvalue of all
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ILLINOIS (continued)
i

i

Forfeiture/
Destruction/

State Statutory Registration Restitution

, Law(s) Sectlon(s) Statutory Elements Requ!rements, Stae_ue__nffDefinitions , Provisions

counterfeititems producedby _em_ufacturezs.

(g) The retailvalue of thecounterfeit
items shallbe thecounterfeiter'sperunit
sale price for the counterfeit items. The
retailvalueof a componentof a
counterfeititemshall be the sameasthe

,_, salepriceof the counterfeititemwith
¢_ whichthe component is sold,

See Also: 765 ILCS
Forgery 5/17-3
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INDIANA (1976)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisions

Forgery Indiana § 35-43-5-2 § 35-43-5-1(q)
Statutes A personwho, with the intentto defraud, "Writteninstrument"meansa paper,
Annotated :makesor uttersa writteninstrumentin document,or other instrumentcontaining
§ 35-43-5-2(T) such a mannerthat itpurportsto have writtenmatterand includes money, coins,

been made: tokens,stamps,seals,creditcards,badges,
(1) By another person, trademarks,medal, or otherobjectsor
(2) At another time; symbols of value, right,privilege, or
(3) Withdifferentprovisions;or identification.

(4) By authorityof one who did not giveauthority; commits forgery, a Class C
m felony.

See Also:
Deception § 35-43-5-3
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IOWA

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) , Section(s) Statutory Elements Requirements Statutory Definitions Provisions

Simulating Code of Iowa § 715A.3 § 715A. 1
Objectsof Title XVI A personcommitsa serious 1. As used in this chapterthe term

Antiquity or § 715A.3 misdemeanor if, with intentto defraud "writing"includes printingor any other
Rarity anyone or with knowledge that the method of recordinginformation,and

person is facilitatinga fraudto be includesmoney, coins, tokens, stamps,
perpetratedby anyone, the personmakes, seals,creditcards,badges, trademarks,
alters,oruttersany object so thatit and othersymbols of value, right,
appearsto have valuebecauseof privilege,or identification. ..

._ antiquity,rarity,source or authorship
o_ which it does not possess.

Forge_ § 715A.2(T) 1. A personis guilty of forgeryif, with
intentto defraudor injureanyone,or
withknowledge that thepersonis
facilitatinga fraudor injuryto be
perpetratedby anyone, the persondoes
any of the following:
a. Altersa writingof anotherwithoutthe
other's permi._ion.
b. Makes,completes,executes,
authenticates,issues, or transfersa

writing so thatitpurportsto be the act
of anotherwho did not authorizethat

i
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IOWA (continued)
Fodeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statuto Elements _ Statu/o Definitions Provisions

act, or so thatit purportsto havebeen
executed at a timeor placeor in a
numbeml sequenceother than was in
fact thecase, or so that it purportsto be a
copy of an originalwhen no such
original existed.
c.Uttersawritingwhichtheperson
knowstobeforgedinamannerspecified
in paragraph"a" or "b".
d. Possessesa writingwhich the person

o knows m be forged in a mannerspecified
in paragraph"a" or '_o".

2.a. Forgery is a class"D" felony if the
writingis or purportstobe any of the
following:

(2)Partofanissueofstock,bonds,
credit.salecontractsasdefinedinsection
203.1,orotherinstrumentsrepresenting
interestsin or claimsagainstany
propertyor enterprise.

ACCA's 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 96

CHARTING A NEW COURSE



KANSAS (1969)
- ' Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements , Requirements Statutory Definitions Provisions

Forgery Kansas Statutes § 21-3710 § 21-3110 '
Annotated (a) Forgeryis knowingly andwith intent (25) "Writteninstrument"meansany
§ 21-3710 (T) to defraud: paper,documentor otherinstrument

containingwrittenor printedmatteror the
(1) Making,altering,or endorsingany _equivalent thereof,used for purposesof
writteninstrumentin such manner that it reciting,embodying,conveying or
purportsto have beenmade, alteredor recordinginformation,andany money,
endorsedby anotherperson,eitherreal token, stamp,seal, badge, trademark,or

or fictitious,and if a realpersonwithout otherevidence or symbol of value, right,the authorityof such person;or altering privilege or identification,which is
-" any writteninstrumentin suchmanner capable of beingused to the advantageor

thatit purportsto have been madeat disadvantageof some person.
mother timeor with differentprovisions
withouttheauthorityof themaker
thereof;or making,alteringor endorsing
any writteninstrumentin such manner
thatitpurportsto havebeen made,
alteredor endorsedwith the authorityof
one who did not give such authority;

(2) issuing ordeliveringsuch written
i instrumentknowing it to have beenthus
made, alteredor endorsed;or

,i i . .i
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KANSAS (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisions

(3) Possessing, with intent to issue or
deliver,any such writteninstrument
knowing it to have been thus made,
altered or endorsed.

(b) Forgeryis a severitylevel 8,
nonperson felony.

SeeAlso:
Deceptive
Commercial

Practices § 21-4403
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KENTUCKY (1974)
i ii i

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) , Statutor_Elements Requirements Statuto_ Definitions Provisions,

Crimi_el Kentucky !§ 516.110
Simulation Revised _(1) A personisguilty of criminal

Statutes simulationwhen:
Annotated (a) Withintent to defraud,he makesor
§ 516.110 altersauy object in suchmannerthat it

appearsto have an antiquity,rarity,
sourceor authorshipwhich itdoes not in
fact possess; or
(b) With knowledge of its characterand
with intent to defraud,he possesses an
object so simulated.

(2)CriminalsimulationisaClassA
misdemeanor.

See Also:
Forgeryand
Related
Offenses § 516.030-040
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LOUISIANA (1984)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

IllegalUse of Louisiana § 14:229 Any Stateor § 14:229(b)
Counterfeit Revised A. No personshall knowinglysell or Federal Forthepurposeof this section:
Trademark; Statutes otherwisetransferfor compensation Registration (2) "Counterfeittrademark"shall mean a
Penalties § 14:229 anything of value having a counterfeit false trademarkthat is identicalto or

trademark, substantiallyindistinguishablefrom:
(a) A genuine trademarkregisteredon the

C. Whoeverviolates the provision of this principalregisterin the UnitedSta_s
Section shall be finednot more than ten Patentand TrademarkOffice andused or

thousanddollars,or be imprisonedwith intended foruseon or in connectionwithor withouthardlaborfornot more than goods or services;or
.1_ five years,or both. (b) A genuine trademarkspecifically

protectedby any stateor federalstatute.
D. In lieu of a fine otherwiseauthorized
by law, any personconvicted of
engaging in conduct in violationof the § 14:223.1
provisions of this Section throughwhich (7) "Counterfeitlabel" meansan
saidpersonderived pecuniaryvalue,Or identifying labelor containerthatappears

iby which saidpersoncausedpersonal to be genuinebut is not.
injuryor propertydamageor otherloss,
may be sentencedto pay a fine that does
not exceed threetimes the gross value
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LOUISIANA 'continued)
' Forfeiture/

Destruction/

State Statutory Registration Restitution
, Law(s) Section(s) .......StatutoryElements Requirements statutoryDefinitions Provisions

gained or threetimes thegross loss
caused, whicheveris greater.The court
shallhold a hearingto determinethe
amountof the fine authorizedby this
Subsection.

See Also:
Forgery § 14:72
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MAINE
Forfeiture/

Destruction/
State Stalutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisions

Criminal Maine Revised § 705
Simulation Statutes I. A personis guilty of criminal

17-A § 705 simulationif:

A. Withintentto defraud,hemakesor
altersany propertyso that itappearsto
havean age, rarity,quality,composition,
sourceor authorshipwhich itdoes not in

._, factpossess;or withknowledgeof its
',4 truecharacterandwithintentto defraud,
¢_ he transfersor possesses propertyso

simulated.

2. Criminalsimulationis a ClassE crime.

See Also:
Forgery; 170303
Possession of
Forgery
Devices § 704
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MARYLAND (10/1/96)
Forfeiture/

Destruction/
State Stalutory Registration Restitution
Law(s) Section(s) StatutoryElements ,, Requirements StatutoryDefinitions Provisions

Trademarks Annotated § 48A Stateor Federal § 48A All items
Counterfeiting Code of Co)Trademarkcounterfeiting.A person Registration (a)(2) "Counterfeitmark"means: bearinga

Maryland commits the offense of trademark ((3)Evidence (i) An unauthorizedreproductionor copy counterfeit
AKicle27 counterfeitingwhen the personwillfully of trademark-- of intellectualproperty;or marksubject
§ 48ACo)-(e) manufactures,produces,displays, Stateor federal to seizureor

advertises,distributes,offersfor sale, registrationof (ii) IntellectualpropertyaffLxedto items transferto
isells or possesses with the intent to sell or intellectual knowingly sold, offeredfor sale, Intellectual
!distributeitems or servicesthat the propertyis manufactured,or distributed,or Property

Ipersonknows arebearingor identified primafacie identifyingservicesofferedor rendered, Owner uponIby a counterfeitmark. evidence that withoutthe authorityof the ownerof the consent of
the intellectual intellectualproperty, defendantor

(c) Penalty foroffense involving $1,000 propertyis a upon

or more. A personconvicted of trademarkor (3) "Intellectualproperty"means a conviction.
trademarkcounterfeitingwherethe tradename. trademark,servicemark,tradename,
aggregateretailvalue of the items or label,term,device, designor wordservices is $1,000 or greateris guilty of a

,felony and shall: adoptedor used by a personto identify
(1) Transferall of the itemsto the the person's goods or services.

owner of the intellectualproperty;
(2) Be freed not morethan (4) "Retail value" means:

$I0,000 or imprisonedfornot more than (i) The trademarkcounterfeiter'sselling
15 yearsor both. price for the items or servicesbearingor
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MARYLAND (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

(d) Penalty foroffense including less identifiedby thecounterfeitmark;or
than $1,000 m (ii) The trademarkcounterfeitersselling

(1) A personconvicted of priceof the finished product,if items
trademarkcounterfeitingwherethe bearinga counterfeitmark are
aggregate retailvalue of the items or componentsof a finishedproduct. "
services is less than $1,000 is guilty of a
mi_emeanor and shall:

(i) Transferall of the items to the

._ owner of the intellectualproperty;and
",4 (ii) Be fined not more than $1,000 or

imprisonedfornot more than 18months
orboth.

(2) All actionsor prosecutionsfor
trademarkcounterfeiting where the

iaggregateretailvalue of the items or
serviceis less than $1,000 shallbe
commencedwithin2 yearsafterthe
commission of theoffense.

(e) Penaltyformore thanone offense. A
personconvicted of a secondor
subsequentviolation of subsection(d)
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MARYLAND (continued)
I Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

of this section is subject to a flue of not
moretha_$5,000.

SeeAlso:
Fraud--FalseArticle27
Advertisement§ 195
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MASSACHUSETTS (May 15, 1998)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Massachusetts Chapter266 § 147 Stateor Federal § 147 § 147(g)
GeneralLaws § 147 (b) Whoeverwillfully manufactures, Registration "Counterfeitmark,"any unauthorized Seizureof all

uses, displays,advertises,distributes, reproductionor copy of intellectual itemsbearing
offers for sale, sells or possesseswith property,or intellectualpropertyaffixed counterfeit
intent to sell or distributeany item or to any item knowingly sold, offered for marks and
servicesbearingor identifiedby a sale, manufacturedor distributed,or instmmen-
counterfeitmarkshallbe punished as !identifyingse.,'vicesoffered or rend_.ered, ta!i"fiesof the
follows: without the authority of the owner of the crime.

(1) ff the violation involves I00 or intellectualproperty.
fewer than 1,000 items bearinga Forfeitureof

o counterfeitmarkor the totalretailvalue "Intellectualproperty,"any trademark, all personal
of all itemsbearingor of services servicemark,tradename, label, term, property

identified by a counterfeitmarkis more device,design or word that is pursuantto
;than$1,000 butless than $10,000 or is a (1) adoptedor used by a person to provisions of
second offense, by imprisonmentin the identify such person's goods or services, chapter257.
stateprisonfor not more than five years; and (2) registered, filed or recorded under

(2) if the violation involves more than the laws of the commonwealth or of any Upon request
100 butfewer than 1,000 items bearinga otherstate, or registeredin the principal of the
counterfeitmarkor the retailvalueof all registerof the UnitedStatesPatentand intellectual
items bearingor of service identified by TrademarkOffice. property
a counterfeitmarkis more than$1,000 owner all
butless than$10,000 or is a second items bearing
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MASSACHUSETTS (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution

Law(s) Section(s) , StatutoryElements Requirements Statutory.Definitions Provisions

offense, by imprisonment in the state "Retail value," the counterfeiter'sregular counterfeit
prisonfor not more thanfive years; se!!ingpdce for the itemor service marksshall be

(3) ff theviolation involves 1,000 or beatingor identified by thecounterfeit releasedto the
moreitemsbearinga counterfeitmarkor mark;provided,however, that in the case intellectual
the totalretailvalueof all itemsbearing of items bearinga counterfeitmarkwhich Iproperty
or of servicesidentifiedby a counterfeit arecomponentsof a finishedproduct,the owner for
mm-kis $I0,000 or moreif theviolation retail value shall be the counterfeiter's destructionor
involves themanufactureor production regular selling price of the finished otherdis-

of items bearingcounterfeitmarksof if producton or in which thecomponent position. If nothe violationinvolves themanufactureor wouldbe utilized, requestis
" productionof itemsthatpose a threatto madeby the

thepublic healthor safety or it is a third intellectual
or subsequentoffense,by imprisonment property
in the stateprisonfor not morethanten owner
years, iconsents to

mother
(c) For thepurposeof this section,the disposition.
quantityor retailvalue of items or
servicesshall include theaggregate Destructionor
quantityor retailvalue of all items donationof all
bearingor of services identifiedby items bearing
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MASSACHUSETTS (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

everycounterfeitmarkthedefendant counterfeit
manufactures,usesdisplays,advertises, marksby
distributes, offersfor sale, sells or intellectual
possesses, property

: !
owners

(d)Apersonhavingpossession,custody consentto
or control of morethan25 itemsbearing another
a counterfeitmarkshallbe presumedto disposition.

tu possess said itemswith the intentto sell
co ordistribute.Anystateorfederal

certificateor registrationof any
intellectualpropertyshall be primafacie
evidence of the factsstatedtherein.

(e) Any personconvictedunderrids
section shall, in additionto any penalty
imposed pursuantto subsectionCo),be
punished by a fine in an amountnot to
exceedthreetimes theretailvalueof the

items beatingor of services identifiedby
a counterfeitmark,unlessextenuating
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MASSACHUSETTS (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) Statu,tor), Elements Requirements StatutoryDefinitions Provisions

circumstances areshownby the
dcf_daat.

(f)Any personconvictedunderthis
sectionshall,inadditionto anypenalty
imposedpursuanttosubsectionsCo)and
(e),bepunishedbyafineinanamount
equal to 75 percent of the retailvalueof

_,, theitemsbearingor of servicesidentified
¢_ by a counterfeitmark,when the items
ta involved posed a threatto public health

or safety.
, ,, , ,,
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MICmGA (3/1/98)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions

Counterfeit Michigan § 750.263 § 750.263 Forfeitureand
marks;willful Statutes (1) A personwho willfully counterfeits (a) "Aggregatevalue of theviolation" Destructionof
intentto Annot*t,_ an identifying markwithintentto meansthe totalvalue of all items of all Items
deceive or § 750.263 deceive or defraudanotherpersonor to propertyor servicesbearingor identified Bearing
defraud; representan itemof propertyor service by a counterfeit markand involved in the Counterfeit
violations; as bearingor identifiedby an authorized violation,determinedusing the Marks.
penaltiesand identifying markis guiltyof a defendant'sregularor intended selling
fines misdemeanorpunishableby price foreach item or service or, if an item Other

imprisonmentfor notmore than 1 year of propertyis intended asa componentof dispositionsor a fine of not more than $500, or both a finishedproduct,the defendant'sregular availablewith
or intended selling priceof the fmished markowner's

(2) Except as providedin subsection(3), productin which thecomponentwould consent.
a personwho wiHfidlydelivers,offersto be used. '
deriver, uses, displays,advertises,or
possesses with intent to deliver any item Co)"Counterfeitmark"meanseither of the!
of propertyor servicesbearing,or following: (i) A copy or imitationof an
identified by a counterfeitmark,is guilty identifying markwithout authorizationby
of a misdemeanorpunishableby the identifying mark'sowner (iS)An

. imprisonmentfornot more than I identifyingmarkaffixed to an item of
;propertyor identifying
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MICHIGAN 'continued)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) . Section,(s) Statutory Elements Requirements., Statutory Definitions Provisions

yearor a fine of not more than$500 serviceswithoutauthorizationby the
or 3 ¢imesthe aggregatevalueof the identifyingmark'sowner.
violation,whicheveris greater,or both
imprisonmentanda fine. (c) "Deliver" means to actuallyor

constructivelytransferor attemptto
(3) A personwho violatessubsection (2) transferan itemof propertyfrom 1 person
is guiltyof a felony punishableby to another,regardlessof whether there is
imprisonmentfor not more than5 years !an agency relationship.

,_ or a fineof not more than $50,000 or 3
co times the aggregatevalue of the (d) "Identifyingmark"means a
tn violation,whichever is greater,orboth trademark,service mark,tradename,

imprisonment and a fine, ifany of the name label,device, design, symbol, or
following apply: word, in any combination,lawfully,

(a)The personhasa priorconviction adoptedor used by a personto identify
underthissection, section 264 or265a, items of propertymanufactm'ed,sold, or
or formersection 265 or a law of the licensed by the personor services
UnitedStatesor anotherstate performedby the person.
substantiallycorrespondingto this (e) "Person" meansan individual,
section, section264 or 265a, or former partnership,corporation,limitedliability
section 265. company, association,union,orother

legal entity. Forpurposes of ownershipof
(b) The violation involved more than

100 itemsof property.
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MICHIGAN 'continued)
, ,i • ,,

Forfeiture/
Destruction/

State Statutory Registration Restitution
, Law(s) Sect!on(s) ....... Statutory Elemen_ Requirements StatutoryDefinitions Provisions

(c) The aggregate value of the an identifyingmark,personincludes a
violation is morethan$1,000. governmentalentity.

(4) A personwho wilfully manufactures
or producesan itemof propertybearing
or identified by a counterfeitmarkis
guilty of a felony punishableby
imprisonmentfor not morethan5 years

'_ or a fineof not more than$50,000 or 3
timesthe aggregatevalue of theviolation
whicheveris greater,or both
imprisonment and a fine.

(5) Willful possession of more than
25 items of propertybearinga or
identifiedby a counterfeitmarkgives
rise to a rebuttablepresumptionthat the
personpossessed.Those items
with intentto deliver them in violationof
subsection(2).
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MICHIGAN 'continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) SeclJon($) Slalutor,{Elements Requirements StatutoryDefinitions Provisions

See Also: § 28.475 A personwho-possessesa counterfeit
Possess/on of § 264 markwithintentto use or deliverit, who
a Counterfeit possesses a die, plate,engraving,
Mark template,pattern,ormaterialwith intent

to createa counterfeitmark,or who
possesses an identifying markwithout
authori-_onoftheidentifyingmark's
owner andwith intentto createa
counterfeitmarkisguiltyofantis- ,.

demeanorpunishableby imprisonment
fornot more than I yearor a fine of not
more than$500, or both.

' ' ' ,, m,,

ACCA's 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 113

CHARTING A NEW COURSE



MINNESOTA (1986)

Forfeiture/
Destruction/

State Statutory Registration Restitution

Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

Counterfeiting Minnesota § 333.42 § 325D.43
or Dealing in Statutes Everypersonwho shallcounterfeitor Subdivision7
Counterfeits; § 333.42 imitateany such label, trademark,term, "Trademark"meansa mark used by a
How design, device, or form of advertisement, personto identify goods andto
Punished. or shall sell, offer for sale, or in anyway distinguishthemfrom the goods of

utteror circulateany counterfeitor others.
imitationthereof;or who .shallkeepor
possess, with intent that the sameshall be Subdivision8

.p, sold or disposedof any productof labor ''Tradename" meansa word,name,
m to or upon which any suchcounterfeitor symbol, device, or any combination of the

imitationis attached,affixed, or foregoing in any formor arrangement
impres.u_;or who shall knowingly sell used by a person to identifytheperson's
or dispose of any productof labor business, vocation, or occupationand
containedin any box, case, can or distinguishit fromthe business, vocation,
package to or upon which anysuch or occupationof others.
counterfeitor imitationis attached,
affixed, or impressed;or who shall
possess, with intent that the same shall be
sold or disposed of, any productof labor
in any box, case, can or packageto
which or upon which any such
counterfeitor imitationis attached,
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MINNESOTA (continued)
......... forfeiture/

Destruction/

State Statutory Registration Restitution
, Law(s) Section(s) Statutor), Elements Requirements Statutory'Definitions Prov|sions

affixed, or impressed,shallbe punished
by imprisonmentin thecountyjail for
not more thanthreemonths,or by a fine
of not more than$100.

SeeAlso:
Forgery § 609.63

W
qD
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MISSISSIPPI (1857, 1942 amended)

Forfeiture/
Destruction/

Slate Statutory Registration Restltution
Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisions

Trade-marks; Mississippi § 97-21-53
Counter. Code Every personwho shallknowingly and
feitingand Annotated willfully forge or counterfeit,or causeor
Forgingof. i 97-21-53 procuretobeforged or counterfeited,

any representation,likeness, similitude,
copy, or imitationof theprivatestamp,
wrappers,or labelsusually fixed by any
mechanicor manufacturerto, and used

by such mechanic or manufactureron,in, or aboutthe saleof any goods, wares,
o ' or merchandisewhatsoever,shall be

guiltyof a misdemeanor,and, upon
conviction, shallbe punishedby a fine "
not exceeding five hundreddollars,or
imprisonmentin county jail not less than
threemonths nor more thanone year.
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MISSISSIPPI (continued)
i nmm , ,,

Forfeiture/
Destruction/

State Statutory Registration Restitution
law(s) . Section(s) Statutory Elements .. Requirements Statutory Definitions Provisions

Trademarks; § 97-21-55 § 97-21-55
Possessionof Every personwho shallhave in his
Dies, Plates, possession anydie, plate,engraving,or
PrintedLabels !printedlabel, stamp,or wrapper,or any
or any representation,likeness, similitude,copy,

iImitationfor or imitationof theprivatestamp,
bPurposeof !wrapper,or labelusually fixed by any
Vending mechanic or manufacturerto, andused

Imitation by suchmechanic or manufactureron,_, Goods. in, or aboutthe saleof any goods, wares,
ormerchandise,with intentto use or sell
the saiddie, plateor engraving,or
printedstamp,label or wrapper,for the
purposeof aiding or assisting,in any
way whatever, in vending any goods,
wares,or merchandisein imitationof, or
intendedto resembleandbe sold for the
goods, wares,or merchandiseof such
mechanicor manufacturer,shall be
guilty of a misdemeanor,and upon
conviction, be punishedby a f'menot
exceeding five hundreddollarsor
imprisonmentin countyjail not less
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MISSISSIPPI (continued)
Forfeiture/

Destruction/

Slate Statutory Registration Restitution

Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

than three months nor more than one

year.

Trademarks; § 97-21-57 § 97-21-57
Sale of Goods Every person who shall vend any goods,
Beefing wares, or merchandise having thereon
Counterfeit any forged or counterfeit stamp or label,
Stampor imitating, resembling, or purporting to

Label be the stamp or label of any mechanic ormanufacturer, knowing the same to be
to forged or munterfeited, and resembling

or purporting to be imitations of the
stamps or labeb of such mechanic or "
manufacturer, without disclosing the fact
to the p_ thereof,shallbe guilty
of a miutemeanor, and, upon conviction,

be punishedbyimprisonmentinthe
ISe¢ Also: county jail not exceedingthree months,
Forgmyand orby afinenotlessthanfiftynormore
counterfeiting97-21-29 thanfivehundreddoUarsorboth.
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MISSOURI (1968)
" Forfeiture/

Destruction/

State Statutory Registration Statutory Definitions Restitution
Law(s) Section(s) .... StatutoryElements Requirements Provisions

Forgery Revised § 570.103 Any Stateor § 570.103.1 !§ 570.105
Statutesof the (2) Any personwho willfully manu- Federal (1) "Counterfeitmark,"any unauthorized Seizureand
Stateof facture_uses, displays, advertises, certificateor reproductionorcopy of intellectual forfeitureof
Missouri distributes,offers for sale, sells, or registrationof propertyor intellectualpropertyaffixed to all items

possesses with intent to sell or distribute intellectual any itemknowingly sold, offered forsale, beating
any item, or services, beatingor propertyshall manufactured,or distributed,or counterfeit

!identifiedby a counterfeitmark,shall be be primafacie identifyingservicesofferedor rendered, marksand
guilty of thecrimeof counterfeiting.A evidence of the without theauthorityof theowner of the instmmen-
personhaving possession, custodyor factsstated intellectualpmpe_y; talitiesof the
controlof more thantwenty-five items herein, crime.

ba bearinga counterfeitmarkshallbe
pre_tanedto possess said itemswith Destructionof
intentsell or distribute, all items bear-

.ing counterfeit
(3) Counterfeitingshall be a classA marksor
misdemeanor,except as providedin another dis-
subsections4 and 5 of thissection, position with

the intellecma/
(4) Counterfeitingshall be a classD property
felony if." owner's

consent.
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MISSOURI'continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisions

(i) The defendanthaspreviouslybeen (2) "intellectualproperty,"any trademark,
convictedunderthissection;or servicemark,tradename,label,term,

(ii) The violationinvolvesmorethan device,design,or
one hundredbutfewerthan one (3) "Retailvalue," the counterfeiter's

thousanditems bearinga coun_rfeit regular selling pricefor the itemor servicle
markor the totalretailvalue of all items bearingor identified by the counterfeit :
bearing,or services identifiedby, a mark. In the _ of items bearinga
counterfeitmarkis more than one counterfeitmarkwhich arecomponents

a_ thousand dollars,butless thanten of a finishedproduct, the retailvalue
,_ thousanddollars.

(5) Counterfeitingshall be a classC
felony if:

(i) The defendanthasbeenpreviously
convicted of two or more offenses under
thissection;

(fi) The violationinvolves the
manufactureor productionof items
bearingcounterfeitmarks;or
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MISSOURI 'continued)
Forfeiture/

Destruction/,
State Statutory Registration Restitution
Law(s) , Section(s) Statuto_ Elements Requirements Statutory Definitions.... Provisions.

(iii) The violation involves one thousand shall be thecounterfeiter'sregularselling
ormore items bearinga counterfeitmark priceof the fmisbed producton or in
or the totalretailvalueof all items which the componentwould be utilized.
bearing,or servicesidentifiedby, a
counterfeitmarkismore than ten
thousanddollars.

(6) Forpurposesof this section, the
,quantityorretailvalue of items or
servicesshall include the aggregate
quantityor retailvalueofallitems
bearing,or services identifiedby, every
counterfeitmarkthe defendant
manufactures,uses, displays,advertises,
distributes,offers forsale, sells or
possesses.

(7) Any personconvicted of counter-
felting shallbe freedan amountup to
threetimes the retailvalue of the items
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MISSOURI 'continued)
Forfeiture/

Destruction/

Slate Statutory Registration Restitution
Law(s) Section(s) Slatutor,/Elements Requirements StatutoryDefinitions Provisions

bearing,or services identifiedby, a
counterfeit mark, unless extenuating
circumstances are shown by the
defendanL

(8) The remediesprovidedforherein
shallbe cumulativeto the other civil

remedies providedby law.

See Also: § 570.090
o_ Forge_;

Possession of

a Forging
Instrumen-

tality § 570.100
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MONTANA (1973)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Deceptive MontanaCode § 45-6-318
Business Annotated (1) A personcommits theoffense of
Practices § 45-6-318 deceptivebusinesspracticesif in the

course of engaging in a business,
occupation,or professionhe purposely
or knowingly:

(e) sells, offersor exposes forsale
mislabeledcommodities;or

._ (f) makesa deceptive statement .
qD regardingthequantityor priceof goods
•,a in any advertisementaddressedto the

public.
(4) A personconvicted of the offense of
deceptivebusinesspracticesshallbe
finednot to exceed $500 or be
imprisonedin thecountyjail for a term
not to exceed 6 months, or both.

See Also:
Forgery § 45-6-325
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NEBRASKA 1977)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Slatulor)' Definitions Provisions

:Criminal Revised § 28-606
Simulation; Statutesof (I) A personcommitsa criminal
Penalty Nebraska simutationwhen:

Annotated (a) Withintent to deceive or harm,he
,§28-606 makes, altersor representsan object in

such fashionthatitappearsto havean
antiquity,rarity,source orauthorship,
ingredientor compositionwhich it does
not in facthave; or

!

q_ (b) With knowledge of its true
characterandwithintentto use to
deceive or harm,he utters,misrepresents,
orpossessesanyobjectsosimulated.

(2)CriminalSimulationisaClassIll
misdemeanor.

SeeAlso:

Forgery §28-602(T)
Criminal
Possession of
Forgery
Devices § 28-605
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NEVADA (1911, amended 1967)
i .i

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statutor),Definitions Provisions

Counter- Nevada § 205.205 StateorFederal
feitingTrade- Revised Every personwho shalluse ordisplay or Registration
markor Statutes have in his possession withintentto use
Design Annotated to ordisplay thegenuine label,trade-

Title 15 mark,term,design,device, or form of
' § 205.205 advertisementof any person,cor-

poration,associationor union lawfully
filed for recordaccording to law of the
state,or the exclusive fight to usewhich
is guaranteedto any person,corporation,

_O associationor unionby the lawsof the
United States,or of this state,without the
writtenauthorityof such person,
corporation, associationor union,or who
shallwillfully forge or counterfeitor use
or displayor have in his possessionwith
intent to use or displayany represen-
tation,likeness, similitude,copy or
imitationof any genuinelabel, trade-
mark,term design,device, or form of
advertisement,so filed orprotected,or
any die, plate,stampor otherdevice for
manufacturingthe same, shallbe guilty
of a misdemeanor.

i
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NEVADA (1929)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisions

Displaying § 205.210 I§205.210
Goodswith !Everypersonwhoshallknowinglysell,
FalseTrade- idisplayoradvertise,orhave inhis
mark possessionwithintenttosell,anygoods,

wares,merchandise,mixture,preparation
orcompoundhavingaft'axedtheretoany
label,trade-mark,term,design,deviceor
formof advertisementlawfullyfiledfor
recordin theofficeof thesecretaryof
stateby anyperson,corporation,associationor union,ortheexclusive
rightto theuseof whichis guaranteedto
suchperson,corpora_on,association,or
unionunderthe lawsof theUnitedStates
whichlabel,trade-mark,term,design,
deviceorformof advertisementshall
havebeenusedoraffixedthereto
withoutthewrittenauthorityof such
person,corporation,associationor
union,orhavingaffaxedtheretoany
forgedorcounterfeitrepresentation,
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NEVADA(continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) , StatutoryElements ,,Requirements StatutoryDefinitions Provisions

i
likeness, similitude,copy or limitation
thereof, shall be guilty of a mis-
demeanor.

SeeAlso:
Forgery

'_ Unlawful § 205.090
"' Acts;Penalty _§ 600.450O
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NEW HAMPSHIRE (1971, 1972)
Forfeiture/

Destruction/
State Statutory Registration Restitution

Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Forgery New § 638:1 § 638:1
Hampshire I.A personis guilty of forgeryif, with II. As used in this section, "writing"
Revised the purpose to defraudanyone, or with includes printingor any othermethodof
Statutes knowledge that he is facilitatinga fraud recordinginformation, checks, tokens,
Annotated to be perpetratedby anyone,he: stamps,seals, creditcards,badges,
§ 638:1(T) trademarks,andother symbols or value,

(a) Altersany writingof anotherwithout right,privilege, or identification.
his authorityor uttersany such altered
writing;or

o
" (b) Makes,completes, executes,

authenticates,issues, transfers,pul_lishes
or otherwiseuttersany writingso that it _
purportsto be the act of another,or
purportsto have been executedat a time
or place or in a numberedsequence other
than was in fact the case,or to be a copy
of an originalwhen no such original
existed.

Ill. Forgery is a class B felony if the
writingis or purportsto be:
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NEW HAMPSHIRE (continued)
, . Fodeitum/_

Destruction/

State Statutory Registration Restitution
,, Law(s) Section(I! ' . Statuto_ Elements Requirements StatutoryDefinitions Provisions

Co)A check,an issue of stocks,bonds,or
any otherinstrumentrepresentingan
interestin or a claimagainstproperty,or
a pecuniaryinterestin or claim against
any personorenterprise

IV. All otherforgeryis a class B
misdemeanor.

I

0 V.A personisguiltyofaclassB
ta misdemeanorif he knowingly possesses

anywritingthatis a forgery,underthis
sectionor any device for makingany
such writing.It is an affirmativedefense
to prosecutionunder this paragraphthat
thepossession waswithoutan intentto
defraud.

See Also:
De.dye
Business

§ 638.6

i ill i | ml i
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NEW JERSEY (4/1/97)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions

New Jersey New Jersey § 2C:21-32 State or Federal (1) "CounterfeitMark"meansa spurious 2C:21-32(e)
Statutes Trademark (c) A personcommits theoffense of Registration markthat is identicalwith or substantially Forfeitureof

Counterfeiting counterfeitingwho, withthe intentto indistinguishablefrom a genuine mark all items
Act deceive or defraudsome otherperson, that is registeredon theprincipalregister bearing
2C:21-32 knowingly manufactures,uses,displays, in the UnitedStatesPatentand Trademark counterfeit

advertises,distributes,offersfor sale, Officeor registeredin the New Jersey marksand
sells, or possesses with intentto sell or Secretaryof State's office; and that is used instrumen-
distributewithin,or in conjunctionwith or is intended to be used on, or in talities of the

,_' commercialactivitieswithinNew Jersey, conjunctionwith, goods or servicesfor crime.

item, or services, bearing,or whichthe genuinemarkis registeredandany
identifiedby, a counterfeitmark. in use.

A personwho has in his possessionor (2) "Reta/lValue" means the
underhis control morethan 25 items counterfeiter'sregularselling price for the
bearinga counterfeitmarkshall be item or servicebearingor identifiedby
presumedto have violatedthis section, the counterfeitmark. In the case of items

bearinga counterfeitmark which are
(d)(l) An offense set forthin this act components of a finishedproduct, the
shallbe punishableas a crimeof the retailvalue shall be the counterfeiter's
fourthdegree if: regularselling price of the finished
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NEW JERSEY (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) , , StatutoryElements Requirements ,, Statutory Definitions Provisions

theoffense involves fewerthan 100 producton or in which thecomponent
,items beatinga counterfeitmark; !wouIdbe utilized
the offense involves a totalretailvalue of

,less than $1,000 forall items beating,or
,servicesidentified by, a counterfeitmark;i
or
the offense involves a fast conviction
underthis act.

Om (2) An offense set forthin this actshall
be punishableas a crimeof the third
degree if:
theoffense involves I00 or more but
fewer than 1,000 itemsbearinga
counterfeitmark;
theoffense involves a totalretailvalueof
$1,000 or morebut less than$15,000 of
all items bearing,or services identified
by, a counterfeitmark;or the offense
involves a second conviction underthis
act.
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NEW JERSEY (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution

Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

(3) An offense set forthin thisactshall
be punishableasa crimeof the second
degreeif:

theoffense involves 1,000or more items
bearinga counterfeitmark;
theoffense involves a totalretailvalueof
$15,000 or more of all itemsbearing,or

'_ services identifiedby a counterfeitmark;...t
O or

theoffenseinvolvesathirdor
subsequentconviction underthisact.

(f)(1) The quantityor retailvalueof
items or services shallincludethe
aggregatequantityor retailvalueof all

See Also: items bearing,or servicesidentifiedby,
Qriminal eve_, counterfeitmarkthedefendant
Simulation 2(2:21-2 manufactures,uses, displays,advertises,
Forgery and 2C:21-1(T) distributes,offers forsale, sells or
lm.lntad pO&_.S,q_.
offeases
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NEW YORK. 1Iil192,1III/95,amended)
........ Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) .,, Section(s) Statutory,Elements Requirements StatutoryDefinitions ,, Provisions

Trademark NY PenalLaw § 165.71 Any Stateor § 165.70 § 165.74
Counter- § 165.71 A personis guilty of trademark Federal 1.The term"trademark"means(a) any Forfeitureand
feiting: counterfeiting.., when, with the intent Registration word,name,symbol, or device, or any destructionof
3rdDegree to deceive ordefraud someotherperson combinationthereofadoptedand used by all items

or with the intentto evade a lawful a personto identifygoods madeby a bearing
restrictionon the sale, resale,offeringfor personand whichdistinguish them from counterfeit

Isale, or distributionof goods, he or she those manufacturedor sold by others trademarks
manufactures,distributes,sells, or offers which is in use and which is registered, and forfeiture

'_ forsalegoods which beara counterfeit fded or recordedunderthe laws of this of all instru-
....,t

0 trademark,or possessesa trademark stateor any otherst_t_eor is registeredin mentalitiesof
',4 knowing it to be counterfeitforthe the principleregisterof the UnitedStates the crime.

purposeof affixingit to any goods... Patentand TrademarkOffice; (b) the
symbol of the InternationalOlympic

Trademarkcounterfeitingin the third Committee
degree is a class A misdemeanor. 2. The term"counterfeittrademark"

meansa spurioustrademarkor imitation

2ridDegree § 165.72 A personis guilty of trademark of a trademarkthat is:counterfeiting.., when, with the intent (a) used in connection with trafficking in

to deceive or defraudsome otherperson goods; and
or with the intentto evade a lawful Co)used in connection with the sale,
restrictionon the sale, resale,offering for offering forsaleof distributionof goods
saleor distributionof goods, he or she that areidenticalwithor substantially
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NEW YORK 'continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statuto_ Definitions Provisions

manufacturers,distributes,sells,oroffers
forsale goods whichbeara counterfeit indistinguishablefroma trademarkas
trademark,or possessesa trademark definedin subdivision one of thissection.
knowing it to be counterfeitforthe 3. The term"traffic"meansto transport,
purposeof affixing it to any goods and transfer,or otherwisedispose of, to
theretailvalue of all such goods bearing customer,as considerationforanything of
counterfeittrademarkexceeds one value,or to obtain controlor with intent
thousanddollars, to so transport,transfer,or otherwise

dispose of.

Trademarkcounterfeitingin the second 4. The term"goods" meansany products,
degreeis a classE felony, services,objects,materials,devices, or

substanceswhich areidentifiedby theuse
Ist Degree § 165.73 and theretailvalue of all such goods of a trademark.

bearingor counterfeittrademarkexceeds
one hundredthousanddollars.
Trademarkcounterfeitingin the first
degree is a class C felony.

See Also:
Q-iminel
Simulation § 170.45
Forgery § 170.00
Praudulent § 165.30
Accosting
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NEW MEXICO (1963)
Forfeiture/

Destruction/
Slate Statutory Registration Restitution

, Law(s) Section(s) , Statutory Elements Requirements Statutor),Definitions Provisions

Forgery New Mexico § 30-16-10
Statutes Forgeryconsistsof:
Annotated A. falselymakingor alteringany
§ 30-16-10 signatureto, or any partof, any writing

purportingto haveany legal efficacy
withintent to injureor defraud.
B. knowingly issuing or transferringa
forgedwriting with intentto injureor

defraud.
V0'hoever commits forgery is guilty ofa

!thirddegreefelony.
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NORTH DAKOTA (1973

forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statuto_ Definitions Provisions

Forgeryor NorthDakota § 12.1-24-01 § 12.1-24-04
iCounter- CenturyCode 1. A personis guilty of forgeryor 13. "Writing"means:
feiting ('r) § 12.1-24.01 counterfeitingif with intentto deceive or b. Any coin or any gold or silverbar

harmthe governmentor anotherperson, coined or stampedat a mintor assay
or with the knowledge thatheis office or any signature,certification,credit
facilitatingsuch deceptionor harmby card,token, stamp,seal, badge,
another person,he: decoration,medal, trademark,or other

a. Knowingly and falselymakes, symbol or evidence of value, right,
,_ completes,or altersany writing,or privilege, or identificationwhich is...t

b. Knowingly utters or possesses a capable of being used to theadvantageor
O forged or counterfeitedwriting, disadvantage of the governmentor any

person.
2. Forgery or counterfeitingis:

(a) A class B felony if:

(2) The offense is committedpursuantto
a scheme to defraudanother orothers of
money or propertyof a value in excess
of ten thousanddollars.
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NORTH DAKOTA (continued)
.... Fodeitu_e/"

Destruction/

State Statutory Registration Restitution
Law(s) Secti,on(s) Statutor_ Elements Requirements Statutor,( Definitions , Provisions

(b) A class C felony if: i

(3) The actor forges or counterfeits any
writing from plates, dies, molds,
photographs, or other similar instruments
designed for multiple reproduction;

(5) The offense is committoH pursuant to
t" a scheme to defraud anotheror others of
...t

money or property of a value in excess
.a of one hundred dollars.

(C)A class A mL_lemeanor in all other
cases.

See Also:
SellmgGoods
Bearing
Counterfeit
Tmiemark--
Penalty :{i51-07-04
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NORTH CAROLINA (12/1/95)
Forfeiture/

Destruction/
State Statutory Registration Restitution

Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions

Qrlmin_Use General § 80-11.1 Statvor Federal § 80-11.1 Forfeitureof
of Counterfeit Statutesof Co)Any personwho knowinglyand Registrationor (a) Forthepurposesof this section: all instmmen-
Trademark NorthCamlina wilfully (i) uses or causes to be used a theAmateur (l) "CounterfeitMark"means a markthat talitiesof the

80-11.1 counterfeitmarkon or in connection Sports Act of is used in connectionwith the sale or crime.
with goods or services intendedfor sale 1978 offeringfor sale of goods or services that
or (ii) has possession, custody,or control areidenticalto or substantiallyindis-
of goods having a counterfeitmarkused tinguishablefromthe goods or services
thereon or in connection therewith,that with which the markis used or registered,

'_' areintendedfor sale, shallbe punishedas and the use of which is likely to cause,--t

.., foUows: confusion, mistake, or deception, with the
to use occtufing without authorizationof

(1) If thegoods or serviceshaving a the:
counterfeitmarkused thereonor in :

connection,or on or in connectionwith a. Ownerof the registeredmark,andis
which theperson intendsto use a identicalto or substantiallyindis-
counterfeitmark,have a retailsales value tinguishablefroma markthat is registered
not exceeding threethousanddollars,the on the principalregisterof the United
personis guiltyof a Class2 StatesPatentandTrademarkOfficeor
misdemeanor, ,withthe TrademarkDivision of the

Departmentof the Secretaryof State;or
(2) If the goods or serviceshaving a

counterfeitmarkused thereon or in ib. Owner of the unregisteredmarkand
is identical to or substantially indis-
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NORTH CAROLINA (continued)
i, i i

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

[connection with which theperson tinguishablefromsymbols, signs,
_intendsto use a counterfeitmar_,have a emblems, insignias, trademarks,trade i
retail salesvalue exceedingthree names, or wordsprotectedby section 110
'thousand dollars($3,000) butnot of the AmateurSportsAct of 1978 (Title
exceedingten thousanddollars 36, U.S.C. § 380).
($10,000), the personis guilty of a Class
I felony; and (2) "Retail sales value" meansthevalue

computedby multiplyingthe numberof

_' (3) If thegoods or serviceshaving a items havinga counterfeitmarkusedmat
--, counterfeitmarkused thereonor in thereofin connectiontherewith,by the
t_ connectiontherewith, or on or in retailpriceat which a similaritemhaving

connectionwith which the person a markis used thereonor in connection
intendsto use a counterfeitmark, have a therewith, theuse of which is authorized
retail sales value exceeding $10,000, the by theowner, is offered forsale to the
personis guiltyof a Class H felony public.

The possession, custody,or controlof
morethan 25 items havinga counterfeit
markused thereonor in connection
therewithcreatesa presumptionthat the
personhaving possession, custody,or
controlof the itemsintendedto sell those
items.

,J
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NORTH CAROLINA (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

(C)Any person who knowingly (i) uses
any object, tool, machine,orocherdevice
to produce or reproduce a counterfeit
mark or (ii) has possession, custody, or
control of any object,tool, machine,or
device with intent to produce or
reproducea counterfeitmark,is guilty of
a Class H felony.

.-t

SeeAlso:
Uttering
Forged Paper
or Instrument
Containing a
Forged
Endorsement§ 14-120
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OHIO (1997
ill i

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Sta_tory Elements Requirements StatutoryDefinitions Provisions

Trademark Ohio Revised § 2913.34 Federalor State § 2913.34(F) Forfeitureand.
Counterfeiting Code (A) No person shallknowingly do any Registration As used in this section: destructionof

Annotated of the following: (l)(a) Exceptasprovided in division all items
§ 2913.34 (1) Attach,affix, or otherwise use a (F)(I)Co)of thissection "counterfeit bearing

counterfeitmarkin connectionwith the mark"meansa spurioustrademarkor a counterfeit
manufactureof goods or services spuriousservicemarkthatsatisfiesboth marksand
whetheror not the goods or servicesare of the following: instmmen-
intended for saleor resale; (i) It is identicalwithor substantially talitiesof the

._ (2) Possess, sell, or offer for sale indistinguishablefrom a markthatis crime.
,.A" tools, machines,instruments,materials, registeredon the principalregisterin the
tn articles,orother itemsof personal United StatesPatentandTrademark

prope_ with theknowledge that they, Office for the same goods or servicesas
aredesigned for the productionOr the goods or services to whichor in
reproductionof counterfeitmarks; connectionwith which the spurious

(3) Pu_hase or otherwiseacquire trademarkor spuriousservicemarkis
goods, andkeep or otherwisehave the attached,affixed,or otherwise usedor
goods in the person'spossession,with from a markthat is registeredwith the
the knowledge that a counterfeitmarkis secretaryof statepursuantto § 1329.54 to
attachedto, affixed to, or otherwise used § 1329.67 of the Revised Code for the
in connectionwith the goods and with samegoods or servicesas the goods or
the intent to Sellor otherwisedispose of servicesto which or in connectionwith
the goods; which the spurioustrademarkor spurious

servicemarkis attached,affixed,or '
i | •
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OHIO (continued)

Forfeiture/
Destruction/

Slate Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

(4) Sell, offer for sale, or otherwise iotherwise used, and the owner of the
dispose of goods with the knowledge :registrationuses the registeredmark,
thata counterfeitmarkis attachedto, iwhetheror not the offenderknows that
affixed to, or otherwiseused in the markis registeredin a manner
connection with the goods; [describedin division (F)(1)(a)(i)of this

(5) Sell, offer for sale, or otherwise section.

provideserviceswith the knowledge that (ii) its use is likely to causeconfusion
a counterfeitmarkis used in connection or mistakeor to deceive other persons.
with that sale, offer forsale, or other IF(I)Co)"Counterfeitmark"does not

provision of the services, include a markor other designation that is

o_ 08)(1) Whoever violatesthis sectionis iattached to, affixed to, or otherwise used Iguilty of trademarkcounterfeiting, in connection with goods or services if the
(BX2) Except asotherwise provided holder of the fight to use the markor ,

in thisdivision, a violationof division other designationauthorizesthe
A(I) of this section is a felony of the manufacturer,producer,or vendorof
fifth degree. Except asotherwise those goods or services to attach,affix, or
providedin this division, if the otherwise use the markor other
cumulativesalesprice of thegoods or designationin connectionwith those
services to whichor in connection with goods or servicesatthe time of their
which the counterfeitmark is attached, manufacture,production,or sale.
affixed, or otherwise used in the offense
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OHIO(continued)
1. ,|

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements' Requirements StatutoryDefinitions Provisions

is fivethousanddollarsormorebutless (2) "Cumulativesalesprice"meansthe
than one hundredthousanddollarsor if productof the lowest single unit sales
the numberof unitsof gopds to which or pricechargedor sought to be charged by
in connection with which thecounterfeit an offenderforgoods to whichor in
markis attached,affixed, or otherwise connectionwithwhich a counterfeitmark
used in theoffense is morethan one is attached,affLxed,or otherwiseused or
hundred units but less thanone thousand of thelowest single service Wansaction
units, a violation of division (A)(I) of pricechargedor sought to be chargedby

,& thissection is a felony of the fourth an offenderfor services in connection
_ degree, with which a counterfeitmarkis used,
',4 If thecumulativesalespriceof the goods multiplied by the totalnumberof those

or services to which or in connection goods or services,whether or not units of
withwhich thecounterfeitmarkis goods aresold or arein an offender's
attached,affixed,or otherwise usedin possession,custody or control.

:theoffense is one hundredthousand
I.

dollars or more or if thenumberof units
[of goods to which or in connectionwith
which the counterfeitmarkis attached,
affixed,or otherwise used in theoffense
is one thousandunits or more, a violation
of division (A)(I) of thissection is a
felonyof the thirddegree.
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OHIO (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

;(B)(3) Except asotherwiseprovidedin
thisdivision,aviolationofdivision
(A)(2) of this section is a misdemeanor
of the firstdegree. If thecircumstancesof
the violationindicate that the tools,
machines,instruments,materials,articles,
or other itemsof personalproperty
involved in the violation were intended

_u !for use in thecommissionof a felony, a...a
--, violation of division (A)(2) of this
m section is a felony of the fifthdegree.

(13)(4)Except asotherwise providedin
this division, a violationof division
(AX3), (4), or (5) of this section is a
misdemeanorof the firstdegree.Except
as otherwiseprovidedin this division, if
thecumulativesalespriceof thegoods or
services to which or in connectionwith
which the counterfeitmarkis attached,
affixed, orotherwise used in the
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OHIO (continued)

i [ Forfeiture/I Destruction/
State Statutory . RegistraUon Restitution
Law(s) Section(s) Statutory Elements .... Requirements Statutory Definitions Provisions

offense is five hundreddollarsor more
butless thanfive thousanddollars,a
violationof division (A)(3), (4), or (5) of
thissection h a felony of the fifthdegree.

Except as otherwiseprovidedin this
division, if thecumulativesalespriceof
thegoodsorservicestowhichofin
connection wi_. which the counterfeit

•.t markisattached,affixed,or otherwise• ..k . .

q_ used in the offense is five thousand
dollarsor morebut less thanone
hundredthousand dollarsor if the
numberof units of goods to which or in
connectionwith which thecounterfeit
markis attached,affixed,'or otherwise
used in theoffense is morethanone
hundredunitsbut less thanone thousand
units, a violation of division (A)(3), (4),
or (5) of this section is a felony of the
fourthdegree.
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OmO (continued)

Forfeiture/
Destruction/

Slate Statutory Registration. Restitution
Law(s) Section(s) StatutoryElements Requirements S_tutoryDefinitions Provisions

'Ifthecumulativesalespriceofthe
goodsor_xvices.towhichorin
connection with which, the counterfeit
markism_. ed,affix_ orotherwise
used.m_eoff_ monehLm_ ' •
thousanddolh_ ormoreorif the
numb_of_units.ofgoodsto whichorin
couectiou .withwhich.thecounterfeit
markis attached,_ed, or 0_ise

m,A
,,_ usedin theoffenseisonethousandunits
o' ormore,a violationof division(A)(3),

(4), or(5) of thissectionis afelonyof
thethirdde_'ee.

See Also:
Criminel

:Simulation 1 2913.32
Forgery § 2913.31tT)
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OREGON(1985)
Forfeiture/

Destruction/
Slate Statutory Registration Restitution
Law(s,) ,Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Selling !Oregon Re- § 647.125 State orFederal § 647.125 § 647.125(2)
Counterfeitof vised Statutes (1) A person commits the offense of Registration (3) For purposesof this section, a markis Destructionor
a Mark; Title 50 manufacturingor selling a counterfeitof counterfeit if: donation of all
Authorityof § 647.125 a markif the person,without consentof itemsbearing
C.ouRto Order the registrant,manufacturesor sells any (a)It is a markthat is identicalwith or counterfeit
Destruction counterfeitof a mark registeredunder substantiallyindistinguishablefroma marks.
andDispo- thischapteror registeredunder 15.USC registeredmark;and
sition of § 1052 withknowledge that a mark is (b) It is usedon or in connectionwith the Upon court
CounterfeiL counterfeit, same type of goods or servicesfor which determination

eat
to the genuine markis registered, that goods
"" § 647.991 Penaltyforviolationof 647.125. bearcounter-

(l) The offense describedin ORS felt marks,the
647.125, manufacturingor sellinga courtmay
counterfeitof a mark,is punishable as a orderdestmc-
classA misdemeanor,except that,not tionof goods
withstandingORS § 161.635 and bearing
§ 161.655: counterfeit
(a) If the offense is committedby an marksand
individual,the maximumfine thatmay instmmen-
be imposed forcommission of the talitiesof the
offense is $5,000 for a fast conviction crimeor upon
and$50,000 fora secondor subsequent consentof

!conviction.
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OREGON (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Co)If the offense is committedby a the ownerof
corporation,themaximumfine thatmay themark,may
be imposed for the commissionof the donateafter
offense is $100,000 fora f_t cgnviction obliterationof
and$200,000 fora secondorsubsequent the mark.
conviction.

"" See Also:t@
I_ Criminal

Simulation J 165.037
l_orgety § 165.007
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PENNSYLVANIA (616/73, amended 10/16196)

Forfeiture/
Destruction/

State Statutory Registration Restitution
law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

Trademark Pennsylvania § 4119 Any Stateor "Counterfeitmark"is definedas anyof § 411g(f)
Counter- Statutes (a) Offensedefined.--Any personwho, Federal the following: Forfeitureof
feiting and knowingly manufactures,uses, displays, Registration. (1) Any unauthorizedreproductionor all items

Consolidated advertises,distributes,offers forsale, Any federalor copy of intellectualproperty, bearing
Statutes sells or possesses with intentto sell or statecertificate (2) Intellectualpropertyaffixed to any counterfeit
Annotated distributeany items or servicesbearing of registration item knowingly sold, offeredforsale, marks and all
18 § 4119 or identifiedby a counterfeitmark shall of any manufacturedor distributedor identifying instmmen-

be guiltyof the crimeof trademark intellectual servicesoffered or rendered,withoutthe talitiesof the
,_ counterfeiting, propertyshall owner of the intellectualproperty, crime....a

_a Co)Presumption.-- A personhaving be primafacie
ta possession, custodyor controlof more evidence of the "Intellectual property." Other

than 25 items bearinga counterfeitmark factsstated Any trademark,servicemark,tradename, dispositions
imaybe presumed to possess said items therein, label, term,device, design or word availablewith
with intentto sell or distribute, adoptedor used by a personto identify intellectual
(c) Penalties.m (1) Except as provided thatperson's goods or services, property

Ifor in paragraphs(2) and (3) a violation owner's
of thissection constitutes a misdemeanor "Retail value." consent.
of the firstdegree. The counterfeiter'sregular sellingprice

(2) A violationof this section for the item or service bearingor
constitutesa felony of the third degreeif: identifiedby the counterfeitmark.In the
(i) thedefendanthas previously been case of items bearinga counterfeitmark
convicted underthis section;or
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PENNSYLVANIA(continued)
Forfeiture/

Destruction/
Slate Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisions

(U)theviolation involves morethan 100 which arecomponentsof a finished
butless than 1,000 items bearinga product,the retailvalue, shall be the
counterfeitmarkor the totalretailvalue counterfeiter'sregularselling price of the
of all items or servicesbearingor finishedproducton or in which the
identifiedby a counterfeitmarkis more componentwould be utilized.
than$2,000, butless than $10,000.

(3) A violationof this section
constitutesa felony of the seconddegree
if:

--.t

t_ (i) defendanthasbeen previously
ab convicted of 2 or more offensesunder

s_on;
(ii) violation involves themanufacture

or productionof items bearing
counterfeitmarks;or

(iii) the violation involved 1,000 or
moreitems bearinga counterfeitmarkor
the totalretailvalue of all itemsor
services bearingor identifiedby a
cotmterfeitmarkis more than$I0,000.
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PENNSYLVANIA (continued)
Forfeiture/

Destruction/
State Stalutory Registration Restitution

, Law(s) , Section(s), StatutoryElements ,Requirements Statutor)'Definitions Provisions

(d) Quantity or retailvalue_ The
qualityor retailvalueof itemsor services
shall includethe aggregatequantityor
retailvalueof all items or services
bearingor identifiedby everycounterfeit
markthedefendantmanufactures,uses,
displays,advertises,distributes,offersfor
sale, sells or possess.

...t

tn See Also:
Simulating
Objectsof
Antiquity.
Rarity, etc. | 4102
Forgery _4101Cr)
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RHODE ISLAND (1997)
i

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Forgery, GeneralLaws 11-17-13 Any Stateor 11-17-13 11-17-13
Counter- of Rhode (b) Any personwho knowingly and Federal (a) As used in thischapter,the term Forfeitureand
felting,or Island willfully forges or counterfeitsa Registrationor "forged" or "counterfeitedtrademark," destructionof
Alterationof a Annotated trademark,servicemark or identification protectedby "service mark" or "identificationmark_' all items
Trademark, 11-17-13 mark,withoutconsentof the owner of the Federal meansany markor design which (1) ' bearing
Service Mark, such trademark,servicemark or AmateurSports identical to, substantiallyindistin- counterfeit
or ldentifica- identificationmark,or who knowingly Act of 1978 guishablefrom,or an imitationof a trademarks
tion Mark possesses any tool, machinedevice, or trademark,servicemark, or identification andall instru-

,'_ other reproductioninstrumentor material markwhich is registeredfor those types mentalitiesofmat
with the intent to reproduceany forged of goods or services. With theSecretary the crime.

¢_ or counterfeitedtrademark,service mark, of Statepursuantto chapter2 of title6 or
identificationmark,shall be guilty of the registeredon the principalregisterof the Counterfeit
offense of trademarkcounterfeiting. UnitedStates Patentand Trademark items may be

Office or registeredunderthe laws of any donatedwith
(c) Any personwho knowingly and other stateor protectedby the Federal the consent of
willfully sells, offers to sell, or possesses Amateur SportsAct of 1978, Title36 US the owner of
with the intent to sell goods which § 380 or if a registeredor unregistered use the mark.
containa counterfeittrademark,service of such trademarkor design or dataplate, i
mark,identificationmarkor sells or " serial number,or partidentification
offersfor salea servicein conjunction number;,and(2) which has not been
with a servicemarkthe person knows
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RHODE ISLAND (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s)., Section(s) .... Statuto_ Elements Requirements StatutoryDefinitions Pro,visions

is counterfeit shallbe guilty of the authorizedby theowner thereof andis
offense of traffickingin trademark done forpecuniarygain and with the
counterfeits, intent to defraudthe holderof the

trademark,servicemark,or identification
(1) If the goods or serviceto which the mark.
forgedor counterfeittrademarks,service
marks,or identificationmarksare
attachedor affixed or in conjunction

with which they areused, orto which the
offenderintendedthey be _t__chedor

"_ affixed,or in connectionwith which the
offender intendedthey be used,have, in
the aggregate,a retailvalue of thegoods
if they were not forged or counterfeited
of five thousanddollars($5,000) or
more,such personshallbe guilty of a
felony andupon convictionmay be
imprisonedup to five (5) yearsandf'med
up to ten thousand dollars ($10,000),

,,,, i
, i i
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RHODE ISLAND (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions

(2) If thegoods or service to which the
forged or counterfeittrademarks,
servicemarks,orregistereddesigns are
attachedor affixed or in connection with
which they areused,or to which the
offenderintendedthey be attachedor
affixed, or in connectionwith which the
offender intendedthey be used, have, in "

'1_ the aggregate,a retailvalue of goods if
...t

they were not counterfeitedof less than
m fivethousanddollars($5,000),such

person shall be guilty of a misdemeanor ..
andmaybe imprisoneduptoone(1)
yearandfreed up to one thousanddollars
($1,0o0).

O) Any person who knowingly (i) uses
an object, tool, machine,or otherdevise
to produce or reproducea counterfeit !
markor (fi) haspossession, custody
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RHODE ISLAND (continued)
Fodeiture/

Destruction/
Slate Statutory Registration Restitution
Law(s) Section(s) Slatutory Elements Requirements StatutoryDefinitions Provisions

or control of any object, tool, machineor
device with intentto produceof
reproducea counterfeit mark,is guilty
of a felony andmay be imprisonedup to
five (5) yearsand fined up to five
thousanddollars ($5,000).

(4) The possession, custody,or control
of more than twenty-five (25) items

,'_ having a counterfeitmarkusedthereon ' '
t_ or in connection therewith createsa
_0 presumptionthatthe personhaving

possession, custody, or controlof the
items intendedto sell those items.

(5) If a personwho violates thissection
previouslyhasbeen convicted of
violatingthissection such person
shall be guilty of a felony and may be
imprisonedup to five (5) yearsand fined
up to five thousanddollars($5,000).

i
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SOUTH DAKOTA (1877, amended 1977)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Sectlon(s) Statutory Elements Requirements StatutoryDefinitions Provisions

Forgeryor South Dakota §37-6-2 § 37-6-1
Counter- CodifiedLaws Everypersonwho intentionallyforgesor (2) "Goods" includes every kindof
feitingof § 37-6-2 counterfeitsany trade-markusually fixed goods, wares,merchandise,compound,or
Trade-mark by any personto any goods of such preparationthatmay be lawfully keptor
as a Mis- personwith intentto passoff any goods offered forsale. .
demeanor-- to which such forged orcounterfeited (3) "Trade-mark"includes every
Fraudulent trade-markis affixedas to the goods of descriptionof word,letter,device,
Use -- Sale of such person;or who, with intent to emblem,stamp,imprint,brand,printed

._ Goods under defraudkeeps any dies, plate,or brand, ticket, labelor wrapper,usuallyaffixedby
"" Counterfeit or imitationof the trade-markof any any mechanic, manufacturer,druggist,t_
o Mark personfor the proposeof counterfeiting merchant,or tradesmanto denote any

the sameor selling such trade-mark goods to be goods imported,manu-
when counterfeited,or affixing the same facttued,produced,compounded,or sold
to any goods andselling the sameas by him,other than any name,word,or
genuine goods of the personentitledto expressiongenerallydenoting any goods
the trade-mark;or who fraudulentlyuses to be of some particularclassor
the genuine trade-markof another with description.
intent to sell or offer forsaleor disposal,
any goods as genuine, whicharenot the
originaland genuinegoods of the person
to whom the trade-markproperly
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SOUTH DAKOTA (continued)
ii , i

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) .. Statuto_ Elements Requirements , Statutor),Definitions ..... Provisions

belongs; or who sells or keeps for sale
any goods upon which any counterfeit
trade-markhas been affixed, intendedto

Makingor representsuch goods asthegenuine
Possessing goods of another,knowing the trade-
Forgeryor marktobecounterfeited.
Counterfeiting
•Devices § 22-39-37 Any person who:

._ (1) makesorpossessionwithknowledge
"" of its c./taracter,anyplate,die or otherW
-" device, apparatus,equipment orarticle

specificaltydesignated for use in
counterfeiting,unlawfully simulating,or
simulating,or otherwiseforging, written
instruments;
(2) makesor possesses anydevice,
apparatus,equipment,or articlecapable
of or adaptable to a use specified in
subdivision(I)ofthissection,with
intent to use it him_lf, or to aidor
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SOUTH DAKOTA (continued)

Forfeiture/
Destruction/

State Statutory Registration Restitution
, Law(s) Section(s) StatutoryElements Requirements Statutory Definitions Provisions

permitanotherto useit, for the purpose
of forgery; or
(3) possesses a genuineplate,die, or
otherdevice used in the productionof
writteninsmunents,withintentto
defraud.

SeeAlso:
" Forgery § 22-39-36tlo
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SOUTH CAROLINA (10/13/94)
Forfeiture/

Destruction/
Stale Slatutory Registration Restitution
Law(s) Section(s) StatutoryElements ,Requirements Statutory Definitions Provisions

Intentional Code of Laws § 39-15-1190(A) State § 39-15-1190(B)(l)(a-c)
Use of of South Whoever intentionallytrafficsor Registration The term"counterfeitmark"in this
Counterfeit Carolina A_t!emptsto trafficin goods or services section means:
Markor § 39-15-1190 andknowingly uses or should have (1) a spuriousmark:(a)thatis used in
Traffickingin Anno!A!_ known a counterfeitmarkou or in connectionwithtraffickingin goods or
Goodsor connection withsuch goods or services servi_s; Co)thatis identical with, or
Services shallbe deemedguilty of a substantiallyindistinguishablefrom,a
Using Such misdemeanor,if an individual,be fined markregisteredfor those goods or •
Marks... not more thanfive thousanddollaror serviceswith the secretaryof stateunder...t

t_ imprisonednot more thanone year,or thischapterandin use, whetheror not the
w both, and, ffa personother than an defendantknew such markwas so

individual, be fined not more than registered;and (c) the use of which is
twenty thousanddollars, likely to cause confusion,to cause

mistake,or to deceive.

§ 39-15-I 190(C)
'Traffic" meanstransport,transfer,or
otherwise dispose of, to anotheras
considerationfor anything of value,or
makeor obtainControlof with intentso to

See Also: transport,transfer,or dispose of.
Forgery § 16-13-10
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TENNESSEE (1932) Y

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements StatutoryDefinitions Provisions

Criminal Tennessee § 39-14-115
Simulation Code (a)A personcommits an offenseof

Annotated criminalsimulationwho:
§ 39-14-115

(1) Withintentto defraudor harm
another:.

(A) Makesor altersan object,in
whole or in part, so that it appearsto

'P have value becauseof age, antiquity,
rarity,source,or authorshipthat itdoes

.1_ not have;or
(B) Possesses an object so madeor

altered,with intent to sell, pass or
otherwiseutterit;or

(C) Authenticatesor certifiesan
object so madeor alteredasgenuineor
asdifferentfrom what it is; or

(C) Criminal simulation is punishable as
See Also: theft pursuantto § 39-14-105, but in no
Forgery § 39-14-114('1") event shall¢tilninal simulationbe less
Remedies § 47-25-513 thana Class E felony.
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TEXAS (9/1/97)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Sectlon(s) Statutory Elements Requirements StatutoryDefinitions Provisions

i
Trademark Texas S!an_tes § 32.23 I Any Stateor § 32.23(a)

Counterfeiting and Codes (b) A person commits an offense if the Federal (1) "Counterfeitmark" means a markthat
Title i 7 Annotated person intentionallymanufactures, registrationor is identicalto or substantially

§ 32.23 displays,advertises,distributes,offers for protectedby indistinguishablefrom a protectedmark,
sale, sells or possesseswith intent to sell § 16.30 theuse of productionof which is not
ordistributea counterfeitmarkor an iBusiness and authorizedby theowner of the protected
item or servicethat: Commerce mark.
(1) bears or is identifiedby a counterfeit Code, or by 36
mark;or U.S.C. § 371 et (2)"Identification Mark"meansa data

plate,serialnumber,or partidentification,_ (2) the personknows or should have seq.
known bearsor is identifiedby a number.

m counterfeitmark.
(c) A Stateor federalcertificateof (3) "ProtectedMark"meansa trademark
registrationof intellectualpropertyis or servicemarkor an identificationmark.
primafacie evidence of the facts stated in (4) "Retail value" meansthe actor's
the certificate, regular selling price fora counterfeitmark
An offense under this section is a: or an item or service that bearsor is

identified by a counterfeitmark,except
(d) For the purposes of subsection(e), that if an item bearinga counterfeit mark
when itemsor servicesare the subjectof is a componentof a finished product,the
counterfeiting in violationof this section retail value means the actor's regular
pursuantto one scheme or continuing selling price of the finishedproducton or
course of conduct, the conductmay be in which the component is used,
consideredasone offense and the retail distributed,or sold.
value of the itemsor servicesaggre.
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TEXAS (continued)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statuto Elements Requirements Statuto Definitions Provisions

gated in determiningthe gradeof (5) "Service mark"has themeaning
offense, assignedby Section 16.01, Business &
(e)(l) Class C misdemeanorif the retail CommerceCode.
valueof the itemor service is less than
$20 (6) "Trademark"has the meaning
(2) Class B misdemeanorif the retail assigned by Section 16.01, Business &
value of the itemor service is $20 or CommerceCode.
more, but less than $500
(3) ClassA misdemeanorif the retail

'P' value of the itemor service is $500 or...t

more, but less than $1,500
(4)Statejail felony if the retailvalue of
the itemor serviceis $1,500 or more, but
less than$20,000
(5) Felony of the third degreeif the retail
value of the itemor service is $20,000 or
more,butless than$100,000
(6) Felony of the second degree if the
retailvalue,of the item or service is
$100,000 or more, but less than
$2OO,OOO
(7) Felony of the firstdegree if the retailSee Also:

Criminal Valueof the item or serviceis $200,000
Simulation § 32.22 or more
Forgery § 32.21(I")
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UTAH (1953, amended I984)
" ' Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

Selling Goods UtahCode Everypersonwho sells or keepsfor sale State §76-10-1001
Under ,Annotated any goods upon or to whichany Registration (1) "Forgedtrademark,"forged trade
Counterfeited § 76-10-1003 counterfeitedtrademark,tradenameor name, "forged tradedevice;' "and
Trademark, tradedevice has beenaffixed, afterithas counterfeitedtrademark,""counterfeit
TradeName been filed with the Division of tradename," "counterfeittradedevice," or
orTrade CorporationsandCommercialCode, theirequivalents,as used in thispart,
Device intending to representthe goods as the includeeveryalterationor imitationof

genuinegoods of another,knowing it to any trademark,tradename, or trade '
i_, be counterfeited, is guiltyof a class B device so resembling the originalas to be
"" misdemeanor, likely to deceive.t_
',4 (2) "Trademark"or "tradename"or "trade:

device" asused in this part,includes every
trademarkregistrablewith the Division of
CorporationandCommercialCode.

UTAH (1973)

Use of § 76-10-1007 !Everypersonwho adoptsor in any way
Re_ uses theregiste_ tradema.,kof another,
Trademark without theconsent of the owner thereof
Without is guilty of a class B mi_emeanor.
Consent

I
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UTAH (1953)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Porgin8 or § 76-10-1002 Every personwho willfully forgesor
Cotmterfeiting counterfeits,or procuresto be forged or
a TnulemaA, counterfeited,any trademark,tradename

Trade Name ,or tradedevice, usuallyaffixed by any
or Trade person,or by any associationor union of
Device workingmen,to his or its goods, which

has been fded with theDivision of
Corporationand CommercialCode, with

_u intent to passoff any goods to which the
"" forged or counterfeitedtrademark,trade
oo nameor tradedevice is affixed, or

intended to be affuced,as the goods of
theperson,or association,or union of
workingmen,is guUtyof a class B
misdemeanor.

See Also:
Crlminel
Simulation § 76-6-518
Forgely ('1') § 766-501
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VERMONT (1957)
Forfeiture/

Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

i

Violations Vermont § 9-2530 I
Statutes Subjectto the provisions of section2532
Annotated. of this title,no personshall knowinglyor
§ 9-2530 willfully:

(I) Falselymake, counterfeit,imitate,
sell,offer for sale, or in any wayutteror
circulateany trademarkwhich hasbeen
registeredin accordancewith theprovi-

_sions of this subchapter;
w" (2) Affix to any articleor merchandisea

false or counterfeitor imitationtrade-
mark.or the genuine trademarkof
anotherwhich hasbeen registeredin
accordancewith the provisionsof this
subchapterwithout the latter'sconsent;
or

(3) Sell, keep. or offer for salean article
of merchandise,to which is affixeda
false or counterfeittrademark,and the
genuine trademark,or an imitationof the

., trademarkor anotherwhich hasbeen
registeredin accordancewiththe
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VERMONT 'continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution

,, Law(I) Sectlon(s) Statutory Elements Requirements StatutoryDefinitions Provisions

provisions of this subchapter, without the
latter's consent;or
(4) Having in his possession a counterfeit
tradema_ or a die,plate,brandor other
thing for thepurposeof falselymaking
or ¢ounterfeitin8 a uademarkwhich has
been registeredin accordancewith the
provisionsof this subchapter;,or

_, (5) Makeor sell, or offer to sell or
"" dispose of, or have in his possessionwith,Ih
o intent to sell or dispose of, an articleof

merchandisewith a trademarkwhich has
beea registeredin accordancewith the
provision of this subchapterby another,
which indicatesfalselythequantity,
character,place of manufactureor
productionor personmanufacturing,
producing or sponsoringthearticle.
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VERMONT'continued)
Forfeiture/
Destruction/

State Statutory - Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

§ 9-2531 § 9-2531
Subject to the provisionsof § 2532 of
this title,anypersonwho violates anyof
theprovisionsof § 2530 of this titleshall
be fmednot morethan $500 or
imprisonedno more than one (1) year, or
both andshallbe liable to pay all .
damagessustainedin consequenceof ,.

_, suchviolationof § 2530, to be recovered
-" by oron or behalfof the partyinjured
,.t therebyin a civil actionon thisstatute.

See Also:
Uttaing
Forgedor
Czunterfeit
lastmment § 1802
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VIRGINIA (4_6/96 amended)

Forfeiture/
Destruction/

State Statutory Registration Restitution
law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

Infringement Code of § 59.1-88 State § 59.1-89
Virginia Subjectto theprovisionsof § 59.1-89, Registration All items
§ 59.1-88 any personwho (i) uses, in this bearing

Commonwealth, without theconsent of counterfeit
the registrant,any reproduction, markswill be
counterfeit,copy or colorableimitation delivered to
of any registeredtrademark,case markor an officer of
servicemarkin connectionwith the sate, the court,
offering for sale, manufacturing, or to the

._-" distribution,or advertisingof any goods complainant
or services in a mannerlikely to cause fordestmc-
confusion or mistakeor to deceive tion and
purchasersas to the sourceor origin of disposition.
such goods or services; (ii) reproduces,
counterfeits,copies, or colorablyimitates
any such trademark,case markor service
markandappliessuch reproduction,
counterfeit,copy, or colorableimitation
to signs, prints,packages,wrappers,
apparel,manufactureditems or
advertisementsintendedto be used
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VIRGINIA 'continued)
Forfeiture/

Destruction/
State Statutory Registration Restifution
Law(s) Section(s) Statuto_ Elements Requirements Statutor]yDefinitions Provisions

upon or in connection with the sale or
otherdistributionin this commonwealth
of such goods or services,shallbe liable
as providedin § 58.1-89...

Remedies; :§ 59.1-89 A. Any owner of a trademarkor service
C_rlm|na] _ registeredunderthischapter,or
Penalties prioracts, and in forceand effect,may

._ proceedby suit in a circuitcourtto .

..a
enjoin the manufacture,use, displayor
sale in thisCommonwealth of any
cotmteffcfitsor imitationsthereofandthe
courtmay grantinjunctions to restrain
such manufacture,use, displayor sale as
may be by the courtdeemedjustand
reasonable,and may requirethe
defendantsto pay to such ownerall
profitsderived from and/orall damages
sufferedby reasonby such wrongful
manufacture,use, displayor sale.
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VIRGINIA, continued)
I Forfeiture/

Destruction/
State Statutory Registration Restitution

,, Law(s) Section(s) StatutoryElements Requirements Statutoff Definitions Provisions

B. Any person who knowinglyand
intentionallyviolates theprovisionsat
§ 59.1-88 is guilty of a Class2
misdemeanorand, upon a secondor
subsequentconviction, is guiltyof a
Class 6 felony.

See Also:
g: Forum, §18.2.172
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WASHINGTON (1909)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Counterfeiting Annotated § 9.16.030 I Federalor State § 9.16.070 Form andsimilitudedefined._
Trademark, RevisedCode Every personwho shalluse or displayor Registration A plate, label,trademark,term,design,
Brand,etc. of Washington have in his possession with intentto use device or formof advertisementis in the

§ 9.16.030 or display, thegenuine label, trademark, form and similitudeof the genuine
term,design, device, or form of instrumentimitatedif the finishedpartsof
advertisementof any person, the engraving thereuponshallresembleor
corporation,associationor union, conformto the similarpartsof the
lawfullyfiled forrecordin the office of genuine ins_umen_

_u the secretaryof state,or the exclusive .
rightto use whichis guaranteedto any § 9.16.050 When deemedaffixed.

tn person,corporation,associationor A "label,trademark,term,design, device
union,by the laws of the UnitedStates, or form of advertisementshallbe deemed
withoutthe writtenauthorityof such to be affixed to any goods, wares,

Iperson,corporation,associationor merchandise,mixture,preparationor
union,or who shall willfully forge or compound wheneverit is in any manner
counterfeitor use or displayor have in placed in or uponeither the articleitself,
his possession withintentto use or or the box, bale,barrel,bottle,case, cask
displayanyrepresentation,likeness, or other vessel or package,or the cover,
simih'tude,copy or imitationof any wrapper,
genuine label, trademark,term,design,
device, or form of advertisement,so flied
or protected,or any die, plate,stampor
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WASHINGTON (continued)
i i

Fodeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Sectlon(s) . StatutoryElements Requirements Statutory Definitions Provisions

other device for manufacturingthesame, stopper,brand,label or otherthing in, by
shall be guiltyof a grossmisdemeanor or withwhich the goods arepacked,

enclosed, or otherwisepreparedfor saleor
Displaying § 9.16.040 § 9.16.040 distribution.
Goods with Every personwho shallknowingly sell,
FaLse displayor advertise,or havein his
Trademark possession withintent to sell, any goods,

wares,merchandise,mixture,preparation
'_ or compound havingaffixed theretoany
"" label, trademark,term,design,device, or

form of advertisementlawfully filed for
recordin theoffice of the secretaryof
stateby any person,corporation,
associationor union, or the exclusive
right to the use of which is guaranteedto
such person,corporation,associationor
union under the laws of the United
States,which label, trademark,term,
design, device or fromof advertisement
shall have been used or affixed thereto
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WASHINGTON (continued)
Forfeiture/

Destruction/

State Statutory Resistration Restitution

,,, Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

without the written authority of such
_person, corporation, association or
union, or having affixed thereto any
forged or counterfeit representation,
likeness, s_i)itude, copy or imitation
thereof, shall be guilty of a
misdemeanor.

|

"-' SeeAlso:
,,a Forgery § 9A.60.020

:i
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WEST VIRGINIA
Forfeiture/

Destructionl

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Making plates, WestVirginia § 61-4.4
etc., for Code If any personengrave,stamp,orcast,or
forgery; § 61.4.4 otherwisemakeor mendany plate,
possession of block, pressor otherthing adaptedand
same;penalty, designed for the forgingand falSe-

making of any writingorotherthing,the
forgingor false making whereof is
punishableby this article;or if such

personhave in his possession any such
plate,block, press,orother thing,with
intentto use, or causeor permitit to be
used, in forging or false-makingan such ..
writingor otherthing,he shallbe
deemed guiltyof a felony, and, upon
conviction, shallbe confined in the
penitentia_ not less than two normore
thantenyean.

Forging or § 61-4-5 § 61-4-5
utteringother If any personforge any writing,other
writing; thansuch as is men_".medin the firstand
penalty, thirdsections [§§ 61-4-1, 61-4-3] of this
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WEST VIRGINIA (continued)
n |m

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

article,to theprejudiceof another'sright,
or utteror attemptto employ as truesuch
forged writing,knowing it to be forged,
he shallbe guilty of a felony, andupon
conviction, shnllbe confinedin the
penitentiarynot less than one nor more
than tenyears,or in the discretionof the
court,be confmed injail not more than
one yearand be fmednot exceeding five
hundreddollars.
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WISCONSIN (1905, amended 1991)
"' Forfeiture/

Destrucfioni

State Statutory Registration Restitution
Law(s) Section(s) StatutoryElements Requirements StatutoryDefinitions Provisions

Duplication or Wisconsin § 132.02 § 132.01
Reproduction Statutes (1) Itshall be unlawfulfor anyperson, (1) "Counterfeitmark" meansa spurious

Annotated firm, copartnership,corporation, markthatis identical to or substantially
§ 132.02 associationor union of workingmen, identicalto a genuine markand that is

without theconsent of theownerof any used or intendedto be used on or in
mark,to remove any suchmarkattached connectionwith goods or services for
to merchandiseor productsof labor,for which thegenuine markis registeredand
thepurposeof using suchmerchandise in use. "Counterfeitmark" does not mean

,_ or productsof laboras a patternfor the any markor designationused in
..t
_n ,duplicatingor reproductionof the same, connectionwith goods or services if, at
¢_ eitherin the identical formor in such the timethegoods or services were

nearresemblancetheretoas maybe manufacturedor produced,the holder of
calculatedto deceive, the rightto use the markauthorizedthe
(3) It shall be unlawful forany other manufactureor producerto use the mark
person to makeuse, with the intentto or designation for the type of goods or
deceive, of that mark or anycounterfeit servicesmanufacturedor produced.
markwhich is identicalto or
substantiallyidenticalto thatmark,or to (2) "Mark"means a label,trademark,
utteror display the sameorally,or in any tradename,term,design, pattern,model,
printedor writtenformin theconduct of device, shopmark, drawing, specification,
his or herbusinessor any business
transactionwithout the expressconsent,
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WISCONSIN (continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Section(s) Statutor_ Elements ,, Requirements StatutoryDefinitions Provisions

license,andauthorityof the person, firm, designation,or formof advertisementthat
partnership,corporationassociationor is adoptedor used by any person to
unionso owning thesame, andsuch designate,make, knownor distinguish
unauthorizedand unlawful use may be any goods or serviceas having been
prohibitedandpreventedby in_unction made, preparedor providedby that
or otherproperproceedingin a court of personand that is registeredby that
competentjurisdictionwithout recourse personunder § 132.01.
to thepenal statuteprovidingpunish-
meritforsuch unlawful use.In casesuch

..A

m a_'on or union of workingmenis
not incorporatedsuch actionsmay be
commencedand prosecutedby an officer
of memberof such associationor union
on behalfof and for theuse of such
associationor union. This subsection
does not applyto the puxchaseof
merchandisein good faith froma
distributoror the retailsaleof that
merchandisein good faith.
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WISCONSIN(continued)
Forfeiture/

Destruction/
State Statutory Registration Restitution
Law(s) Sectlon(s) StatutoryElements Requirements StatutoryDefinitions Prov|sLnns

Penalty § 132.03 Every personwho knowinglyviolates
Traffickingin §§ 132.01 or 132.02, except those
Counterfeit provisionsrelativeto emergencyrepairs,
Marks shallbe imprisonedfor not morethan6

months or fined not more than$10,000
or both.

§ 132.20(a) Any personwho, with intenttodeceive,
,_ trafficsor attemptsto trafficin this state..L '

m in a counterfeit mark or in anygoods or
service bearingor providedundera
counterfeitmarkshall, if thepersonis an
individual,be fmednot more
tlum$250,O00or imprisoned fornot
more than 5 yearsor both, or,if the
personis not an individual,be freed not
morethan $1,000,000.

See Also:

Forgery 943.38(3)(a)(c)
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IVYOMING (1982)
"' Forfeiture/

Destruction/
State Statutory Registration Restitution

law(s) Section(s) Statutory Elements Requirements Statutory Definitions Provisions

Forgery; Wyoming § 6-3-602 § 6-3-601
Penalties Statutes (a) A person is guilty of forgery if, with "Writing" means printing or any other

Annotated the intent to defraud, he: method of recording, information, money,
§ 6-3-602 (i) Alters any writing of another coins, tokens, stamps, seals, credit cards,

without authority; badge, trademarks, and other symbols of
(ii) Makes, completes, executes, value, right, privilege or identification.

authenticates, issues or transfers any
writing so that it purports to be the act of
another who did not authorize that act or

...t

m ito have been executed at a time or place
w or in a number sequence other than was

in fact the case, or to be a copy of an
.original when no such original existed.

(iii) utters any writing which he
knows to be forged in a manner specified
in paragraphs (i) or (ii) of this subsection.

(b) Except as provided in subsection (c)
of this section, forgery is a felony.
punishable by imprisonment for not
more than ten (10) years, a fine of not
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WYOMING 'continued)
i i

Forfeiture/
Destruction/

State Statutory Registration Restitution
Law(s) ,Sectlon(s) StatutoryElements Requirements Statutory Definitions Provisions,

more than ten thousand dollars
($10,000), or both.

See Also:
Possession of
iForged
Writingand
Forgery

'p Devices;
tn Penalties § 6-3-603(T)
8
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APPENDIX 6-1

STATE STATUTES AND
COMMON LAW RELATING
TO COUNTERFEITING

6-19
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ALABAMA

Statute Code Provision Statutory Description

TrademarkRegistration Aia. Code § 8-12-6 to 19 (1993 Repl. A state trademarkregistrationis required for a part),to sue for trademark
Vol.) counterfeitingor infringementin Alabama. Remedies include injunctive

relief andrecoveryof the infringer's profits and/orthe owner's damages
andcosts. Ala. Code § 8-12-16 to 18 (1993 Repl. Vol.). A state
registrationis not requiredfor the public prosecutorto bringcriminal
chargesfor theft of trademarksAla. Code § 13A-8-10.4 (1994 Repl.
Vol.).

Dilution Ala. Code § 8-12-17 (1993 Repl. Vol.) The statute provides for injunctive relief only.

Unfair Business Practices Not applicable Alabamadoes not imve an unfairbusiness practicesact which would
Act apply to trademarkmatters.

UnfairCompetition Not applicable Alabamadoes not have a separate state statute prohibiting unfair
competition.

O
Common Law Notapplicable Statecourtshaverecognizedacommon lawcauseofactionforunfair

competitionwhichincludespalmingoffandimitationofunregistered
trademarks.Remedies:InJunctiverelief,damages,profitsand,in
exceptionalcases,punitivedamages.
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ALASKA

Statute Code Provision StatutoryDescription
Trademark Registration AS §§ 45.50.010-45.50.205 A state trademarkregistration is required for a party to sue for trademark

counterfeiting or infringement in Alaska. Remedies include injunctive relief
and, where the acts arecommitted with the intentto cadse confusion,
mistake or to deceive, the regim'ant may recover profits or damages. The
court may also orderthat the counterfeits or imitations be delivered up for
destruction and may enter judgment for punitive damages in an amount not
to exceed three times the profits and damages. See AS § 45.50.180.

Dilution AS § 45.50.180(d) The statute provides for injunctive relief against another's dilution of a
famous mark and, for willful dilution, the same remedies for trademark

infringement or counterfeiting.

Unfair Competition AS § 45.50.471 Remedies: Injunctive refief as well as civil penalties to be paid to the State.t,o
-.t
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ARIZONA

Statute Code Provision Statutory Description
TrademarkRegistration A.R.S.§ 44-1441 et seq. A statetrademarkregistrationis requiredfor a partyto sue for trademark

counterfeitingor infringementin Arizona.Remedies includeinjunctive
relief, recoveryof infringer's profitsand/ordamages, and destructionof
infringer's goods.

Dilution Not applicable Arizona does not havea separatestatutefor dilution.

UnfairBusiness Practices A.R.S. § 44-1522 The act prohibitsunlawfulbusiness practices andprohibitsany
Act deception, deceptive act or practice,fraud, false pretense,

misrepresentation,or concealment in connection with the sale or
advertisementof any merchandise.Damages are limited to actual
damages,tYet, if theviolations are willful, then punitivedamages may
be assessed.2

q,
Unfair Competition Not applicable Arizonadoes not have a separatestatuteprohibitingunfaircompetition.

t_ j
Common Law Not applicable State courts have recognizedcommon law rights in trademarksand

actions for unfaircompetition.3The question is whether there was
confusion to the public.`*Damagesmay include injunctiverelief.

IPeery v. Hansen, 120 Ariz. 266, 585 E2d 574 (Ariz. Ct. App. 1978).
2Dunlap v. Jimmy GMC of Tucson, Inc., 136 Ariz. 338, 666 P.2d 83 (Ariz. Ct. App. 1983).
3KaibabShop v. Desert Son, Inc., 135 Ariz. 487, 662 P.2d452 (Ariz. Ct. App. 1982).
'*Taylorv. Quebedeaux, 126 Ariz. 515, 617 P.2d 23 (Ariz. 1980).
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ARKANSAS

Statute Code Provision StatutoryDescription
Trademark Registration Ark.Code Ann. § 4-71-101 through A state trademark registration is required for a party to sue for trademark

4-71-114 counterfeiting or infringement in Arkansas. Remedies: Injunctive relief,
recovery of infringer's profits and/or damages and destruction of
counterfeits or imitations in the possession or control of.'the defendant.

I Treble damages and/or attorney's fees are also recoverable if the court
finds knowledge or bad faith. Arkansas does not provide for any
criminal sanctions for engaging in trademark counterfeiting.

Dilution Ark.Code.Ann. § 4-71-113 The statute provides for injunctive relief and, if willful intent is shown,
recovery of profits and attorney's fees.

Unfair Competition Not applicable Arkansas does not have a separate state statute prohibiting unfair
competition. The courts have defined "unfair competition" to mean "a

¢_ course of dealing which leads, or is likely to lead, consumers into
¢_ believing that the goods or services of one supplier are those of

another. ''5
I

Consumer Fraud Not applicable Arkansas has not enacted any consumer fraud statutes.

Common Law Not applicable Arkansas recognizes common law actions for both trademark and wade
name infringement.

SSouthwestern Bell T. Co. v. Nationwide Ind. Dir. Serv., Inc., 371 F. Supp. 900, 907 (W.D. Ark. 1974).
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CALIFORNIA

Statute CodeProvision StatutoryDescription
TrademarkRegistration Ann.Cal. Bus. & Prof.Code § 14200 A statetrademarkregistrationis not requiredfora partyto sue for

et seq. trademarkcounterfeitingor infringementin California.Remedies:
Injunctiverelief to preventfutureharm,as well as up to threetimesthe
registrant'slosses andthreetimesthe infringer'sprofits,in addition,the
courtmay orderthatall counterfeitsbe destroyed.A Stateregistrationis not
requiredforthepublicprosecutortobringcriminalchargesfor theftof
trademarks.(Cal. Pen.Code § 350).

Dilution Ann Cal.Bus. & Prof.Code § 14330 The statuteprovidesfor injunctiverelief to preventdilutionof a mark
registeredunderthischapteror dilution of a markvalidatccmnnonlaw.

UnfairCompetition Ann.Cal. Bus. & Prof.Code § 17200 Californiarecognizeda conanonlaw right of unfaircompetitionwhich
et seq. providesforinjunctiverefiefandrestitution._

UnfairBusinessPractices TradePracticesAnn.Cal.Bus. & Prof. The Act protectsconsumersandcompetitors.Remedies:Injunctiverelief as4_
Act Code § 14330 et seq. well as any otherordersnecessarytorestore thepartyharmedby theunfair

competition.

Co_ Law Not applicable Californiarecognizeda conunon law rightof unfaircompetitionwhich
provides for injunctiverefiefand restitution?

eSee MallardCreekIndustries,Inc.v. Morgan,56 Cal.App.4th 426 (Cal.Ct. App. 1997);LebasFashion Importsof USA, Inc.v. ITr HartfordBus.
Group,Inc.,50 Cal.App.4th548 (Cal.Ct. App. 1996).
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COLORADO

Statute CodeProvision StatutoryDescription
Trademark Regisu'ation Colo. Rev. Star§ 7-70-111 et seq. A state trademarkregistrationis requiredfor a party to sue for trademark

counterfeiting or infringement in Colorado. Remedies: Injunctive relief,
recoveryof infringer's profits or damages. (Colo. Rev. Stat § 7-70-1 !2).

I Attorney's fees may also be awarded.
r

Dilution Not applicable Colorado does not have a separate statutefor dilution.

Unfair Business Practices Colo. Rev. Stat. § 6-1-105, et seq. The statute, also referredto as the ConsumerProtectionAct, prohibits
Act Colo. Rev. Star. § 6-1-1 !3 the passing off of goods and services of another. Relief under the

deceptive trade practiceact is available to any person in a civil action.
Damages include monetary relief and attorney's fees and costs,s

Unfair Competition Not applicable Colorado does not have a specific statement for unfair competition.

Common Law Not applicable State courtshave recognized common law actions forunfair
tn competition. Remedies: Injunctive relief, damages,or profits.9

SDoddsv. FrontierChevrolet Sales and Service, Inc., 676 P.2d 1237 (Colo. Ct. App. 1983).
9Lexton-AnciraReal EstateFundv. Heller, 826 P.2d 819 (Colo. 1992); Dunlap v. ColoradoSpringsCablevision, Inc., 829 P.2d 1286 (Colo.

1992).
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CONNECTICUT

Statute .CodeProvision StatutoryDescription
Trademark Registration Conn. GeneralStatutes, 62la, 9 35-11a et A state trademarkregistrationis requiredfor a partyto sue for trademark

seq. counterfeitingor infringementin Connecticut. Remedies: Injunctive
relief, recoveryof infringer'sprofits and/ordamages,anddestructionof
counterfeitsor imitationsin the possession or control of the defendant.A
state registrationis not requiredfor thepublic prosecutorto bring
criminalchargesfor theftof trademarks.9 53-347a.

Dilution 9 35-1 li(c). The statuteprovides forinjunctive relief, recoveryof infringer'sprofits
and/or damages,anddestmctionof counterfeits or imitations in the
possession or control of the defendant, i

Unfair Competition Not applicable Connecticutdoes not have a separate state statuteprohibitingunfair
competition.

y,
t_ Unfair Business Practices 99 42-110a et seq. Connecticut's Act protectsconsumers and competitors.Remedies:

Act Injunctiverelief, recovery of infringer'sprofits and/ordamages, and
destructionof counterfeitsor imitations in the possession or control of
the defendant.

Common Law Not applicable Connecticutrecognized a common law right of unfaircompetition,
including infringementof trademarks,tradenames, and tradedress.
Remedies: Injunctiverelief and damages.
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DELAWARE

Statute CodeProvision StatutoryDescription

TrademarkRegistration 6 Del. C. 9 3303 et seq. A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Delaware.Remedies: Injunctiverelief
and an award of lost profitsand/ordamages.The courtmay also order
that all counterfeits or imitationsbe delivered up for destruction.See 6
Del. C. 99 3312 & 3314.

Dilution 6 Del. C. 9 3313 The statuteprovides forinjunctiverelief to prevent the dilution of a
markregisteredunder this chapteror dilution of a mark or tradename
valid at common law.

UnfairCompetition 6 Del. C. 9 2532 Delaware also has a separatestate statuteprohibitingunfair competition.
Remedies: Injunctiverelief and,in exceptional cases, the courtmay
award reasonableattorneys'fees to theprevailing party.Costs or
attorneys'fees may be assessed againsta defendantonly if he has

',4_ willfully engaged in a deceptive trade practice.The relief providedis in
additionto remedies otherwise available underthe common law or other
Delaware statutes.

CommonLaw Not applicable Delaware has recognized a common law rightof unfaircompetition. If
damagesare awardedto theaggrievedpa_y, undercommon law or other
Delaware statutes, such damages awardedshall be treblethe amountof
actual damagesproved.See 6 Del. C. 9 2533.
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DISTRICT OF COLUMBIA

Statute Code Provision Statutory Description

TrademarkRegistration Not applicable The Districtof Columbiadoes not have a separateTrademark
registrationstatute.Marks areregisteredfederally underthe Lanham
Act.

Dilution Not applicable The Districtof Columbia does not have a separate statutefor Dilution.

UnfairBusiness Practices Not applicable The Districtof Columbiadoes not have an Unfair Business Practices Act
Act which would applyto trademarkmatters.

Unfair Competition Not applicable The Districtof Columbiadoes not have a separate statuteprohibiting
unfair competition.

Common Law Not applicable Local courts have held thata common law cause of action exists.1°The
elements of such common law action follow the Lanham Act. Remedies:

Injunctive damages.relief and

'=

_°Blacksin Gov't v. National Ass'n of Blacks WithinGov't, 601 F. Supp. 225 (D.D.C. 1983).
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FLORIDA

Statute CodeProvision StatutoryDescription
TrademarkRegistration Chapter495, FloridaStatutes(1997). Astatetrademarkregistrationis requiredfora partyto sue fortrademark

counterfeitingor infringementin Florida.Remedies:(a) injunctiverelief;
(b) paymentof thedefendant'sprofitsand/orplaintiff'sdamages;
(c) deliveringup anddestructionof"counterfeitsor imitations";and
(d) trebledamagesin thecourt'sdiscretion.Additionally,if "the courtshall
findthattheamountof therecoverybasedon profitsiSeitherinadequateor
excessive thecourtmayin its discretionenterjudgmentfor suchsum asthe
courtshallfindtobejust, accordingto thecircumstancesof thecase."
Section 495.141, FloridaStatutes(1997). A stateregistrationis notrequired
for thepublicprosecutorto bringcriminalcharges.

Dilution 495.151, FloridaStatutes(1997) The statuteprovidesfor injunctiverelief, butthereis no requirementthat

the tr_enu_k be either"f_" or registered.
UnfairComp_tion Not applicable Floridadoes nothave a separatestatestatuteprohibitingunfaircompetition.

CommonLaw Not applicable Section 495.161, FloridaStatutesexpresslypreservesall "rightsin marks
acquiredin good faithatany time atcommonlaw." Floridarecognizesa
commonlaw rightof unfaircompetition._'

i

HCrownCentralPetroleumCorp. v. StandardOil Co., 135 So. 2d 26, 28 (Fla. Dist.Ct. App. 1961); Chassis Masterv. Borrego,610 F. Supp.
473, 479 (S.D. Fla. 1985).
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FLORIDA (continued)

Statute CodeProvision StatutoryDescription
Unfair Business Practices Section 495.151, FloridaStatutes(1997) Floridahasenactedan UnfairBusinessPracticesAct whichprotects
Act consumersandcompetitors.Remedies:Injunctivereliefto prevent

subsequentuse by anotherof thesameor any similarmark,tradename,
labelor formof advertisementif it appearsto thecourtthatthere exists a
likelihoodof injurytobusinessreputationor of dilutionof thedistinctive
quality of themark,tradename, labelor formof advertisementof theprior
user,notwithstandingthe absenceof competitionbetween thepartiesor of
confusion as to the source of goods or services.

7'
k_
O
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GEORGIA

Statute CodeProvision StatutoryDescription

TrademarkRegistration O.C.G.A. §§ 10-1-440 el seq. State trademarkregistrationis requiredfor a party to sue for trademark
counterfeitingor infringementin Georgia.Remedies: Injunctiverelief,
liquidateddamages in theamountof $10,000 where the infringeris
knowledgeable aboutthe registration,and profits and damages may be
recovered where the infringementhasbeen "committed withknowledge
thatsuch trademarkor service markis intended to be used to cause
confusion or mistakeor to deceive." O.C.G.A. § 10-1-450. State
registrationis not requiredfor the public prosecutorto bring criminal
charges for theftof trademarkif the markis registered either (I) with the
U.S. Patent and TrademarkOffice, (2) underthe laws of any other state,
or protected underthe FederalAmateurSportsAct of 1978, 36 U.S.C.
§ 380. O.C.G.A. § 10-1-454.

ta Dilution O.C.G.A. § 10-1-451(b). Remedy: Injunctiverelief only.
...t

Unfair Competition O.C.G.A. § 23-2-55 An actionunderthis section may be basedupon passingoff,
unauthorizeduse of the nameor markof another,or othertraditional
forms of unfair competition. Remedy: Equitablerelief.
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GEORGIA (continued)

Statute Code Provision Statutory Description

Unfair Business Practices O.C.G.A. §§ 10-1-390 through 10-1-407 The Act protectsconsumers andlegitimate business enterprisesfrom
Act unfairor deceptive acts or practicesin the conduct of consumer

transactionsandconsumeracts or practicesin tradeand commerce.
Remedies: Issuance of a cease anddesist order,civil penaltyof upto
$5,000 per violation, injunctiverelief, restitution,and the appointmentof
a receiver or conservatorfor the defendantor its assets. Generalor
compensatory damages may be sought by the injured party after 30 days
writtennotice to the defendant.The courtmay awardtreble andpunitive

I damages for intentionalviolations of the Act. .

Common Law Not applicable Georgia also has a common law claim of unfaircompetition, which may
allow forthe recoveryof tortdamages including actual andpunitive

damages'12
t_
bJ

12Hagan& Dodd Co. v. Ribgers, 1 Ga. App. 190, 57 S.E. 970 (1907).
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HAWAII

Statute CodeProvision StatutoryDescription

Trademark Registration FIRS§ 482-2 et seq. A trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Hawaii. Remedies: Injunctive relief
and actualdamages. UndertheState CriminalCounterfeitStatute,civil
damagesof restitution are provided.HRS. § 706-601(1Xd).

Dilution Not applicable Hawaii does not have a separate statutefor dilution.

UnfairBusiness Practice HRS § 480-2 et seq. The act prohibitsunfair methodsof competition in commerce or trade.
Act Privateactions areavailable. Damages may also include attorney's fees

and treble damages,t3

UniformDeceptive Trade HRS § 481A-1 et seq. Damages include injunctive relief and attorney'sfees. Monetary
PracticeAct damages arenot available,m4

to_ UnfairCompetition Not applicable Hawaii does not have a separatestatutefor unfaircompetition and
to imitation of unregisteredmarks.

Common Law Not applicable Courtshave recognized common law actionfor unfaircompetition,
trademarkinfringement and palming ot'f.tsRemedies: Damages and
injunctiverelief.t6

t31sland Tobacco Co. v. R.J. Reynolds Tobacco, 627 P.2d 260 (Haw. 1981).
14Carringtonv. Sears, Roebuck & Co., 683 P.2d 1220 (Haw. Ct. App. 1984).
tSFamolare,Inc.v. Melville Corp., 472 F. Supp. 738 (D. Haw. 1979) aff'd 652 F.2d 62 (9th Cir. 1981).
_6Cieriv. Leticia QuerryRealty, Inc., 80 Haw.54, 905 P.2d 29 (Haw. 1995).
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IDAHO.

Statute Code Provision Statutory Description

Trademark Registration I.C. § 48-502 (1997) A state trademarkregistration is required for a partyto sue for trademark
counterfeitingor infringementin Idaho. I.C. § 48-512. Remedies:
Injunctiverelief, seizure anddestructionof infringing articles,profits,or
damages if the infringementwas committed with intentto cause
confusion or mistake.The courtalso has discretionto ordertreble
damages, i.C. §§ 48-511-513. State registrationis not requiredfor the
public prosecutor to bringcriminal charges for theft of trademarks,
which is considered a misdemeanor and provides for imprisonmentof
not more than six monthsand/or a fine not to exceed $300,

Dilution § 48-513 (1997) Remedies: Injunctiverelief and, if willful intentis proven, additional
remedies atthe discretion of thecourt.

cp Consumer ProtectionAct I.C. §§ 48-601 et seq. (1997) The Act prohibits passingoff goods or services, creating a likelihood oft_
confusion regarding the source of origin of goods or services, and falsely
disparagingthe goods or services of another. I.C. § 48-603 (1997).
Actions may be broughtby the Idaho AttorneyGeneralor any private
person who suffered a loss as a result of a purchase or lease transaction.
Pursuantto an action institutedby the AttorneyGeneral, the court may
order restitution.Remedies for actions broughtby individuals include
attorney's fees andthegreaterof $1,000 or the consumer's actual
damages. Punitivedamages are also recoverable.I.C. § 48-608 (1997).

Unfair Competition Not applicable Idahodoes not havea separatestatute prohibiting unfaircompetition.

Common Law Not applicable Idaho has recognizeda con-anonlaw right of unfair competition in the
trademarkcontext. Remedies: Injunctive relief and, if infringementor
unfaircompetition was intentional,damages.
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ILLINOIS

Statute CodeProvision StatutoryDescription
Trademark Registration 765 ILCS § 1036/1 et seq. State trademarkregistrationis requiredfor a partyto sue for trademark

counterfeitingor infringementin lllinois. Remedies: Injunctiverelief
and recoveryof infringer'sprofitsand/orthe owner's damages and
costs. The counterfeititems may also be destroyed by orderof court.

I Treble damagesand/or attomeys fees are availableif the infringer's
actions are done withknowledge or in badfaith. 765 ILCS § 1036/10.

Dilution 765 ILSC § 1036/65 The act provides for injunctiverelief only unless infringer'sconduct was
willful. At whichpoint, treble damages, infringer'sprofitsand/or
attorneys'fees may be recovered. The mark must be "famous" in order
to be protectedfrom dilution.The act is extremely similar to the Federal
Dilution Act.

Consumer Fraud and 815 ILCS § 505/1 et seq. The Act protectsconsumers and business persons fromfraudand unfairta
Deceptive PracticesAct methods of competition in commerce or trade.Privateactionsare

permissible andpunitivedamages may be awarded if violations were
: done willfully. Injunctiverelief is also available,along withattorney's

fees andcosts. 815 ILCS § 505/10(a)(c). 17

UniformDeceptive 815 ILCS § 510/1 et seq. The Act protectsagainst anyaction which tends tOcreate a likelihood of
PracticesAct confusion in thepublic.IsDamages include injunctiverelief, but not

monetarydamages.

17Brownv. ConsumerInstallment LendersProcessing Center, Inc., 1996 U.S. Dist. LEXIS4917 (N.D. Ill.), adopted,mot. Denied, 1996 U.SI
Dist. 4053 (N.D. Ill.)

lSNational Football League Properties,Inc. v. Consumer Enterprises,Inc., 26 Ill. Appl. 3d 814, 327 N.E. 2d 242 (Ill. App. Ct. 1975).
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ILLINOIS (continued)

Statute CodeProvision StatutoryDescription
UnfairCompetition Not applicable Illinoisdoesnot haveageneralunfaircompetitionstatute.

Common Law Not applicable Illinois courts have recognized common law actions for unfair
competition. Damages: Injunctive relief, monetary relief, and/or
defendant's profits.19 Remedies may include injunctive relief and

defendant' s profits.

tgSpanglerCandyCompanyv. CrystalPureCandyCompany,235 E Supp.18,25 (N.D. Ill. 1964),aff'd 353 F.2d641 (7thCir.1965).
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INDIANA

Statute CodeProvision StatutoryDescription
Trademark Registration IC 24-2-1-1 et seq. State trademarkregistrationis required for a party to sue for trademark

counterfeiting or infringement in Indiana.Remedies: Injunctive relief and
awarding of all profits derived from infringement as well as damages
suffered except thatprofits may only be awardedupon a showing that the
acts were committed with knowledge. State registration is not required for
the public prosecutor to bring criminal charges for thet_ of trademarks. IC
35-43-5-7.

Dilution IC 24-2-1-13 The statute provides for injunctive relief to prevent the dilution of a mark
registered under this chapter or dilution of a markor trade name valid at
common law.

Unfair Competition IC 24-2-2- ! et seq. Indiana recognized a common law right of unfair contrition which
provides for protection of marks when a person attempts to create confusion

t_ concerning the sc_ce of goods. Remedies: Injunctive relief and damages.",4

Co_ Law Not applicable Indiana recognized a common law fight of unfair competition which
provides for protection of marks when a person attempts to create confusion
concerning the source of goods. Remedies: Injunctive relief and damages.
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IOWA

Statute CodeProvision StatutoryDescription

Trademark Registration Iowa Code ch. 548 A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeiting or infringementin Iowa. Chap.548.1-101. Remedies:
Injunctiverelief, seizureand destructionof infringing goods, profits
and/ordamages and attorney's fees in exceptional cases. Chap. 548.101,
548.114. Iowa hasno criminalstatutefor trademarkcounterfeiting,but
Iowa Code ch. 714.8(8) prohibitsthe manufactureor possession of false
or counterfeitlabels with the intent to place it on merchandise to falsely
identify its origin or quality.No cases have been broughtunder this
subsection of the statute.

i

Dilution Iowa Code ch. 548-113 The statuteprovides for injunctive relief only.

Unfair Business Practices Not applicable Iowa does not have an unfairbusiness practices act.
Act

UnfairCompetition Notapplicable lowadoesnothaveastatuteprohibitingunfaircompetition.

Common Law Notapplicable lowastatecourtsrecognizeacommon lawactionofunfaircompetition
whichencompassesimitationofunregisteredtradenames,trademarks,
andpalmingoff.Remedies:InJunctiverelief,damages,andexemplary
damagesifplaintiffhassufferedmorethannominaldamages.
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KANSAS

Statute Code Provision Statutory Description
TrademarkRegistration K.S.A. 81-111 etseq. A state trademarkregistrationis requiredfora partyto sue for trademark

counterfeitingor infringementin Kansas.Remedies: Injunctiverelief
and, if the wrongfulacts are "committedwith knowledge thatsuch mark
is intendedto be used to cause confusion or mistakeor tOdeceive," the

I courtmay require the defendantsto pay the trademarkowner all profits
derived from andall damagessuffered by reason of the wrongfulacts.
The court may also orderall counterfeitsor imitationsto be delivered up
for destruction.See, K.S.A. 81-122.

Dilution Not applicable Kansas does not have an anti-dilution statuteor recognize dilution at
common law.

UnfairCompetition Not applicable Kansasdoes not have a separatestate statute prohibitingunfair
competition.w

Common Law Notapplicable Kansasrecognizesacommon lawrightofunfaircompetitionwhich
providesforinjunctiverelief.2°

_°Manorof Burlingame,Inc. v. SHCC, Inc., 916 P.2d 733 (Kan. App. 1996); Harpv. Appliance Mark, Inc., 827 P.2d 1209 (Kan.App. 1992).
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KENTUCKY

Statute CodeProvision StatutoryDescription

Trademark Registration KRS § 365.560 et seq. A statetrademarkregistrationis requiredfora party to sue for trademark
counterfeitingor infringement in Kentucky. Remedies: Injunctive relief,
recovery of infringer's profits and/or damages, and destructionof
infringer's goods. Attorney's fees may be awardedif infringing act was
committed in bad faith.

Dilution Not applicable Kentucky does not have a separate statute for dilution.

Unfair Business Practices Not applicable Kentucky does not have an unfair business practices act which would
Act apply to trademarkmatters. '

i,

Unfair Competition Not applicable Kentuckydoes not have a separatestatuteprohibitingunfair
competition.

o_ Common Law Not applicable State courtshave recognizedcommon law actions forunfaircompetition. Damages include injunctiverelief and monetary damages.
21

2tCovington Inn Corp. v. White Horse Tavern,Inc., 445 S.W. 2d 135 (Ky. Ct. App. 1969); Churchill Downs Distilling Co. v. Churchill Downs,
Inc., 90 S.W. 2d 1041 (Ky. 1939).
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LOUISIANA

Statute CodeProvision StatutoryDescription

TrademarkRegistration La. Rev. Stat.Ann. 51:211 et seq. A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Louisiana.Remedies: Injunctiverelief,
seizure anddestruction of infringinggoods, and profitsand/or damages
if the infringement wascommitted withintentto cause confusion or
mistake. La. R.S. 51:222(2). A stateregistrationis not requiredfor the
public prosecutorto bringcriminalcharges for trademarkcounterfeiting.
La. R.S. 14:229.

UnfairTradePractices and La. Rev. Stat. Ann. 51:1401-1419 The Act does not condemnspecific practices,but courtshave interpreted
ConsumerProtectionLaw it to prohibita wide varietyof consumer fraudpractices including false

designation of origin under the LanhamAct. Remedies: Damages,
restitution,reasonableattorney'sfees, andcosts. Trebledamages may be
awardedif the court finds that the unfairpracticewas conducted
knowingly. Only the statecan injunctiveobtain relief. An aw81"d of

"-" damages for mental anguish andhumiliationis also recoverable.22

UnfairCompetition Not applicable Louisiana has not enacteda separatestatuteprohibiting unfair
competition.

CommonLaw Not applicable Louisiana state courtsrecognize a common law actionof unfair
competition which encompasses imitationof trade names, trademarks,
and palming off. Remedies: Injunctiverelief anddamages.

22Vercherv. Ford Motor Co., 527 So. 2d 995 (La. Ct. App. 1988).
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MAINE

Statute CodeProvision StatutoryDescription
Trademark Registration 10M.R.S.A. § 1521et seq. A StateTrademarkRegistrationis requiredfora pattyto suefor trademark

counterfeitingor infringementin Maine.Remedies:Injunctiverelief andthe
recoveryof thedefendant'sprofitsandthe trademarkowner'sdamagesif
thewrongful"acts havebeencommittedwithknowledgethatthemarkis
intendedto be used tocauseconfusion ormistakeor to deceive." See 10
M.R.S.A. § 1529.The courtmay also orderthatany counterfeitsor
imitationsbe deliveredupfor destruction.The markowner may also "elect,
at anytime beforefinaljudgmentis rendered,to recoverinsteadof actual
damagesor profitsan awardof statutorydamageswith respectto any one
mark.. _in an amountnotto exceed $2,000." 10M.R.S.A. § !53!.(2). The
courtshall'also"awardtheprevailingpartycosts ,and,in exceptionalcases
only, mayawardtheprevailingpartyreasonableattorney'sfees." See 10

M.R.S.A. § 1531.(3).A Stateregistrationis notrequiredfor thepublicprosecutorto bringcriminalchargesfor the/_of trademarks.10MRSA
§7Ol.

Dilution 10 M.R.S.A. § 1530 The statuteprovidesfor "injunctiverelief notwithstandingtheabsenceof
competitionbetween the partiesor the absenceof confusion asto the source
of goods or services."

UnfairCompetition Not applicable Mainedoes nothave a separatestatestatuteprohibitingunfairconggtition.

Maine DeceptiveTrade 10 M.R.S.A. § 206 et seq. Maine DeceptiveTradePracticesAct protectsconsmnersandcompetitors.
PractieesAct Remedies:Injunctiverelief and, incases wherethedeceptivetradewactice

waswillful, thecourtmay awardattorney'sfeesandcourtcosts.

ConanonLaw Not applicable Mainerecognizesa co_ law rightof unfaircompetitionwhich
providesfor injunctive relief,z3

_Hubbard v. Nisbet, 193 A.2d 850 (1963).
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MARYLAND

Statute CodeProvision StatutoryDescription

Trademark Registration Md. Bus. Reg. Code Ann. 9 1-401to A state trademarkregistrationis requiredfora partyto sue for
9 14-415 trademarkcounterfeitingor infringementin Maryland.Remedies:

Injunctiverelief (9 1-414(c), profitsand damagesif committed with
infringer's knowledge thatsuch actions will cause confusion or deceit
(§ 1-14(b)(2)). Destructionof infringinggoods may also be ordered(9 1-
14(d)(3)). Moreover,all rights availableunderconunon law exist so it
may be argued thatnon-registered trademarkholders may proceed for an
infringementaction (g 1-402).

Dilution Not applicable Marylanddoes not have a separatedilution statute.

Unfair Business Practices Not applicable Marylanddoes not have an Unfair Business PracticesAct which would
Act apply to trademarkmatters.

Unfair Competition Not applicable Marylanddoes not have a separategeneral statutefor unfair competition.
w Yet, its Unfair Business Practice Act found at Md. Commercial Law

Code Ann. 9 13-301 et seq. prohibitsunfaircompetition.

Common Law Not applicable Marylandrecognizes common law action for unfaircompetition.
Remedies are limitedto injunctiverelief.24

UAttorneyGeneral of Marylandv. Dickson, 717 F. Supp. 1090 (D.Md. 1989); Mascarov. Snelling& Snelling, 243 A.2d l(Md. 1968).
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MASSACHUSETTS

Statute Code Provision Statutory Description

TrademarkRegistration Mass. Laws Ann. Ch. 110B, §§ 1-16. A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Massachusetts.Remedies: Injunctive
relief, seizure anddestructionof infringinggoods and profits, and/or
damages if the infringementwas committed withintent to cause
confusion or mistake. §§ I1, 13.Thereis no separatestatuteregarding
criminalprohibitionson counterfeitingof trademarks.

Regulationof Business Mass. Laws Ann. CI_93A, §§ 1-11 The Act prohibitsa wide varietyof business practices both between
Practices for Consmners consumers and business andbetween two businesses. The State Attorney
ProtectionLaw Generalmay bringan action for restitution. Privatepartiesmay also

bringactions, for whichthe remedies include injunctiverelief, damages,
reasonable attorney'sfees and costs. Trebledamages may be awardedif
the court finds that the unfairpractice was conducted wilfuUyand

knowingly. §§ 9, 11.
UnfairCompetition Not applicable Massachusetts has not enacted a separatestatuteprohibiting unfair

competition.

CommonLaw Not applicable The state courts recognize a conunon law action of unfaircompetition
where plaintiffcan prove eitherlikelihood of confusion or palming off.
Remedies: Injunctive relief and generaldamages.
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MICHIGAN

Statute CodeProvision StatutoryDescription

Trademark Registration M.C.L. 9 429.31 et seq. A statetrademarkregistrationis requiredfora partyto sue for trademark
counterfeitingor infringementin Michigan.Remedies:Injunctiverelief
and, if theactshavebeencommittedwithknowledgethat the markis
intendedto be usedto causeconfusionor mistakeorto deceive, lost profits

I or damagesmay alsobe recovered.The courtmay als0orderthatany
counterfeitsor imitationsbe deliveredup and destroyed.See M.C.L
99 429.42 and 429.43. A State registrationis notrequiredforthepublic
prosecutorto bringcriminalchargesfortheftof trademarks.M.C.L.
9 750.263.

Dilution Not applicable Thereis no statutoryor commonlaw causeof actionfor trademarkdilution
in Michigan.25

Unfair_tion Not applicable Michigandoesnot havea separatestatestatuteprohibitingunfair
competition.

Protection Act M.C.L 9 445.901 et seq. Michigan'sAct protectscons_ andcompetitors.Remedies:Damages
as well as injunctiverelief regardlessof whethertheplaintiffhasan
adequateremedyat law.

CommonLaw Not applicable Michigan recognizesa commonlaw rightof unfaircompetitionwhich has
been "analyzedundertheLanhamAct.''26Remedies:Injunctiverelief and
damages.

UAero-MotiveCo. v. U.S. Aeromotive, Inc., 922 E Supp. 29 (W.D. Mich. 1996).
_SSpoflsAuthority,Inc.v. Abercmmbie& Fitch,Inc., 965 F. Supp.925 (E.D. Mich. 1997);see also Two Men and a TruckInternationalv. Two Men

anda Tnu:k/Kalamazoo,Inc., 949 F. Supp.500 (W.D.Mich.1996).
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MINNESOTA

Statute Code Provision Statutory Description

TrademarkRegistration M.S.A. § 333.001 to 333.55 A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Minnesota.Remedies: Injunctiverelief,
recoveryof infringer's profitsand/orowner's damages andcosts. The
statutedoes not provide for seizure or destructionof goods.

Dilution M.S.A. § 325D.165 (1997) Minnesota'sdilution statute can be foundat M.S.A. § 325D.165 (1997).
The statute provides forinjunctiverelief only andmarkmustbe well
known or "famous."

Unfair Business Practices M.S.A. § 325 E andF (The statuteis not unified, but rather a compilation Ofseveralsections).
Act andConsumerFraud The sections are designed to protectconsumers and business persons

from fraudanddeceit in commerce and trade. Damages: Costs and
attorneysfees and equitablerelief. Privatecauses of action are

permissiblepursuantto M.S.A. § 325 D.09
o_ to § 325 D.16 and M.S.A. § 325 F.68 to § 325 F.70.

Uniform DeceptiveTrade M.S.A. §§ 325D. 43-325D.48 Remedies: Injunctionsand attorney'sfees.
PracticesAct

Unfair Competition Not applicable Minnesota does not have a separate statuteprohibitingunfair
competition.

Common Law Not applicable Minnesota recognizes a common law action for unfaircompetition.
Remedies: Injunctiverelief, actual and punitive damages, loss profit
and/or attorney's fees._

_Minneapple Company v. William Norman&n,338 N.W. 2d 18 (Minn. 1983); NorthStarBank v. NorthStar Bank of Minnesota, 361 N.W. 2d
889 (Minn.Ct. App. 1985).
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MISSISSIPPI

Statute Code Provision Statutory Description

TrademarkRegistration Miss. Code Ann. § 75-25-1, et seq. (1972) A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Mississippi. Remedies: Injunctive
relief, seizureanddestruction of infringingarticles,profitsand damages.
Trebledamages and/orattorney'sfees may be awardedat thediscretion
of thecourt or where the conduct involved was willful of in badfaith. A

I
state registrationis not requiredfor the public prosecutorto bring
criminalchargesfor trademarkcounterfeiting.Miss. Code Ann. § 97-21-
51.

Dilution Miss. Code Ann. § 75-25-25 Remedies: Injunctiverelief and, if the conduct was willful, thecourt has
discretion to awardadditionalremedies.

UnfairTradePractices Act Miss. Code Ann. §§ 75-24-1 et seq. The Act pertainsto trademarkinfringementincluding false designation
of origin and passingoff goods or services of another.The State
AttorneyGeneralmay bringan action andobtaininjunctiverelief,
revocation or suspensionof a business license, andcivil penalties up to
$10,000 payable to the State. Private patties may also bring actions al_er
participatingin an informaldispute resolutionsettlementprogramwith
the AttorneyGeneral's office. Remedies: Injunctiverelief, damages, and
reasonableattorney's fees.

Unfair Competition Not applicable Mississippi does not have a separate statute prohibitingunfair
competition.

CommonLaw Not applicable Mississippi statecourtshave recognized a common law actionfor unfair
competition thatencompasses imitation of trademarksand tradenames.
Remedies include all those available undergeneral tortlaw.

ACCA's 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 209

CHARTING A NEW COURSE



MISSOURI

Statute Code Provision StatutoryDescription

TrademaflcRegistration RS Mo. 417.005 et seq. A statetrademarkregistrationis requiredfora partyto sue fortrademark
counterfeitingor infringementin Missouri.Remedies:Injunctiverelief,
profits and damages only if intended to cause confusion or to deceive as to
sourceof origin.A stateregistrationis notrequiredforthepublicprosecutor
to bringcriminalchargesfor theft of trademarks.RS Mo.570.010.

Dilution RSMo. § 417.061 The statuteprovidesfor an automaticimpositionof an injunctionupona
showingof a violationof thestatuteanddamages.

UnfairCompetition Not applicable Missouridoesnot havea separatestatestatuteprohibitingunfair
competition.

UnfairBusinessPractices 407.020, 407.010 et seq. Missouriprotectsconsumersandcompetitors.Remedies:Injunctiverelief
Act and restitutionpayabletothe State.In addition,theCourtmay imposea

courtpenaltyof notmorethan$I,000 perviolation.
Co

Common Law Not applicable Missourirecognizesa common law right of unfair competition regardlessof
whetherthemarkis registeredwiththePatentOffice.2sRemedies:
Injunctiverelief aswell as thepossibilityof punitivedamages.

ZSDynamicSalesCompany, Inc. v. DynamicFastenerService, Inc.,803 S.W,2d129 (Mo. Ct. App. 1990).
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MONTANA

Statute CodeProvision StatutoryDescription

Trademark Registration Mont. Code Ann. § 30-13-101 et seq. A state trademarkregistrationis requiredfora partyto sue for trademark
counterfeitingor infringementundertheAct. Remedies: Profitsor
damages (§ 30-13-331-1-333(2)) anddestructionof seized goods (§ 30-
13-335(1)). The statutespecifically states that common-law trademark
fights are preserved.Therefore,anowner of a non-registered markmay
bringan action for common law infringement.Mont. Code Ann. § 30-
13-336.

Dilution Mont. Code Ann. § 30-13-334 The statute does not requirea likelihood of confusion, but themark must
be registered withinthe state. Remedies are the same as those for an
infringementaction.

Unfair Business Practices Not applicable Montana does not have an Unfair Business PracticesAct which would

Act apply to trademarkmatters.
UnfairCompetition Mont. Code Ann. § 30-14-207 et seq. The Act protectsbusinesses.

Common Law Not applicable Montana also maintainscommon law action for unfaircompetition.
Remedies: Injunctiverelief.29

29Warwoodv. Hubbard,218 Mont. 438, 709 P.2d 637 (Mont. 1985).
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NEBRASKA

Statute CodeProvision StatutoryDescription

TrademarkRegistration R.R.S. 1943,Ch. 87, §§87-111through Statetrademarkregistrationisrequiredfora partyto suefor trademark
87-125 counterfeitingor infringementin Nebraska.Remedies: Injunctiverelief,

seizure anddestructionof infringingarticles,andprofitsanddamages.
R.R.S. 1943 § 87-123. A state registration is also required for the public
prosecutorto bringcriminal charges for trademarkcounterfeiting. R.R.S.
1943 § 87-121(1).

Dilution R.R.S. 1943 § 87-122 The statuteprovides for injunctiverelief only.

ConsumerProtectionAct §§ 59-1601 through1623 The Act is draftedbroadly and prohibitsunfairmethodsof competition
as well as restraintof tradeand monopolies. The State AttorneyGeneral
may bring an action for injunctive relief and obtain civil fines up to
$25,000. The Act also provides for a private right of action of which the

remedies include injunctive relief, damages, costs and attorney's fees._n
O _ The courtmay also increase thedamages awardby $1,000 at its

discretion.

UnfairCompetition Not applicable Nebraskadoes not have a separatestatuteprohibitingunfair competition.

Common Law Not applicable Nebraskastate courts recognize common law actionsfor unfair
competition which encompasses imitation of trademarksand trade
names andpassing off. Remedies: Injunctiverelief and damages.
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NEVADA

Statute Code Provision Statutory Description
Trademark Registration NRS § 600.240 to § 600.450 A state trademarkregistration is required for a party to sue for trademark

counterfeiting or infringement in Nevada. Remedies: Injunctive relief and
an award of the defendant's profits and all damages suffered by the
trademarkowner. The court may also order thatany counterfeits or
imitations be delivered up for destruction. NRS § 600.430. A state
registration is required for the public prosecutor to bring criminal charges
underNItS§ 600.450.A stateregistrationis notrequiredforcriminal
prosecution for counterfeiting under NRS § 205.205, or for displaying
goods with false trademarkunder NRS § 205.210, as long as the "exclusive
right to use" is guaranteed under the laws of the United St_.

Unfair Competition Not applicable Nevada does not have a separate state statuteprohibiting unfair

competition. See Deceptive Trade Practices _er 598.
m Deceptive Trade Practices NRS § 598.0903 to § 598.0999 Nevada's Act protects consmners and competitors.

Act

Common Law Not applicable Nev_dn recognizes a common law right of unfair competition which
provides the same remedies available under the Lanham Act.3°

3°Wells Fargo & Co. v. Wells Fargo Express, 358 F. Supp. 1065 (D. Nev. 1973).
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NEW HAMPSHIRE

Statute Code Provision Statutory Description

TrademarkRegistration R.S.A. § 350-A el seq. A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin New Hampshire.Remedies: Injunctive
relief andrecoveryof infringer'sprofitsand/or the owner's damagesand
costs. (R.S.A. § 350-A:13). Destruction or dispositionof infringedgoods
may also be ordered.

Dilution R.S.A. § 350-A: 12 Statuteprovides for injunctiverelief only. The statuterequiresa
likelihood of confusion. The markdoes not have to be "famous," butis
must have acquiredsecondarymeaning. Auto Body Specialists, Inc. v.
Vallee, 500 A.2d 372 (N.H. !985)

Unfair Business Practices R.S.A. § 358-A et seq. The act prohibitsunfairor deceptive acts in tradeand commerce.
Act Remedies: Actualdamages and injunctiverelief. Treble damages may be

awardedifwillfulnessisshown.
g,n

t_ UnfairCompetition R.S.A. § 358-A:2 An action underthis section may be based upon passingoff, causing
confusion and/or false representations.The Statute providesremedies for
actualdamages,equitablerelief, injunction,and treble damagesif
violations were willful.

Common Law Not applicable New Hampshire has a common law claim for unfaircompetition.
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NEW JERSEY

Statute Code Provision Statutory Description

TrademarkRegistration N.J. Star.Ann. §§ 56:3-13.a through13.21 Registrationin the state or withthe U.S. Patent& TrademarkOffice is
(West 1989& Supp. 1996) requiredfor a partyto sue for trademarkcounterfeitingor infringement

in New Jersey.Remedies:Injunctiverelief, seizure anddestructionof
infringingarticles, andprofits and/ordamages. § 56:3-13.16. Treble
damages, attorney'sfees andcosts may be awardedif bad faith or
egregiousness is proven. § 56:3-13.18. State or federal registrationis
also requiredfor the public prosecutorto bringcriminalcharges for
trademarkcounterfeiting.§ 56:3-13.1(H).

Dilution Located withintheTrademark The statuteprovides for injunctiverelief only.
Registration Statute

ConsumerFraudAct §§ 56:8-1 through48 The Act is draftedbroadlyandprohibitsdeceptive practices. The State
AttorneyGeneral may bring an action for injunctive relief and restitution¢J!

t_ andobtaincivil fines up to $15,000. The Act also provides for a private
right of action. Remedies: Injunctiverelief, damages, costs and
attorney's fees, andtrebledamages.

Unfair Competition §§ 56:4-1 through2 New Jersey's unfaircompetition statuteprohibits the appropriationby a
merchant, finn, or corporationof a name, brand,trademark, reputation,
or goodwill or by any maker in whose product such merchant, finn, or
corporationdeals. Remedies: Injunctiverelief, damages,profits,
attorney'sfees, and treble damages.

CommonLaw Not applicable State courtsrecognize common law actions forunfaircompetition which
encompasses imitation of trademarksand passingoff. Remedies:
Injunctiverelief, damages,profits, attorney's fees, and treble damages.
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NEW MEXICO

Statute Code Provision Statutory Description
TrademarkRegistration NMSA § 57-3B-1 to A statetrademarkregistrationis requiredfora partyto sue for

§ 57-3B-17 trademarkcounterfeitingor infringementin New Mexico. Remedies:
Injunctiverelief andan awardof all profitsderivedfrom,or all
damagessufferedby reasonof, thecounterfeitor imitationof the
registeredmark.See NMSA § 57-3B-14 and § 57-3B-16. However,
theregistrantof themarkmay only recoverprofitsor damagesunder
NMSA § 57-3B-14(B) if the "acts havebeencommittedwiththe intent
to causeconfusionor mistakeor to deceive." The courtmay also order
thatany counterfeitsor imitationsbe deliveredup fordestruction.See
NMSA § 57-3B-16. Additionally,thecourt,"in its discretion,may
enterjudgmentfor an amountnot to exceed threetimestheprofitsand
damagesand for reasonableattorneyfeesof theprevailingparty...

cP where.., theotherpartycommittedthewrongfulactswith
knowledge or inbadfaithor as otherwisethecircumstancesof the
case may warrant.See NMSA § 57-3B-16.

Dilution NMSA § 57-3B-15 The statuteprovidesfor only injunctivereliefunlesswillful intentis
provenin whichcase themarkownershallalso be entitledto the
remediesset forthin theTrademarkAct (57-3B-1 to 57-3B-17
NMSA 1998) subjectto thediscretionof thecourtand the principles
of equity.

UnfairCompetition Not applicable New Mexico does not have a separatestatestatuteprohibitingunfair
competition.

CommonLaw Not applicable New Mexico recognizesa conummlaw rightof unfaircompetition
whichincludesinjunctiverelief. 3t

3tValue House v. Phillips MercantileCompany, 523 F.2d424 (10th Cir. 1975).
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NEW YORK

Statute CodeProvision StatutoryDescription
Trademark Registration N.Y. General Business Law § 360-a et State registration is required for a party to sue for trademark

seq. counterfeiting or infringement in New York. Remedies include
injunctive relief, seizure and destruction of infringing articles, and
profits and/or damages. Treble damages, attorney's fees, and costs may
be awarded if knowledge or bad faith is proven. State registration is not
required for the public prosecutor to bring criminal charges for
trademark counterfeiting.

Dilution General Business Law § 360-1 The statute provides for injunctive relief only.

Consumer Protection from General Business Law § 349 The Act is broadly drafted and prohibits deceptive acts or practices in
Deceptive Practices Act the conduct of any trade or business. The State Attorney General may

bring an action for injunctive relief and restitution. The Act also
¢r provides for a private right of action. Remedies: Injunctive relief and

actual damages or $50, whichever is greater. The court has discretion tokn
treble the damages up to $1,000 and award attorney's fees if defendant
acted willfully or knowingly in violating the statute.

Unfair Competition Not applicable New York has no unfair competition statute concerning trademarks.

Common Law Not applicable State courts recognize common law actions for trademark, trade dress,
and trade name infringement. Remedies include injunctive relief,
damages, and profits.

ACCA's 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 217

CHARTING A NEW COURSE



NORTH CAROLINA

Statute CodeProvision StatutoryDescription

Trademark Registration N.C.G.S. §9 80-1 et seq. NorthCarolina'sTrademarkRegistrationStatuteis requiredfor a party
to sue for trademarkcounterfeitingor infringementin NorthCarolina.
However, thereis no separatestatutefor infringement.(N.C.G.S. § 88-
11). The Statutedoes not provide forspecific remedies, butrefers to the
remedies available underthe unfair competition statute located at
N.C.G.S. § 75:1.1 discussed below.

Dilution Not applicable NorthCarolina does not have a separatestatute for dilution.

Unfair Business Practices N.C.G.S. § 75-1.1 The statute broadly prohibitsdeceptive acts which affect commerce.

Act Remedies: Injunctiverelief, actualdamages, andtreble_dawagesand
attorneys fees in thecourt s discretion.32

Unfair Competition Not applicable NorthCarolina does not have a separate statute prohibitingunfair
competition.

Common Law Not applicable Common-law rights of unfaircompetitionhave been incorporated into
N.C.G.S. § 75-1.1, discussed above.

32poloFashions, Inc.v. The Gordon Group,627 F. Supp. 878 (M.D.N.C. 1985).
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NORTH DAKOTA

Statute Code Provision StatutoryDescription
TrademarkRegistration NDSA § 47-22-01 to § 47-22-13 A statetrademarkregistrationis requiredfora partyto suefor trademark

counterfeitingor infringementin NorthDakota.Remedies:Injunctiverelief
andan awardof defendant'sprofitsandthemarkowner'sdamages,except
thatthe registrantshallnot beentitledto recoverprofitsordamages,under
NDSA § 47-22-11(2), "unlesstheactshave beencomndttedwith
knowledgethatsuchtrademarkis intendedto be used tocauseconfusionor
mistakeor todeceive." A stateregistrationis not requiredfortl2epublic
prosecutor to bringcriminalcharges for theft of trademarks.NDSA 51-07-
04.

Dilution Not applicable NorthDakotadoes nothavea dilutionstatute.

UnfairCompetition Not applicable NorthDakotadoes nothave a separatestatestate prohibitingunfair
competition.

rol

-4 CommonLaw Not applicable NorthDakotarecognizeda conunonlaw fightof unfaircompetitionwhich
provides33remediesincludinginjunctive/elief.

33KATVideo Productions,Inc.v. KKCT-FMRadio,560 N.W.2d203 (N.D. 1997).
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OHIO

Statute Code Provision Statutory Description

Trademark Registration ORC §§ 1329.54-1329.99 A statetrademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Ohio. O.R.C.§ 1329.66. Remedies:
Seizureanddestructionof infringing articles,profits,and/ordamages.

Dilution Not applicable Ohio does not have a separatestatutefor dilution. However, common
law dilutionhas been found to exist.34

Unfair Business Practices Not applicable Ohio does not have an UnfairBusiness PracticesAct which would be
Act applicableto trademarks.

i I

Uniform Deceptive Trade O.R.C.§ 4165.01 et seq. The act protects businesses and individuals fromany deceptive trade
Practices Act practices. Remedies:Injunctiverelief, attorney's fees andactual

damages.3s

UnfairCompetition Not applicable Ohio does not have a separatestate statuteprohibitingunfair
m competition.

Common Law Not applicable Ohio recognizes the common law rightof unfaircompetition. Remedies:
Injunctiverelief, attorney's fees, and compensable damages._

S4Amefitech,Inc. v. American InformationTechnologies Corp,,811 F.2d 960 (6th Cir. 1987).
_Yocono's Restaurantv. Yocono, 100 Ohio App. 3d 11, 65I N.E. 2d 1347 (Ohio 1994).
_Cesare v. Work,36 Ohio App. 3d 26, 520 N.F_,2d 586 (Ohio Ct. App. 1987).
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OKLAHOMA

Statute Code Provision Statutory Description
TrademarkRegistration 78 OH. St. Ann. §8 21-33 A state trademarkregistrationis requiredfor a partyto sue for trademark

counterfeitingor infringementin Oklahoma.88 31Co),32. Remedies:
Injunctiverelief, seizure anddestructionof infringingarticles,and
profits and/or damages. § 32. There areno Oklahomastatutesfor
criminalprosecutionof trademarkcounterfeiting.

Dilution Not applicable Oklahomadoes not have a dilution statute.

ConsumerProtectionAct 15 OH. St. Ann. 88 751 through790 The Act enumerates a broadrangeof prohibitedactivities. The State
AttorneyGeneralor districtattorneycan bring an action for damages
andpenalties. The Act also provides for a private right of action for
which the remedies includedamages, costs, and attorney'sfees.

UnfairCompetition Not applicable Oklahomadoes not have a statutefor unfaircompetition.
tn
_o CommonLaw Not applicable Statecourts recognize common law actions for trademark,tradedress,

and trade nameinfringement.Remedies:'Injunctiverelief, damages,and
profits.
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OREGON

Statute Code Provision StatutoryDescription

TrademarkRegistration ORS §647.005to§647.991 A statetrademarkregistrationisrequiredforapartytosuefortrademark
counterfeitingorinfi-ingementinOregon.Remedies:Injunctiverelief
andanawardof"thegreaterof$I0,000orthesumof:(a)lainamount
not to exceed three times the profit derivedby the defendantfromthe
wrongful.., use... ;and Co)[a]namountnot to exceed threetimesall
damagessufferedby the [mark]owner." See ORS § 647.105. However, the
registrant is not entitled torecoverprofits or damages,undersubsection
(I)Co)of ORS § 647.095, "unless theactshave been co_,n,,ittedwith
knowledge that such markis intended to be used to cause confusion or
mistakeor to deceive." Moreover, if the courtdetermines that a mark is
counterfeit,thecourtmay orderdem'uctionof all cotmterfeitmarks,all
meansof makingthemarks,andall goods, articles,or othermatter bearing
themarks.Thecourtmay also "orderseizureof thecounterfeitgoods." See
ORS § 647.105. A stateregistrationis requiredfor the publicprosecutortoo
bringcriminalchargesfor trademarkcounterfeiting.See ORS § 647.125
and § 647.991.

Dilution ORS § 647.107 The statuteprovidesfor injunctiverelief notwi_ding the absenceof
competitionbetweenthe partiesor the absence of confusionas to the source
of goodsor services. Oregon has a separatestatestatuteprohibiting
unlawfultradepractices--see below.

UnfairCompetition Not applicable Oregon has no specific unfaircompetition statute.
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OREGON (continued)

Statute Code Provision StatutoryDescription
Unlawful Trade Practices ORS § 646.608 Oregon'sAct protectsconsumersandcompetitors.Remedies:Injunctive
Act relief as well as actualdamagesor $200, whicheveris greater.The court

may also awardpunitivedamagesand such equitablerelief as itdeems
necessary.ORS § 646.638.

i
CommonLaw Not applicable I Oregonrecognizesa commonlaw right of unfair convetition.37

.-t

_Dial TemporaryHelp Service, Inc.v. Shrock,946 F. Supp. 847 (D. Or. 1996).
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PENNSYLVANIA

Statute CodeProvision StatutoryDescription
Trademark Registration 54 Pa.C.S.A. § 1101 et seq. A statetrademarkregistrationis requiredfor a partyto sue for trademark

counterfeitingor infringementin Pennsylvania.Pa.C.S.A. § 1123 and
1125. Remedies include injunctiverelief and recovery of infringer's
profits and/orthe owner's damagesand destructionof infringer's goods.
Lost profitsmay be limited to those cases where acts were committed
with knowledge thatsuch markintended to cause confusion, mistake,or
deceit.

Dilution 54 Pa.C.S.A. § 1124 Plaintiffs mustestablish secondarymeaning.The statute provides for
injunctiverelief only.38

Unfair Business Practice Not applicable Pennsylvaniadoes not have an Unfair Business Practice Act applicable
Act to trademarks.

f,
Unfair Competition Not applicable Pennsylvaniadoes not have a separate state statute prohibitingunfair

competition.

Common Law Notapplicable Ownersofunregisteredtrademarksmay stillpursuecivilremediesbased
upon common law. 54 Pa.C,S.A.§1126.39Pennsylvaniarecognizes a
common law right of unfaircompetition,including remedies for
infringementof trademarks.Remedies include injunctiverelief and
damages.4°

38NuggetDistributorsCoop, Inc. v. Mr. Nugget, Inc., 776 E Supp. 1012 (E.D. Pa. 1991).
_Bicentennial Commission v. Olde BradfordCompany, Inc., 365 A.2d 172, 26 Pa. Commw. 636 (Pa. Commw. Ct. 1976).
4°Institutefor Scientific Information v. Gordon andBreach, 743 F. Supp. 369 (ED. Pa. 1990). Brody's, Inc. v. Brody Brothers, Inc., 308 Pa.

Super.417, 454 A.2d 605 (Pa. Super.Ct. 1982).
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PUERTO RICO

Statute CodeProvision StatutoryDescription

TrademarkRegistration Title 10 LPRA§ 171-171y, Act. No. 63, A state trademarkregistrationis requiredforaparty to sue for trademark
August (1992) counterfeitingor infringementin PuertoRico. Remedies include

injunctive relief, seizureanddestructionof infringingarticles,profits
and/or damages, costs, and attorney'sfees. § 171w. State registrationis

I required for thepublic prosecutorto bringcriminalcharges for
trademarkcounterfeiting.§ 17Ix.

Dilution Not applicable Puerto Rico does not have a dilution statute.

ConsumerProtectionAct I0 LPRA§§ 257-276 Puerto Rico's Act primarilyregulates restraintsof trade and monopolies.

UnfairCompetition Not applicable Puerto Rico does not have a separate statute for unfaircompetition.

CommonLaw Not applicable Localcourts recognize common law actions for trademark,trade dress,
and trade nameinfringement.Remedies:Injunctiverelief, damages,and
attorney'sfees.t_
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RHODE ISLAND

Statute CodeProvision StatutoryDescription
TrademarkRegistration § 6-2-1 et seq. A statetrademarkregistrationis requiredfor a partyto sue fortrademark

counterfeitingor infringementin RhodeIsland.Remediesinclude
injunctiverelief and awardingof allprofitsderivedfrominfringementas
well as damagessufferedexceptthatprofitsmay only be awardedupona
showingthat the actswerecommittedwith knowledge.A stateregistration
is notrequiredfor thepublicprosecutorto bringcriminalchargesfor theft
of trademarks.§ 11-17-13.

Dilution § 6-2-12 I The statuteprovidesfor injunctiverelief notwithstandingthe absenceof
competitionbetweenthepartiesor theabsence of confusionas to the source
of goodsor services.

UnfairComi_ition Not applicable RhodeIslanddoes nothavea separatestatestatuteprohibitingunfair

competition.DeceptiveTradePractices § 6-13. I-I et seq. Rhode Island'sstatuteprotectsconsmnersand competitors.Remedies:Civil
Act penaltiesof notmore than$10,000 for each violation.

ConunonLaw Not applicable Rhode Islandrecognizesa common law rightof unfaircompetition.
Remedies:Injunctiverelief.
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SOUTH CAROLINA

Statute CodeProvision StatutoryDescription
TrademarkRegistration S.C. Code Ann. § 39-15-1100 et seq. A markmust beregisteredin the state or federally fora partyto sue for

trademarkcounterfeitingor infringementin South Carolina.S.C. Code
Ann. § 39-15 1170. Remedies include injunctiverelief, destructionof
infringingarticles,profits, or damages.

Dilution S.C. Code Ann. § 39-15-1165 If themarkis "famous," then theremedies arelimited to injunctive
relief, if theacts were committedwillfully, remedies may include
damages,profits,anddestruction of goods.

UnfairTrade PracticesAct S.C. Cede Ann. § 39-5-10 to § 39-5-560 The act is designed to protectagainst unfairanddeceptive acts in any
tradeor commerce. Remedies: Actual damagesand, if willful, treble
damages.

UnfairCompetition Not applicable South Carolina does not have a separatestatute prohibitingunfair
competition.

CormnonLaw Notapplicable SouthCarolinarecognizesacommon lawfightofunfaircompetition,
Remedies:InJunctivereliefandactualdamages.4t

41Taylorv. Hoppin' Johns, Inc., 304 S.C. 471,405 S.E. 2d 410 (S.C. Ct. App. 1991).
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SOUTH DAKOTA

Statute Code Provision StatutoryDescription

Trademark Registration SDCL ch. 37-6 A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin South Dakota.Remedies: Injunctive
relief and seizureand destructionof infringingarticles.Profits and/or
damages axerecoverable if theacts were committedwith the intentto
cause confusion or mistakeor to deceive. SDCL 37-6-26. South Dakota
does not have any statutes for criminalprosecutionof trademark
counterfeiting.

i
i

Dilution Not applicable I South Dakota does not have a dilution statute. T

Deceptive Trade Practices SDCL 37-24-6 South Dakota has Deceptive TradePractices andConsumer Protection
and ConsumerProtection Act which prohibitsthe use of deceptive acts or practices in the conduct
Act of a business. The State AttorneyGeneralmay bringan action for an

injunctionand for restitution. SDCL 37-24-29, 37-24-6. Private actions
are also allowed for actualdamages suffered.

UnfairCompetition SDCL 37-67-2 South Dakota's statute prohibitspassing off and trademarkinfringement.
Remedies: Injunctiverelief, damages,and lost profits.

Common Law Not applicable South Dakota courts recognize common law actions for trademark,trade
dress,and tradename infringement.Remedies: Injunctiverelief,
damages,and lost profits.
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TENNESSEE

Statute CodeProvision StatutoryDescription
Trademark Registration Tenn. Code Ann. §§ 47-25-501 (-514) A state trademarkregislradon is required fora party to sue for trademark

counterfeiting or infringement in Tennessee. Remedies: Injunctive relief
and awarding of all profits dedved from infringement as well as damages
suffered except thatprofits may only be awarded upon a showing that the
acts were committed with knowledge. A state registration is required for the
public lm3secutor to bring criminal chargesfor thel_ of trademarks.

Dilution § 47-25-512 The statute provides for protection of unique or distinctive marks
notwithstanding the absence of confusion as to the source of goods or
services.

Unfair Competition Not applicable Tennessee does not have a separate state smute prohibiting unfair
competition.

Common Law Not applicable Tennessee recognizes a common law fight of unfair competition which
,4 provides for remedies similar to those provided under the Lanham Act.
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TEXAS

Statute CodeProvision StatutoryDescription
Trademark Registration Tex. Bus. & Com. Code. §§ 16.01-16.28 A statetrademarkregistrationis requiredfor partiesto sue for trademark

counterfeitingor infringementin Texas. § 16.26(c)(d). Remedies:
Injunctiverelief, damages, destructionor confiscation of goods. Yet,
damages arelimited to a periodof time when infringerhadactual
knowledge of registrant'smark.

Dilution Tex. Bus. & Com. Code. § 16.29 A showing of likelihood of confusion is not requi_ed.Remedies:
Injunctiverelief only.42

i
Deceptive TradePractices Tex. Bus. & Com. Code § 17.41 _t seq. The act is designed to protect againstdeceptive acts in tradeor
andConsumerProtection commerce. The act specifically lists twenty-four 'perse' violations of
Act deceptive acts. They include, among others, passingoff goods of another

and causing confusion as to the sourceof such goods. Remedies: Actual

damages, injunctive relief, andotherrelief to be determinedby thecourt.43The actdoes not applyto business consumerswho have over
twenty-five million dollarsin assets. § 17.45(4).

UnfairCompetition Not applicable Texas does not have a separatestatuteprohibitingunfaircompetition.

Common Law Not applicable Texas has recognized the common law rightof unfair competition.
Remedies: Damages, injunctions, loss profit, andpunitive damages.**

'nNationalFootball League Properties v. Playoff Corp., 808 F. Supp. 1288 (N.D. Tex. 1992).
43Duncanv. Luke Johnson Fm'_ Inc.,603 S.W. 2d 777 (Tex. 1980).
'UMillerv. Lone StarTavern,Inc., 593 S.W. 2d 341 (Tex. Ct. App. 1979).
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UTAH

Statute Code Provision Statutory Description

;i'rademarkRegistration UCA 70-3-1 et seq. A state trademarkregistrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Utah. Remedies:Injunctiverelief,
seizure anddestructionof infringingarticles,profits,anddamages.State
registrationis required forthe public prosecutorto bring criminal
charges for trademarkcounterfeiting.UCA 76-10- i001 et seq.

Dilution Not applicable Utah does not have a dilution statute.

UnfairPracticesAct UCA 13-5-1 et seq. The Act substantially regulates monopolies and restraintsof tradeand is
not applicableto trademarkinfringementmatters.

ConsumerSales practices UCA 13-1l-I et seq. That Act deals with consumersales practicesbut several aspects can be
Act applied to trademarkinfringementmatters.The Division of Consumer

Protectioncan commence an actionandobtain injunctive relief, a fine of
not more than $5,000 and recovery of actualdamages sustainedby
complainingconsumers. Privateactions arealso allowed. Remedies:
Declaratoryjudgment,injunctive relief,, andactualdamages or $2,000,
whichever is greater.Class actions are allowable underthis Act.

UnfairCompetition Not applicable Utah has no unfaircompetition statute.

Coimuon Law Not applicable Utah courts recognize a common law actionfor unfaircompetition
which encompasses palmingoff and unfairlybenefiting fromthe good
will and reputationof another.Remedies: Injunctiverelief anddamages.
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VERMONT

Statute CodeProvision StatutoryDescription

Trademark Registration 9 VSA § 2521 et seq. A statetrademarkregistrationis requiredfora partyto sue fortrademark
counterfeitingor infringementin Vermont.Remedies:Injunctiverelief and
therecoveryof all profitsderivedfromtheviolation.In addition,thecourt
may order that all counterfeit and imitations be desu'oyed. A state
registration is required for the public prosecutor to bring criminal charges
fortheftof trademarks.9 VSA § 2531.

Dilution Not applicable Vermontdoes not havea dilutionstatute. i
UnfairCoition 9 VSA § 2451 et seq. I Vermonthasa separatestatestatuteprohibitingunfafi"competition.

Vermontrecognizesa co_ law rightof action,,forunfaircorapetition,
butmajorityofcaselaw follows the statute.

ConsumerFraudAct 9 VSA § 2451 Vermont'sAct protectsconsumersandcompetitors.Remedies:Civil fines
',4 of not morethan$10,000 pereach violationas well as actualdamages,
o attorney'sfees and, insome cases, exemplarydamages.

Comm_ Law 9 VSA § 2451 et seq. Vermontrecognizesa commonlaw rightof actionforunfaircompetition,
butmajorityofcaselaw follows the statute.4s

4SVennontMotor Co., Inc. v. Monk et al., 116 Vt. 309, 75 A.2d 671 (1950).

ACCA's 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 232

CHARTING A NEW COURSE



VIRGINIA

Statute Code Provision Statutory Description

Trademark Registration Va. Code Ann. § 59.1-92. Iet. a/. A state trademark registration is required for a party to sue for trademark
counterfeiting or infringement in Virginia. (Va. Code Ann. §§ 59.1-
92.12). Remedies: Injunctive relief, profits or damages if acts were
committed with intent to cause confusion or mistake.

Dilution Not applicable Virginia does not have a separate statute for dilution.

Unfair Business Practices Not applicable Virginia does not have an Unfair Business Practices Act which would
Act apply to trademark matters.

Unfair Competition Not applicable Virginia does not have a separate statute prohibiting unfair competition.

Common Law Not applicable Courts have recognized a common law right for unfair competition
associated with trademarks. Remedies: Injunctive relief and damages. _s

"4
_.a

'_Rosso & Mastracco, Inc. v. Giant Foods Shopping Center, 200 Va. 159, 104 S.E. 2d 776 (Va. 1958).
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WASHINGTON

Statute Code Provision Statutory Description

Trademark Registration R.C.W. 19.77.010 et seq. State registrationis requiredfor a partyto sue for trademark
counterfeitingor infringementin Washington. R.C.W. 19.77.140.
Remedies: Injunctive relief, seizureand destructionof infringing
articles, andprofitsand/or damages.Attorney's fees and costs may be
awarded in exceptional cases.

Dilution R.C.W. 19.77.160 The statuteprovides for injunctiverelief only, althoughif willful intent
is proven, remedies underthe trademarkstatute areavailable.

Unfair Business Practices R.C.W. 19.86.010 Althoughthe Act generally deals withmonopolies and restraintof trade,
Consumer ProtectionAct its has been held to prohibittrademarkinfringementas well. The State

AttorneyGeneralmay bringan action for restitution.The Act also
provides for a private rightof action -- Remedies: Injunctiverelief and
actual damages.The courthas discretionto treble the damagesup to

"_ $10,000 andawardcosts and attorney's fees. 19.86.090.t_

Unfair Competition Not applicable Washington has no separateunfaircompetition statute.

Common Law Not applicable State courts recognize common law actions for trademarkinfringement.
Remedies: Injunctiverelief. There is no Washington common law
addressingthe award of additionaldamages.
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WEST VIRGINIA

Statute CodeProvision StatutoryDescription
Trademark Registration Code § 47-2-1 et seq. A state trademarkregistration is required for a party to sue for trademark

counterfeiting or infringement in West Virginia. Remedies: Injunctive relief
and awarding of all profits.

"Dilution 47-2-13 The statute provides for protection of unique or distinctive marks
notwithstanding the absence of confusion as to the source of goods or
services.

Unfair Competition Not applicable West Virginia does not have a separatestate statute prohibiting unfair
competition.

• Common Law Not applicable "' West Vffginia recognizes a common law right of unfair competition which
provides injunctive relief.'_

|
',4

4_A.W. Cox Department Store Co. v. Cox's Incorporated, 159 W.Va. 306, 221 S.E. 2d 539 (W. Va. 1976).
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WISCONSIN

Statute CodeProvision StatutoryDescription

Trademark Registration Wis. Stat. §§ 132.01 et seq. A state trademark registration is required for a party to sue for trademark
counterfeiting or infringement in Wisconsin. Wisconsin Statute
§§ 132.033. Remedies: Actual damages, destruction of goods, and treble
damages if willfulness is shown.

Dilution Not applicable Wisconsin does not have a separate statute for dilution.

Unfair Business Practices Wisconsin Statute §§ 100.20 et seq. The act protects against unfair business activities. Remedies: Damages
Act and injunctive relief.

Unfair Competition Not applicable Wisconsin does not have a separate statute prohibiting unfair
competition.

Common Law Not applicable Courts have recognized common law actions for unfair competition.
Remedies: Damages, profits, and/or injunctive relief. 4s

'ssLeon's Frozen Custard, Inc. v. Leon Corp., 513 N.W. 2d 636 (Wis. Ct. App. 1994).
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WYOMING

Statute Code Provision Statutory Description

Trademark Registration W.S.§§ 40-1-101 et seq. A state trademark registration is required for parties to sue for trademark
counterfeiting or infringement in Wyoming § 40-1-112. Remedies:
Injunctive relief, recovery of infringer's profits and/or damages, and
destruction of infringer's goods if infringer had knowledge that actions
would cause confusion, mistake or deceit.

Dilution W.S. § 40-1-115 Wyoming's anti-diluiion statute does not require proof of a likelihood of
confusion, however, the mark must be "famous." Remedies are limited
to injunctive relief.

Unfair Business Practices Not applicable Wyoming does not have an unfair business practice act which would
Act apply to trademark matters.

Unfair Competition Not applicable Wyoming does not have a separate statute prohibiting unfair
',4 competition.

Common Law Not applicable Courts have recognized a common law. right of such action. Remedies
include injunctive relief and actual damages if defendant acted with
intent to confuse or deceive purchaser. 48

4sPlains Tire and Battery Co. v. Plains A-Z Tire Co., 622 P.2d 917 (Wyo. 1981).
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How to Guard Against 
Product Counterfeiting

Ensuring Brand
Authenticity:

A
n airplane disintegrates at 22,000 feet when bolts in the tail
assembly shake loose, causing the tail to shimmy violently
and fall off in mid-air. Everyone on board is killed. The bolts
turn out to be counterfeit.

One hundred nine children die after having taken a popular fever med-
icine. The medicine is a counterfeit. It actually contains industrial solvents.

A mother and her child perish in a traffic accident when a replacement
brake pad in their vehicle fails. The pad is a counterfeit made of wood chips.1

No longer a victimless crime associated just with valuable papers, cur-
rency, and luxury goods, counterfeiting today compromises both brand
integrity and product quality and threatens more than just the bottom
line. It also endangers consumer health and safety—conceivably, con-
sumers of your company’s products. 

The International Anticounterfeiting Coalition (“IACC”) estimates
that counterfeiting in the United States currently costs $200 billion a
year.2 U.S. automobile manufacturers and suppliers alone lose $12 bil-
lion a year in worldwide revenue because of the sale of counterfeit parts.3

Although counterfeiting has been a profitable trade for centuries, today’s
counterfeiters have exploited unprecedented access to advanced manu-
facturing technologies and materials to ratchet up the stakes. With the
consumer appetite for counterfeit—or knockoff—goods growing, the
IACC expects the problem only to escalate significantly.

By Philip J. Gordon

Reprinted with permission of Philip J. Gordon and the American Corporate Counsel Association/Global Corporate Counsel Association as it
originally appeared: Philip J. Gordon, “Ensuring Brand Authenticity: How to Guard against Product Counterfeiting,” ACCA Docket 21, no. 1
(January 2003): 24–42. Copyright © 2003 Philip J. Gordon and the American Corporate Counsel Association/Global Corporate Counsel
Association. All rights reserved. For more information or to join ACCA, call 202.293.4103, ext. 360, or visit www.acca.com.
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Despite enacting stronger and more sophisticated
anticounterfeiting laws, the federal and state gov-
ernments have been largely ineffective in the fight
against counterfeiting. Criminal penalties are
severe, but because law-enforcement agencies have
their hands full with prosecuting drug-trafficking
and violent crimes, counterfeiting increasingly has
become a crime of choice. To the chagrin of manu-
facturers, governments, and consumer advocacy
groups, counterfeiting has hit unwary consumers
who desire authentic products and are often disap-
pointed, and sometimes seriously injured, by the
substandard forgeries. 

If your company sells a product that, if counter-
feited, could cause consumer injury, you face the
very real possibility that a court could hold your
company legally responsible. To protect your com-
pany from such liability and other economic injury
caused by counterfeiting, you should assess the sus-
ceptibility of your company’s products to counter-
feiting and then determine the best combination of
technology and law to protect your brand, as well
as your consumers, from harm. Ultimately, your
success may serve to increase revenues from recov-
ered sales and improve your company’s image with
a public that may become wary of poorly protected
products. The tragedies cited above might not have
occurred if the original brand owners of the coun-
terfeited products had implemented in-house anti-
counterfeiting programs based on cutting-edge
technology, prudent business management, and
sound legal strategy. You can ensure your brand’s
integrity.

COUNTERFEITING HISTORY

Much has been written about the conduct that
constitutes counterfeiting for purposes of civil law,

criminal law, customs, treaties, and contracts, and
although the definitions often differ in their precise
terms, they are generally similar in substance.
Typically, anyone trafficking in goods featuring a
mark that is substantially indistinguishable from
someone else’s preexisting mark, without permis-
sion and in a manner that is likely to cause confu-
sion, is engaged in counterfeiting. The details of
each incident often dictate the consequences of the
conduct, but the motivation is usually the same:
money. 

Historians have traced early trademark counter-
feiting to Gaul and merchants who tried to capital-
ize on the popularity of Roman wine by labeling
their wine, falsely, as genuine Roman wine.4 More
recently, counterfeiting began in the United States
during colonial times and focused on currency. By
the close of the Civil War, between one-third and
one-half of all U.S. paper currency in circulation
was counterfeit, a situation that threatened to
destabilize the economy.5 To combat the problem,
Congress created the Secret Service in 1865, and
within less than a decade, counterfeiting had
sharply declined.6 In aggressively prosecuting cur-
rency counterfeiters, however, the Secret Service
changed the offenders’ risk-reward balance, so
criminal enterprises shifted their focus to branded
luxury goods. 

From Canal Street in New York’s Chinatown to
Nathan Road in Hong Kong’s Stanley Market, from
Santee Alley in Los Angeles to Oxford Street in
London, counterfeiters have built a thriving trade.
They offer easy access to the latest fake handbags,
watches, and clothes, and consumers show little
concern for quality as long as the “image” fits. 

Today, to the delight of some consumers search-
ing for ever-improving knockoffs, counterfeiters
have expanded production capacities, as well as
product lines. Widespread availability of color
printing, personal computers, and scanners has
facilitated the counterfeiting of labels, marks, and
tags. Improved manufacturing processes in coun-
tries that have minimal penalties for product coun-
terfeiting have lowered the barriers to entry.
Increased reliance on outsourced manufacturing has
led to wider dissemination of product specifications
and blueprints. And superior distribution mecha-
nisms, such as the internet, have enlarged the geo-
graphic playing field. 
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The result has been a dramatic increase in prod-
uct counterfeiting, leading to an increase in related
consumer injuries and threatening brand owners
with legal liability.

BRAND OWNER LIABILITY

Although the law offers a sophisticated scheme
of civil and criminal remedies against counterfeiters,
it does not guarantee protection for brand owners
from consumers in the event of an injury. One com-
mentator has suggested that, “if a manufacturer
fails to take inexpensive measures to reduce the risk
of distribution of counterfeit versions of [its] prod-
ucts, it could face liability for injuries a counterfeit
caused to an innocent purchaser.”7 Where it is fore-
seeable that counterfeiting presents a product-related
injury risk, liability may extend back through the
sales chain to the brand owner. Two general doctrines
would likely support this new cause of action:
premises liability and product liability. 

Premises Liability
The doctrine of premises liability sounds in the

general duty of care that your company owes to
individuals to protect them from injuries stemming
from activity on your premises.8 Applied to brand
counterfeits, the courts could extend this liability
doctrine to make an injured consumer’s proximity
to the brand owner’s premises unnecessary. Thus, a
brand owner may have to determine whether coun-
terfeiting presents a foreseeable risk to consumers of
products from its premises and, if so, appropriate
steps that it should take to protect against the risk.

Product Liability
The second doctrine of brand owner liability,

product liability, sounds in the general duty of care
that your company may owe to consumers under a
variety of negligence claims and the additional
exposure under contract and warranty claims. You
may face liability for a failure to design your prod-
ucts in a manner that adequately protects against
counterfeiting, either in the actual product design,
such as by adding identifiable markings to the prod-
uct that are difficult to copy, or in the packaging
design, such as by using tamper-evident packaging.
You may also face liability for a failure to warn con-

sumers of counterfeiting as a potential product
“defect” known either before the product sale, such
as by placement of a warning label on the product
or packaging, or discovered after the product sale,
such as by newspaper advertisements or by letters
addressed to purchasers. You may also be liable for
product recalls.

Consider, for example, the recent claim against
the biotech company Serono for injuries resulting
from counterfeits of its growth hormone, Serostim.
In that case, plaintiffs alleged that Serono had
known that a black market had developed for
Serostim and had failed to use reasonable efforts,
such as adding holographic markings to its product,
to prevent counterfeits from entering the distribu-
tion chain.9 Although this California lawsuit was
settled in July 2002, at its core, it considers whether
brand owners should be liable for failure to use
low-cost protections against counterfeit products
when such measures can mitigate the grave risks to
consumers.10 Brand owners who wish to maintain
their brand equity thus find that their interests are
aligning with those of consumers, forming a united
front in the pursuit to guarantee authenticity.11

DESIGNING AN ANTICOUNTERFEITING PROGRAM

To help protect your company from the full brunt
of such liability claims and to preserve the value of
your brand, you should make sure that your com-
pany has in place an effective anticounterfeiting 
program. If your company does not have such a pro-
gram, you should establish one. Establishing such a
program should include these steps: evaluating product
susceptibility, identifying channel weaknesses, fore-
casting potential liabilities, devising short-term solu-
tions, and developing a long-term plan. 

WHERE IT IS FORESEEABLE THAT
COUNTERFEITING PRESENTS A
PRODUCT-RELATED INJURY RISK,
LIABILITY MAY EXTEND BACK
THROUGH THE SALES CHAIN TO
THE BRAND OWNER.
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Evaluate Product Susceptibility
The first step in designing an effective anticoun-

terfeiting solution involves an assessment of the
economic incentives that an offender would have
to counterfeit your company’s product or its com-
ponents. You must determine whether your prod-
ucts are likely candidates for counterfeiting. 

Some factors that suggest product susceptibility
to counterfeiting include the following:
• Premium pricing for the brand name.
• Low production and distribution costs. 
• Widespread availability of manufacturing equip-

ment, plans, product specifications, and raw
materials.

• Significant reliance on outsourced manufacturing,
distribution, and/or sales.

• Limited number of distribution and supply chain
controls.

• Numerous and low-quality distributors and sales
outlets. 

• Widespread use of online or worldwide distribu-
tion and/or sales networks.

• Limited warranty costs and after-market 
support.

• Complex pricing and distribution schemes with
significant geographic controls.

• Lack of existing law enforcement efforts to 
combat counterfeiting. 
The recent indictments involving counterfeit

Viagra illustrate this evaluation process.
Manufactured exclusively by Pfizer, Viagra is a
small, blue, dimond-shaped pill used by more than
10 million men for treating impotence.12 Pfizer’s
wholesale cost of Viagra is about $7 per tablet; the
retail cost to consumers of the same pill is about
$10.13 The difference represents a significant pre-
mium over the cost to produce a counterfeit.
Indeed, manufacturers in China and India have
produced the pill with a form of the active ingredi-
ent and have made it available through the internet
and a variety of brokers for about 50 cents per
tablet.14 The active ingredient, sildenafil citrate, is
the subject of a publicly available patent, and con-
sumers can purchase the pills via the internet,
which keeps distribution costs low. In addition,
thousands of pharmacies in both the physical
world and the online world carry the drug, so
many distributors and sales outlets exist. In short,
Viagra is a good candidate for counterfeiting.

Alternatively, your company might own a hot
children’s toy property that sells in a worldwide
marketplace that, according to the International
Council of Toy Industries, exceeds $50 billion in
sales, excluding video games.15 You might also be
among the many toy brands that license toy manu-
facturing, distribution, and sales to third parties,
who sell toys over the internet and in thousands of
stores worldwide. The toys themselves are often
easy to duplicate along with the packaging, and if
the toys are in-demand properties, especially dur-
ing the winter holiday season, they command sig-
nificant premiums. Counterfeits of these toys,
however, may present choking hazards to children,
and if your company has a “hot” toy property, it is
likely a good candidate for counterfeiting.

Suppose, instead, that your company manufac-
tures airplane parts. Employing an analysis similar
to the one above, you should recognize that your
parts carry a premium price. You must have the
Federal Aviation Administration (“FAA”) approve
and certify them as coming from an FAA-approved
facility.16 Although the parts must bear a yellow
tag, counterfeiters can duplicate this tag, and with
parts commanding significant premiums—dupli-
cates of $30 bolts manufactured to specifications
cost a mere $3—their incentive is great.17 You
should also recognize that, although manufacturers
typically do not sell airplane parts online, an esti-
mated 2,000 to 5,000 unregulated parts dealers
exist, and billions of parts are on the market. Such
a broad marketplace makes regulation difficult to
enforce.18 In short, airplane parts are another excel-
lent candidate for counterfeiting.

Consider, finally, the case of Serono’s popular
product, Serostim. A 12-week course of Serostim
costs $21,000 from the manufacturer, and the brand
name enjoys excellent recognition among con-
sumers.19 It is the only growth hormone approved by
the U.S. Food and Drug Administration (“FDA”)
for the treatment of AIDS wasting,20 but body
builders also use it to help build muscle.21 Thus,
two sets of active consumer markets exist.
Knockoffs need not contain any active ingredients
to fool consumers at the point of sale, and the drug
can be sold and distributed easily over the internet
and through unscrupulous pharmacies without
alerting the consumer to the danger. Thus,
Serostim has great susceptibility to counterfeiting.

1.1.
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ONLINE:

• Aircraft Parts: “Bogus” or “Unapproved,” Special Report
of AVIATION TODAY, Dec. 11–3, 2002, at 
www.aviationtoday.com/reports/VII.htm.

• “Counterfeiting and Piracy: The Commission Puts
Forward an Ambitious Action Plan,” at europa.eu.int/
comm/internal_market/en/indprop/piracy/counterf.htm.

• “E-Commerce: Protecting Your Trademarks and
Copyrights in Cyberspace,” online CLE program, 2002
West LegalED Center Online CLE, at 
http://westlegaledcenter.com.

• “Economic Loss Data & Seizure Statistics,” at
www.iacc.org.

• German Pharma Health Fund, E.V., “Counterfeit
Medicines—An Unscrupulous Business,” at
www.gphf.org/web_en/projekte/minilab/
hintergrund_arzneimittelfaelschungen.htm.

• “Get the Facts,” at www.iacc.org.

• Ron Giling, Fatal Forgeries, 67 ORBIT 12 (1st quarter
1998), available at www.oneworld.org/vso/pubs/
orbit/67/medicine.htm.

• Edward Hardcastle, Remedies Available to Tackle
Counterfeiting in the Middle East, in INTELLECTUAL

PROPERTY HANDBOOK (Global Counsel 2002), available
on PLC Law Department at www.practicallaw.com/a21263.

• William K. Hubbard, Senior Associate, Commission for
Policy, Planning, and Legislation, U.S. Food and Drug
Administration, statement before the Subcommittee on
Health, Committee on Energy and Commerce, U.S.
House of Representatives, July 25, 2002, at
http://fda.gov/ola/2002/personaldrugimportation.html.

• INTELLECTUAL PROPERTY HANDBOOK (Global Counsel
2002), available on PLC Law Department at 
www.practicallaw.com/T2065.

• International AntiCounterfeiting Coalition (“IACC”), a
“partnership to deter counterfeiting and piracy and pro-
tect the freedom to create,” at www.iacc.org.

• Neil Jenkin, Pan-European IPR Enforcement Strategies,
in INTELLECTUAL PROPERTY HANDBOOK (Global Counsel
2002), available on PLC Law Department at 
www.practicallaw.com/a21262.

• Geoff Power, “Pharmaceutical Counterfeiting,” at
www.interpol.int/Public/Publications/ICPR/ICPR476_1.asp.

• Nigel Swycher and Mark Parsons, IPR Damages: A Pan-
European Perspective, GLOBAL COUNSEL, 2002, VIII(8),
35, available on PLC Law Department at 
www.practicallaw.com/a25521.

ON PAPER:

• Arthur Best, Manufacturer’s Responsibility for Harms
Suffered by Victims of Counterfeiters: A Modern
Elaboration of Causation Rules and Fundamental Tort
Law, 8 SUM. CURRENTS: INT’L TRADE L.J. 43 (Summer 1999).

• Gerry Khermouch, Stanley Holmes & Moon Ihlwan, The
Best Global Brands, BUS. WK., Aug. 6, 2001, at 50.

• J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND

UNFAIR COMPETITION (West 1996).

• NILS VICTOR MONTAN, TRADEMARK ANTICOUNTERFEITING

IN ASIA AND THE PACIFIC RIM 140 (International
Trademark Association 2001).

• FREDERICK W. MOSTERT, FAMOUS AND WELL-KNOWN

MARKS: AN INTERNATIONAL ANALYSIS (Butterworths 1997).

• Jed S. Rakoff & Ira B. Wolff, Commercial Counterfeiting
and the Proposed Trademark Counterfeiting Act, 20 AM.
CRIM. L. REV. 145, 146–49 (1982) (reviewing history of
trademark counterfeiting).

• Willy Stern, Warning! Bogus Parts Have Turned Up in
Commercial Jets. Where’s the FAA?, BUS. WK., 
June 10, 1996, at 84.

From this point on . . .
Explore information related to this topic.
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In fact, after complaints by consumers of
adverse reactions to Serostim, the FDA identified
two counterfeit lots within the distribution net-
work, and Serono subsequently issued press
releases and warning letters to health care profes-
sionals.22 The FDA’s Office of Criminal
Investigations identified a man in China as a
Serostim counterfeiter and, working with the U.S.
Postal Inspection Service and Iowa State Police,
arrested him.

Identify Channel Weaknesses
If any of your products is a likely candidate for

counterfeiting, you should assess the risk of actual
occurrence by investigating your company’s entire
manufacturing and distribution channel, from raw
materials to the end user, and identify any possible
weaknesses. Focus your inquiry on the following six
questions: 

What parts of the supply chain does your com-
pany control?

You should be looking primarily for instances in
which your company outsources any parts of your
manufacturing and distribution channel, in which
many manufacturers possess the capabilities
required to produce your products, or in which
many players involved in a particular stage make
detection of counterfeits difficult. For example, you
might license your product to one or more third
party manufacturers, and you might have had a
variety of manufacturers to select from when you
made your initial sourcing decision. Your company
might authorize multiple third-party distributors,
resellers, wholesalers, and/or retailers. Or perhaps
your product is also sold over the internet. Once
you understand each component of your manufac-
turing and distribution channel, you should then
evaluate the extent to which criminal enterprise
could infiltrate, duplicate, or compromise any part
of this chain. 

What does one need to counterfeit your product?

You may find that your product plans are readily
available. This availability might be due to publicly

accessible patent filings, the fact that your products
and packaging might be particularly easy to reverse
engineer, or the reality that a number of different
manufacturers have been involved in producing
your products at one time or another and that, as a
result, your production plans are widely available.
You might also learn that raw materials needed to
produce your product or a sufficient forgery, such
as plastic, steel, and saline solution, are readily
available on the open market. 

Who has the ability to engage in counterfeiting
of your product?

You might find, for example, that the manufac-
turing and distribution processes for your products
are sufficiently simple to match the capabilities of a
large number of manufacturers and distributors. Or
you might learn that a third-party distributor
licensed to sell 2 million units of your products,
reports 2 million units sold, but is actually well-
positioned to sell 3 million units into the market-
place without your knowledge, with the additional
million units coming from a counterfeit manufac-
turing operation. Alternatively, you might discover
that your principal manufacturer can run a night
shift producing a significant number of unautho-
rized low-quality knockoffs of the same high-quality
products that it produces for you during the day. 

As you might imagine, you might encounter a
variety of different organizational structures, but
one common theme of susceptible supply chains
remains the same: the more third parties involved
in your supply chain or otherwise capable of manu-
facturing your products, the greater the number of
potential weaknesses.

Are there obstacles to distribution and sale?

You should evaluate the extent to which your
product is easy to distribute, perhaps because it is
small enough to ship via regular post. You should
also evaluate whether any regulations apply to the
import, export, sale, or resale of your products.
Significant distribution hurdles, such as oversized
mail requirements, as well as significant govern-
mental regulation, make counterfeiting more diffi-
cult, because oftentimes more people and
paperwork are involved at each step of the supply

2.2.
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chain process. Concurrently though, you should
recognize that, although the risks of getting caught
in a regulated industry may increase, the profit mar-
gins, if sufficient, may nevertheless make the risks
attractive.

How could counterfeiting escape detection?

You should assess the sophistication of counter-
feiters, product formulation, product packaging,
and the ease of detection. You might learn that
much of your product is sold through mom-and-pop
stores, making detection of counterfeit products dif-
ficult. Or you could ascertain that an inexpensive
substitute material would be difficult to detect
without sophisticated equipment. For example, a
simple saline solution might adequately masquerade
as a sophisticated clear-liquid drug. You might also
discover that knock-offs can be imported without
labeling, as innocuous generics, and then receive
labeling at the point-of-sale.

What steps have you taken to build and protect
your brand?

You should identify the steps that your company
may have already taken with respect to protecting
its brands. Perform an internal audit and identify
any trademark registration, prosecution, and protec-
tion programs. Check with the U.S. Patent and
Trademark Office (“PTO”), the European
Community Trademark Office, U.S. Customs, and
similar offices in any other countries where your
company does business to make sure that your fil-
ings are accurate, current, and effective. 

Walk through your company’s facilities, identify the
facility and materials security, and speak with your
engineers and designers to learn more about your
products, packaging, and shipping procedures. You
may even find that you have some product security
features already in place.

You should also perform an audit of the competitive
marketplace to determine whether other similar marks
exist and whether you may have, or be subject to, an
infringement claim. You might then examine your com-
pany’s use of its own marks to determine whether such
use has been consistent and appropriate with trade-
mark guidelines or whether your own use may be dilut-
ing the value and enforceability of your marks.

Forecast Potential Liabilities
Having identified your product’s susceptibility, as

well as any weaknesses in your manufacturing and
distribution channels, you should turn your atten-
tion to evaluating the potential liabilities for failure
to address any discovered concerns. These concerns
often include personal injuries suffered by con-
sumers, customer dissatisfaction, regulatory fines,
notification responsibilities, warranty claims, brand
erosion, and, ultimately, loss in shareholder value.
Once you have an understanding of the potential
damages, you will have a benchmark to begin the
process of evaluating potential solutions.

You might also calculate the expected effective-
ness of a program against its actual cost. In this
way, you can evaluate the return on investment that
a particular solution offers. You should be wary,
however, of exposing your company to increased
liability by making a decision based upon a return-
on-investment calculation that consciously or reck-
lessly disregards public safety.

From that point, you can select the measures that
you deem necessary to mitigate adverse effects. The
choices include insurance, warranty coverage, crisis
management, changes to the supply chain, anticoun-
terfeiting technologies, integration schemes, and
enforcement programs.

Devise Short-Term Solutions
Three short-term solutions to counterfeiting

exist: insurance, warranty coverage, and crisis man-
agement. Although this article will not explore
these efforts in depth, the following advice should
provide a useful starting point. 

First, you should meet with your insurance agent
and review your policies covering product liability,
commercial general liability, property and casualty,
directors’ and officers’ liability, and general negligence,
as well as any umbrella policies, to determine whether
you have adequate insurance to protect against coun-
terfeiting problems. You should also meet with compa-
nies in your supply chain, including third-party
manufacturers, vendors, distributors, wholesalers, and
retailers, to evaluate their coverage and perhaps obtain
“additional insured” endorsements.

Second, you will need to evaluate any warranties
that you provide to consumers. Typically, consumers

3.3.
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find warranties from three sources: express, third-
party beneficiary rules, or implied by law. You
should understand how each may be relevant to
your products and determine a strategy for support-
ing potential warranty claims. The first, express, is
often found through a direct sales contract, verbal
assurances, or labeling. Perhaps you sell your prod-
ucts directly to your consumers, and your sales per-
son, labels, or contracts explicitly state a warranty
or fail to disclaim a warranty or provide limitations
on liability. The second is through third-party bene-
ficiary rules, whereby injured consumers will
attempt to reach you through warranties that you
may have in contracts with your vendors. The third
may be from warranties that are implied under law.
Implied warranties have two basic sources: mer-
chantability and fitness for a particular purpose.
Although there are often industry specific differ-
ences, many state laws prohibit manufacturers from
disclaiming warranty protection when dealing with
consumers.

Third, you should form and maintain a crisis
management team that is ready to respond when-
ever you discover that a counterfeit product has
infected your market. This team should include in-
house counsel, a member of executive management,
and staff members from the public relations, opera-
tions, and audit departments. You should also iden-
tify competent outside counsel, private investigators,
and a public relations firm. Then, as the company
gathers information, the crisis management team
should deal with any related exposure.

Develop a Long-term Plan
Although it is likely unrealistic to think that you

could actually stop every instance of counterfeiting
every time, you can at least develop a long-range

plan for thwarting attempts, mitigating damages,
and responding in a timely, effective manner. Such a
long-term plan should include the following ele-
ments: establishing a brand protection task force,
registering and enforcing trademarks, integrating
technologies, generating publicity, determining legal
strategy, and enforcing your program. 

Establish a Brand Protection Task Force
For enduring brand protection efforts, you

should start by building a brand protection task
force of internal management team members and
external security partners and government agencies.
Although this brand protection task force will ini-
tially consist of members of your crisis management
team, you should expand the group to include those
who can implement a solution, not just those who
can respond to a crisis. Internally, you should seek
active participation from product development,
manufacturing, supply, package design, quality
assurance, media relations, sales, marketing, secu-
rity, and executive management. Externally, you
should coordinate efforts with your auditors, out-
side counsel, a public relations firm, local and fed-
eral law enforcement, regulators, private
investigators, the U.S. Customs Service, and a
brand protection specialty company with experience
in your industry.

Your first task will be to identify the goals of
your brand protection program. Although specific
goals will vary in details, the major heads will likely
include the following:
• Shielding consumers from unsafe products.
• Protecting value of trademarks.
• Improving value of brand.
• Punishing and deterring counterfeiters.
• Recovering lost sales revenues.
• Minimizing false warranty claims.

Be careful not to let members of your brand pro-
tection team or senior management label your
efforts as “another legal expense,” or you may
shortchange your solution. Have your team discuss
the program’s budget upfront and allocate it to an
appropriate profit and loss statement. There are
many ways to accomplish this task. Some compa-
nies consider their brand protection program part
of the manufacturing costs, because it resolves dis-
tribution chain and inventory control issues. Some
consider the program part of their marketing bud-

ALTHOUGH THERE ARE OFTEN INDUSTRY
SPECIFIC DIFFERENCES, MANY STATE

LAWS PROHIBIT MANUFACTURERS FROM

DISCLAIMING WARRANTY PROTECTION

WHEN DEALING WITH CONSUMERS.
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get, because it protects trademarks and resolves
brand equity issues associated with potentially bad
publicity. Others carve out a special program alloca-
tion. Whatever allocation method you ultimately
determine, be sure to get buy-in from the appropri-
ate profit-and-loss manager, as well as executive
management, if necessary.

Register and Enforce Trademarks
You should also consider developing an effective

trademark registration and enforcement program.
Examine registration opportunities worldwide, with
typical registration bodies, such as the U.S. Patent and
Trademark Office, as well as other entities, such as
U.S. Customs. Then, work with the task force to edu-
cate your company’s sales, marketing, design, and dis-
tribution teams to use trademarks properly, to identify
counterfeits, and to rethink their work to include anti-
counterfeiting considerations. Also note that, in
November 2002, President Bush signed H.R. 2215, the
21st Century Department of Justice Appropriations
Authorizations Act. This act will allow the United
States to become a part of the Madrid Protocol treaty,
which provides a “one-stop” filing mechanism for the
international registration of trademarks. 

Integrate Technologies
Work with the group to consider channel weak-

nesses, and if you choose to employ technology
solutions, be sure to keep the group focused on
solutions that relate to actual vulnerabilities.

Too many brand owners have employed technol-
ogy to secure their supply chains, only to find out
later that their efforts involved fragmented and
indiscriminate technology purchases, bearing little
relationship to the actual root problem or providing
wholly insufficient protection.

For example, a label placed on containers
shipped from a pharmaceutical manufacturer may
prove an inadequate solution for counterfeit drugs

if distributors routinely repackage drugs for phar-
macies and can insert counterfeit product. Laser
etching on computer cases may prove insufficient
where integrators and assemblers can replace the
internal components with counterfeits, sell the
cased computer at full price, and resell the legiti-
mate components through the parts market. Hang
tags affixed to automotive parts may prove insuffi-
cient where reconditioning companies can collect
such tags after installation of original parts and sim-
ply reuse the tags to pass off reconditioned prod-
ucts. In short, such arbitrary efforts frequently fail
to mitigate a counterfeiting problem. 

A needs assessment coupled with an engineering
and integration review should assist you in sorting
through the myriad of technologies available to
combat counterfeiting and determining the most
effective integration strategy. Anticounterfeiting
technologies can be covert or overt and may include
ink- and dye-based labeling, optical scanning, laser
etching, magnetic markings, bar coding, biological
protein screens, microscopic chemical taggants, and
a variety of other advanced molecular, optical, and
magnetic-based technologies. Companies can inte-
grate such technologies in both packaging and
product-based schemes that may occur at any point
in the supply and distribution chain.

An effective anticounterfeiting solution will
employ media, hardware, and software systems that
involve aspects of many of the above-mentioned
technologies. For instance, in order to secure the
authenticity of the product itself, you could use
product marking and tagging devices, such as
secure inks, dyes, and microfibers. You could mark
the package containing the products with tamper-
evident breakaway patterns and then secure cases
and cartons of packages by using secure packaging
tape embedded with covert anticounterfeiting tech-
nologies. Specialized hardware can guarantee the
validity of the markings on any product, package,
case, or carton using optical and magnetic-based
readers and thermal transfer inks from barcode
printing systems. The final piece of this brand pro-
tection solution incorporates software systems that
manage inventory, track products, and allow manu-
facturers to trace supply chain security. See the
sidebar on the next page for a list of companies that
you might contact to provide anticounterfeiting
technologies and solutions.

A NEEDS ASSESSMENT COUPLED WITH
AN ENGINEERING AND INTEGRATION

REVIEW SHOULD ASSIST YOU IN SORTING
THROUGH THE MYRIAD OF TECHNOLOGIES
AVAILABLE TO COMBAT COUNTERFEITING.
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Using these technologies can give you a host of
benefits. Brand labels embedded with covert inks or
dyes allow you to work with U.S. Customs officials
during seizures to identify instantly and machine-
verify authentic products. Tracking technology inte-
grated into product packaging allows you to
identify product origins immediately from manufac-
turing to retailer, thus revealing any sources of
product diversion. Preventing counterfeit and
diverted product shipments with such measures can
save your company millions of dollars annually and
root out potentially dangerous products.

With knowledge of the available anticounterfeit-
ing technologies and complete supply and distribu-
tion chain evaluations in hand, you should return to
your brand equity calculations, develop models
demonstrating a return on investment for each solu-
tion, add considerations for general consumer
safety, and find your optimal choice. 

Generate Publicity
In designing your anticounterfeiting plan, you

should also consider publicity campaigns to educate
consumers about identifying overt marks on your
products. Many brand owners balk at this sugges-
tion, believing that such advertising messages serve
to scare consumers about a brand’s potential sus-
ceptibility to counterfeiting. But by crafting a mes-
sage that helps consumers to identify genuine
sources of your product and to understand your
company’s proactive steps, you can improve your

corporate reputation and increase brand awareness.
As an added benefit, you also serve to inform coun-
terfeiters that your products are protected. This
notice may deter and discourage their efforts.

Determine Legal Strategy
You should prepare an appropriate legal strategy

to respond in the event that you identify a potential
counterfeiter and decide to take remedial action.
For a discussion of international enforcement
efforts and an analysis of legal protection in the
United States and the effectiveness of remedial
strategies, see the respective sidebars on pages 38,
40–42. Typically, you will select some combination
of civil or criminal prosecution and work closely with
state and federal prosecutors, as well as the U.S.
Customs Service or other border security agency.
Although legal efforts are often frustrating in that
they are time consuming and rarely produce dramatic
results, they are nevertheless an important compo-
nent of any anticounterfeiting response program.

Enforce the Program
Follow-through will be key to your anticounter-

feiting program’s success. Schedule routine audits
for each member of your manufacturing and distri-
bution chain. Respond promptly to calls from law
enforcement agents and customs to confirm coun-
terfeit products. Work with members of the task
force to keep abreast of program developments,
success stories, and disappointments. Modify the
program to suit changes in budgets, product
designs, or counterfeiting sources. Keep informed
about changing anticounterfeiting technologies so
that you can stay one step ahead of counterfeiters.
Be mindful of manufacturing advances that may
make counterfeiting easier. Speak with members in
your company’s industry about developing product
security standards. And aggressively prosecute
counterfeiters.

CONCLUSION

With advances in counterfeiting methods and
scope, the importance of product authenticity is
growing, particularly in industries with heightened
health and safety risks. Consumer injuries have
increased, and in their desire to hold someone

ANTICOUNTERFEITING SYSTEMS
VENDORS

The following is an alphabetical list of companies
that you might engage to provide anticounterfeiting
systems:

• Applied Optical Technologies, plc, at 
www.aotgroup.com.

• Banknote Corporation of America, Inc., at
www.banknote.com.

• De La Rue, plc, at www.delarue.com.
• GenuOne, Inc., at www.genuone.com.
• MeadWestvaco Corporation, at 

www.meadwestvaco.com.
• 3M Worldwide, at www.3m.com.
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accountable, plaintiffs and plaintiffs’ lawyers have
targeted brand owners. Although no court has held
a brand owner liable under the product liability the-
ory proposed in the Serono litigation, it is probably
just a matter of time.

The onus is on you to protect your brands, as
well as your consumers, from potentially substantial
injuries caused by counterfeit products. To do so,
you must assess your products’ susceptibility to
counterfeiting, organize a crisis response team, and
develop short-term and long-term anticounterfeiting
solutions, including unearthing a sufficient budget.
Effective technology exists in a variety of forms to
allow you to make calculated decisions to regulate
your supply chains and minimize the effects of
counterfeiting.

With the proper solutions in hand, you can turn
any negative finger-pointing into positive results for

your products. Successful anticounterfeiting efforts
not only increase consumer confidence in the
brand, but also increase revenues from recovered
sales. In this way, you can protect what often repre-
sents your largest asset—brand equity—from what
may loom as its largest threat. In the end, you and
your consumers will benefit from the sale of safe,
secure, and genuine products. A

NOTES

1. See Willy Stern, Warning! Bogus Parts Have Turned Up in
Commercial Jets. Where’s the FAA?, BUSINESS WEEK, June
10, 1996, at 84 (airplane); Ron Giling, Fatal Forgeries, 67
ORBIT 12 (1st quarter 1998), available at www.oneworld.org/
vso/pubs/orbit/67/medicine.htm (fever medication); “Get
the Facts,” at www.iacc.org (brake pad). 
Other examples of potentially fatal consequences of counter-
feiting include rashes and seizures from baby formula pre-

The United States, home to some of the world’s most valuable
brands,1 stands at the forefront of the battle against counterfeit-
ing, but goverments worldwide have started weighing in with a
variety of new initiatives. 

The Trade-Related Aspects of Intellectual Property Rights
(“TRIPs”) Agreement, one of the agreements of the World
Trade Organization (“WTO”), in protecting intellectual prop-
erty rights in pharmaceutical patents, is a significant agree-
ment designed to reduce barriers to international trade and
economic development by recognizing intellectual property
rights as private rights, but setting forth procedures and mech-
anisms to enforce those rights without allowing them to
become barriers to international trade and development. For
example, TRIPs strikes a balance between public health and
technological development.2 Other positive signs include the
European Commission’s declaration3 that counterfeiting threat-
ens the single market, the recent addition of China to the
WTO, and the WTO’s extensive deliberations surrounding
world anticounterfeiting policies. 

Nations have begun to recognize the importance of global
economic stability and free trade. They also have witnessed the
health and safety ramifications resulting from faulty products,
along with the criminal enterprises funded by their spoils.4

Many have been slow, however, to punish the powerful illicit
manufacturing operations headquartered within their borders
and have delayed or refused to enforce anticounterfeiting mea-

sures. As a result, effective global cooperation, although help-
ful, will likely coalesce too slowly to permit brand owners or
consumers to rely on foreign governments for overseas protec-
tion from counterfeiting or to satisfy immediate shareholder
mandates to protect and build brand equity. 

NOTES

1. According to a 2002 study by Interbrand and Business Week, the
world’s most valuable brands include Coca-Cola, with an estimated
value of $69.6 billion, Microsoft ($64.1 billion), IBM ($51.2 billion),
and GE ($42.4 billion). Gerry Khermouch, Stanley Holmes & Moon
Ihlwan, The Best Global Brands, BUS. WK., Aug. 5, 2002, at 48.

2. See arts. 7, 8, and 27 of the Agreement on Trade-Related Aspects of
Intellectual Property Rights (“TRIPs”) of the World Trade
Organization, at www.wto.org/english/docs_e/legal_e/27-trips.doc.

3. The European Commission was expected to turn this declaration, “Green
Paper on Combating Counterfeiting and Piracy in the Single Market,”
Oct. 22, 1998, into a directive in 2002. See “Counterfeiting and Piracy:
The Commission Puts Forward an Ambitious Action Plan,” at
europa.eu.int/comm/internal_market/en/indprop/piracy/counterf.htm. 

4. According to congressional testimony by the International
Anticounterfeiting Coalition (“IACC”) (a “partnership to deter coun-
terfeiting and piracy and protect the freedom to create”) and to
media accounts, the Islamic extremists linked to the 1993 bombing
of the World Trade Center in New York reportedly raised cash by
selling counterfeit products. See “Organized Crime, Terrorism and
Violent Crimes,” at www.iacc.org.

INTERNATIONAL ANTICOUNTERFEITING EFFORTS
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pared without hypoallergenic ingredients; burns from electri-
cal appliances lacking proper insulation; allergic reactions
from cosmetics containing industrial solvents and carcino-
gens; serious health complications from antibiotics made
with yellow paint and talcum powder and produced in vary-
ing potencies; and retinal damage from sunglasses lacking
protection from ultraviolet rays. See “Economic Loss Data &
Seizure Statistics,” at www.iacc.org; see also “Counterfeit
Medicines—An Unscrupulous Business,” German Pharma
Health Fund, E.V., at www.gphf.org/web_en/projekte/
minilab/hintergrund_arzneimittelfaelschungen.htm (listing
injuries due to counterfeit pharmaceuticals).

2. See “Get the Facts,” at www.iacc.org. 
3. See “Economic Loss Data & Seizure Statistics” at

www.iacc.org.
4. See Christopher Dolan, Fits over Counterfeiting: Legislative

Accomplishments and Directions, 27 AIPLA Q.J. 233, 243

(Summer 1999), citing Jed S. Rakoff & Ira B. Wolff,
Commercial Counterfeiting and the Proposed Trademark
Counterfeiting Act, 20 AM. CRIM. L. REV. 145, 146–49
(1982) (reviewing history of trademark counterfeiting).

5. See “Secret Service History—Beginnings,” at
www.ustreas.gov/usss/history_beginnings.shtml.

6. Id.
7. See Arthur Best, Manufacturer’s Responsibility for Harms

Suffered by Victims of Counterfeiters: A Modern
Elaboration of Causation Rules and Fundamental Tort
Law, 8 SUM. CURRENTS: INT’L TRADE L.J. 43 (Summer 1999).

8. Id. Premises liability extends from the broad duty of care
that a business has to protect its patrons from foreseeable
dangers posed by criminal activity on or near its premises. 

9. See “First Amended Complaint for Damages, Restitution
and Injunctive Relief,” dated Apr. 20, 2001, and filed by
plaintiffs Robert Lunn and Kelly Burke, on behalf of them-
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You have a choice of remedies to pursue in the event that you
detect a counterfeit of your company’s brand and identify the
source. Choose carefully your goals because there are a variety
of approaches that you might consider when confronted with
counterfeiting and a variety of consequences that can result.

CIVIL 

Civil legal efforts begin with traditional trademark enforce-
ment under federal law, primarily, the Lanham Act, the
Trademark Counterfeiting Act of 1984, the Trademark Dilution
Act of 1996, and the Economic Espionage Act of 1996.1 These
laws generally protect marks that brand owners have registered
with the U.S. Patent & Trademark Office (“PTO”) and give you
the tools to obtain restraining orders, seizures, and ultimately
damages.2

In most cases, you would first consider issuing a standard
cease-and-desist letter. You should reserve cease-and-desist let-
ters for small operations, however, when consumer safety is not
at risk and where the likelihood of any useful connection to a
larger, more significant player is remote. You should also be
careful to use cease-and-desist letters only when you plan to fol-
low up with action, because failure to follow up may be deemed
acquiescence to the wrongful use.

For potentially more damaging cases, you should consider
instituting civil proceedings for infringement by obtaining a
restraining order against the alleged counterfeiter to cease sales
of counterfeit goods. You should carefully consider the target of
any given raid and weigh whether it will lead you to the major
manufacturers and distributors or only serve as an early warning

system. You should also consider when and how to involve local
law enforcement authorities and whether those authorities, too,
might tip your hand to the major players. Despite these complex
deliberations, a restraining order may prove your only effective
civil remedy against fleet-footed counterfeiting operations. If you
prove successful, you will obtain permanent injunctions and
damages. In the meantime, you might also review the protec-
tions provided by individual states through state trademark
infringement and unfair competition statutes.3

Although useful in concept, state and federal civil actions
unfortunately often prove ineffective. Typical counterfeiting
operations relocate quickly and maintain few obtainable assets.
They have little incentive to comply with injunctions and are
often well organized, highly profitable enterprises that view civil
fines as merely a cost of doing business.

CRIMINAL 

A more viable course might exist with state and federal crimi-
nal prosecution.4 To instigate criminal proceedings, you should
initiate a seizure through the U.S. Department of Justice
(“DOJ”) and state law enforcement authorities.5 As in civil pro-
ceedings, federal criminal law provides for an ex parte judicial
hearing to obtain seizure orders, and it presents the same con-
siderations regarding warnings and leaks to the major players.6

The criminal path, however, may present the additional advan-
tage of a well-trained and motivated staff paid by the govern-
ment and armed with harsher penalties for proven violators.7

Once apprehended, offenders face stiff penalties for inten-
tional and knowing counterfeiting, including payment to the

WHEN COUNTERFEITING OCCURS . . . 
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selves and all others similarly situated, against Serono, in
the Superior Court of the State of California for the
County of San Diego, Case No. GIC 761598, at 10, ¶¶ 35, 36.

10. Interpol recently reported a counterfeiting incident in
Latin America that involved an asthma-relief product used
in hospitals for serious and sometimes critical cases. See
Geoff Power, “Pharmaceutical Counterfeiting,” at
www.interpol.int/Public/Publications/ICPR/ICPR476_1.asp.
“The counterfeits varied widely in active content (40-
110%) and some were over-acidic, showing very poor
quality control. The local company took the unusual step
of voluntarily withdrawing the entire relevant batch (both
counterfeit and genuine) from the market. There was an
immediate redesign of the pack and the company incorpo-
rated a general-purpose hologram on the carton with an
embossed logo to ‘customize’ it. Other covert security fea-
tures were included, and the new packaging produced

within a very short lead-time to ensure continuity of supply
to the market.” Id.

11. A recent study of juror attitudes in civil litigation found
that jurors hold corporations to rigorous standards of con-
duct. Although the study was undertaken with respect to
product liability cases in which product origination was
not an issue, the findings are arguably analogous to coun-
terfeiting in predicting juror sentiments:

• 73 percent of jurors agree that regulations and stan-
dards cannot be too high to ensure product safety. 

• 63 percent agree that requiring products to be 100 
percent safe is not too expensive.

• 93 percent believe that companies should be required
to tell the public of the possibility, no matter how 
small, that their products might be unsafe.

• 65 percent believe that business has either too much 
or far too much power. 

January 2003 ACCA Docket   

brand owner of three times either the offender’s profits or the
brand owner’s damages.8 If damages are difficult to prove, an
offender could owe the brand owner up to $100,000 for each
counterfeited mark9 or up to $1 million if the infringement was
willful.10 Offenders also face up to 10 years of imprisonment and
fines of up to $2 million for individuals and $5 million for cor-
porations.11 Second offenses carry prison sentences up to 20
years and fines up to $5 million for individuals and $15 million
for corporations.12

Counterfeiters also may violate mail and wire fraud statutes
that prohibit using the mails or wires in interstate or foreign
commerce to carry out any scheme to defraud13 and laws that
prohibit the making of false and fraudulent statements to U.S.
departments or agencies, such as customs or tax authorities.14 In
both cases, prosecutors have a long history with the statutes, and
violations carry up to five years of imprisonment, fines, or both.
Although this criminal justice system is useful, the federal gov-
ernment does not seem to enforce it with sufficient vigor to pro-
vide much comfort.

In fiscal year 2000, the DOJ opened 106 cases with 162
defendants in connection with trafficking in counterfeit goods
and services, counterfeit labels for audiovisual works, and unau-
thorized recordings of live music performances, as well as crimi-
nal copyright infringement.15 Of those cases, only 76 ended with
either a guilty plea or a conviction, and of those, only 25 defen-
dants served prison terms—no improvement over the results
posted for FY 1998 and 1999.16

CUSTOMS 

Although its general enforcement powers are limited to arti-
cles “of foreign manufacture,” the U.S. Customs Service pro-

vides a proximate resolution to the problem of imported coun-
terfeit products.17 To ensure maximum protection, you should
register your marks with the U.S. Customs Service by submitting
an application along with a $190 recordation fee.

The U.S. Customs Service’s intellectual property rights data-
base contains about 23,000 company trademarks, copyrights,
and patent exclusion orders. Although many counterfeit prod-
ucts enter the United States without offending trademarks (they
are often affixed immediately before sale), all U.S. Customs
agents have access to the database, and it remains a useful
resource for identifying counterfeit goods. Once the U.S.
Customs Service has identified a particular good as counterfeit,
it can delay the entry of the particular good into the United
States until you and the importer have given the U.S. Customs
Service better information. You should be aware that conversa-
tions with some U.S. Customs agents indicate that they may be
unwilling to exercise their enforcement powers with respect to
marks not registered in the U.S. Customs database.

Customs also works closely with the Federal Bureau of
Investigation (“FBI”), as a core member of the U.S. govern-
ment’s National Intellectual Property Rights Coordination Center
(“IPR Center”).18 Although the IPR Center focuses on the use of
the internet to commit intellectual property crimes, it also facili-
tates further enforcement actions by operating as a contact and
collection point for intelligence provided by domestic and inter-
national law enforcement agencies, private industry, Congress,
and media outlets.

On a typical day, the U.S. Customs Service examines 1.3 mil-
lion passengers, 2,661 aircraft, 60,196 trucks, 348,205 vehicles,
and 522 vessels. In FY 2001, these searches led the U.S.
Customs Service and the IPR Center to seize $57 million of
counterfeit products.19 These seizures occurred at ports of entry,
international mail depots, and border crossings. FY 2001 pro-
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See VALERIE P. HANS, BUSINESS ON TRIAL: THE CIVIL JURY

AND CORPORATE RESPONSIBILITY 165–70 (Yale Univ. Press
2000). 

12. See www.viagra.com. 
13. See May 17, 2002, news release from the District Attorney

of New York County at www.manhattanda.org/whatsnew. 
14. Id.
15. “ICTI Announces 2000 Toy Sales at US$69.5 Billion,”

dated June 1, 2001, at www.toy-icti.org/newsinfo/
060101_toysales00.htm.

16. See 14 C.F.R. §§ 21.21–21.61.621 (1996) (detailing 
certification procedures for aircraft parts).

17. See Stern, supra note 1 at 84 (discussing accompanying
paperwork).

18. Id. See also Aircraft Parts: “Bogus” or “Unapproved,”
Special Report of Aviation Today, Dec. 11–3, 2002, at
www.aviationtoday.com/reports/VII.htm.

19. See Melody Petersen, 3 Fake Drugs Are Found in
Pharmacies, N.Y. TIMES, June 5, 2001, reporting on
FDA investigation of counterfeit Serostim, at
www.nytimes.com/2001/06/05/business/
05DRUG.html?ei=1&en=&ex=993018741&pagewanted
=print. 

20. See www.seronousa.com (describing Serostim and link-
ing to additional information at www.aidswasting.com/
aids/serostim/index.html).

21. See Petersen, supra note 19. 
22. See William K. Hubbard, Senior Associate, Commission

for Policy, Planning, and Legislation, U.S. Food and
Drug Administration, statement before the
Subcommittee on Health, Committee on Energy and
Commerce, U.S. House of Representatives, July 25,
2002, at http://fda.gov/ola/2002/
personaldrugimportation.html.
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duced the second highest yearly domestic total in intellectual
property seizures for the U.S. Customs Service, but against the
scale of problems posed by counterfeiting, the U.S. Customs
Service’s resources remain insufficient. 

NOTES

1. Lanham Act, 15 U.S.C. §§ 1051-1127 (1997); Trademark
Counterfeiting Act of 1984, 18 U.S.C. § 2320 (2000); Trademark
Dilution Act of 1996, 15 U.S.C. § 1125(c) (1997); Economic
Espionage Act of 1996, 18 U.S.C. § 1831 (2000). See also
Anticounterfeiting Consumer Protection Act of 1996, Pub. L. No.
104-153, 110 Stat. 1386 (1996) (increasing anticounterfeiting
enforcement and penalties).

2. The Lanham Act provides a limited course of action for injunctions to
protect unregistered marks. In addition to trademark protection, fed-
eral law provides protection through patent law for products protected
by a design patent and copyright law for protection to the extent that
the counterfeiting constitutes piracy.

3. Worth noting, as well, because of the relief that it may provide brand
owners who choose to pursue civil remedies, is the recently intro-
duced Intellectual Property Protection Act of 2002. See Intellectual
Property Protection Act of 2002, H.R. 5057, 107th Cong. (2002).
This proposed act would criminalize the counterfeiting of authentica-
tion features, such as holograms, as well as trafficking in documenta-
tion and packaging for software programs, music, movies, and other
audiovisual works. It includes civil remedies for violations. The legisla-
tion allows victimized brand owners to recover actual damages equal
to the retail value of the authorized goods, as well as any profits of the
counterfeiter, or statutory damages up to $25,000 and, thus, may
serve as a deterrent for counterfeiters and traffickers. Furthermore, a
court may award the brand owner treble damages, where appropriate,
against subsequent violators of the act within a three-year period.

4. See generally NILS VICTOR MONTAN, TRADEMARK ANTICOUNTERFEITING

IN ASIA AND THE PACIFIC RIM 140 (International Trademark
Association 2001) (positing civil remedies are generally more useful
than criminal remedies in many foreign jurisdictions).

5. Federal prosecutors are often better suited to act for a variety of rea-
sons, including the multistate nature of counterfeiting activity, limited
state resources, stronger federal laws, and, occasionally, a lack of state
interest in prosecuting in-state criminals on behalf of out-of-state
rightsholders. 

6. 15 U.S.C. § 1116(d)(1)(A) (1997).
7. On July 23, 1999, U.S. Deputy Attorney General Eric Holder formally

designated intellectual property crime a national investigative and
prosecutorial priority for federal law enforcement. Perhaps the new
designation will attract necessary resources. See remarks of Eric
Holder Jr., Deputy Attorney General, U.S. Department of Justice, at a
press conference announcing the intellectual property rights initiative,
San Jose, CA, July 23, 1999, at www.cybercrime.gov/dagipini.htm. 

8. 15 U.S.C. § 1117(b) (1997).
9. 15 U.S.C. § 1117(c)(1) (1997).

10. 15 U.S.C. § 1117(c)(2) (1997).
11. 18 U.S.C. § 2320(a) (2000) (penalizing intentional and attempted

trafficking in goods or services if the defendant knowingly uses a
counterfeit mark on or in connection with the goods or services).

12. In the case of organized counterfeit trafficking, those who make and
sell counterfeit products also face liability under racketeering laws,
such as the Racketeer Influenced and Corrupt Organizations Act
(“RICO”), 18 U.S.C. § 1961. RICO violations carry fines up to
$25,000 and imprisonment up to 20 years. Moreover, depending on
whether a brand owner sues under trademark, copyright, or patent
infringement laws, additional damages may be available.

13. See 18 U.S.C. §§ 1341, 1343 (2000).
14. See 18 U.S.C. § 1001 (2000).
15. See U.S.Department of Justice, FY 2000 Performance Report and FY

2002 Performance Plan, App. F, “Intellectual Property Cases—U.S.
Attorney’s Office—Fiscal Year 2000” (prepared by Justice Managment
Division, Apr. 2001), at www.usdoj.gov/ag/annualreports/
pr2000/AppFIntellProperty.htm.

16. Id.
17. See 19 U.S.C. § 1526(a) (1999).
18. See “Factsheet: National Intellectual Property Rights Coordination

Center,” at www.customs.ustreas.gov/enforcem/ipr.htm.
19. See “Customs Seizures” at www.iacc.org.
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Guarding Against Counterfeiting:
Issues Confronting the Motion Picture Industry

By Alan R. Friedman

Background:  Several major areas of counterfeiting and piracy challenge motion picture
distribution companies.  Chief amont them are the unauthorized copying and distribution
of feature films prior to their home video release and, all too often, prior to their theatrical
release.  The principle legal tools and leading cases pertinent to opposing these forms of
priracy are discussed below

I.  Internet Piracy Through Peer-to-Peer Networks

A.  The newspapers and legal publications generally are rife with stories about the
battles being waged between copyright owners (mainly music companies so far) and
Napster and distributors/operators of peer-to-peer software systems.  Among the readers
of this outline it is a safe bet that there are few who do not either directly utilize peer-to-
peer systems to download copyrighted works (again, usually recorded music) or know
people who regularly make such downloads.  In contrast there are likely to be few readers
who either have shoplifted CDs or videos from their local record/video stores or who
know someone who has done so.

B.  The legal fighting to date has generally focused on the culpability of the peer-
to-peer software distributors/operators on the grounds that they have committed
contributory copyright infringement or are vicariously liable for the direct infringements
committed by individuals utilizing their software and/or network.

C. Three cases illustrate the issues, although they do not lead to a uniform rule.

! A & M Records, Inc. v. Napster, Inc. (“Napster”), 239 F.3d 1004 (9th Cir.
2001) – The Copyright Owners Win

! Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd. (“Grokster”), 259 F.
Supp. 2d 1029, 2003 WL 1989129 (C.D. Cal. April 25, 2003) – The File-
Sharers Strike Back

! In re Aimster Copyright Litigation (“Aimster”), 334 F.3d 643 (7th Cir.
June 30, 2003) – Another to the Copyright Owners:  But What Does It
Mean?

1.  A & M Records, Inc. v. Napster, Inc., 239 F.3d 1004 (9th Cir. 2001)

In Napster, the Ninth Circuit addressed for the first time at an appellate court level
whether the copyright laws could be applied against the operator of a peer-to-peer
Internet service.  After making an extensive analysis of the facts, the court ruled that the
operator was liable as a contributory infringer.

ACCA’s 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 252

CHARTING A NEW COURSE



Facts:  Napster designed and operated a system that permitted its users to swap sound
recordings over the Internet.  To use its system, a person must simply download
Napster’s “Music Share” software and establish a user name and password.  Thereafter,
the user can decide which, if any, of his music files he wishes to make available for
sharing (which he can change at anytime).  Also, merely by typing in the name of an
artist or a specific song, a user can determine whether music files he wishes to copy are
available from any other Napster user.  Computer servers operated by Napster perform
this search and, if a match is found, the Napster servers communicate the host’s Internet
address to the requesting user.

Claims Asserted:  The claims asserted against Napster were for contributory and
vicarious copyright infringement.  While each claim requires infringement by a third
party, this was not an issue on the appeal, as Napster did not challenge the District
Court’s finding that Napster users were engaged in the unauthorized copying and
distribution of copyrighted works.  In fact, the District Court found that as much of 87%
of the files available on Napster were copyrighted.

Napster opposed the claims against it both on the basis that its users were engaged in a
fair use of the transferred music files and because the other elements required to establish
its liability as a secondary infringer under the copyright laws could not be established.
The Ninth Circuit disagreed.

a.  Fair Use:  The court gave short shrift to the argument that the
wholesale reproduction of copyrighted songs over the Internet constituted “fair use.”  It
agreed with the District Court’s finding that the use was not “transformative” and its
conclusion that the fact that entire copyrighted songs were copied militated against a
finding of fair use.  Similarly, the Ninth Circuit also accepted the District Court’s
findings that Napster harms the market for the copyrighted songs transferred by, at the
minimum, reducing audio CD sales and raising barriers to the plaintiff record companies’
ability to enter the market for the digital downloading of music.

                         In the course of affirming the District Court’s rejection of Napster’s fair
use defense, the Ninth Circuit also agreed that the fact that Napster could be used to
“space shift” did not validate its fair use defense.  Napster argued that the space shifting
its software allowed – i.e., permitting a Napster user to download MP3 music files that
the user already owned in order to listen to them at different times over different media –
was analogous to the time shifting that the United States Supreme Court sanctioned in
Sony Corp. v. Universal City Studios, Inc., 464 U.S. 417 (1984).  The Ninth Circuit, like
the District Court, disagreed, finding that the Sony case – in which Sony’s status as a
secondary copyright infringer was in issued based upon its sale of Betamax video
recorders – was “inapposite” because the method of shifting in that case “did not also
simultaneously involved distribution of the copyrighted material to the general public . . .
.”
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                        b.  Secondary Infringement:  After concluding that the fair use defense
did not apply, the Court next addressed whether Napster could be held liable for its users
direct infringement, either as a contributory infringer or under a theory of vicarious
liability.

(1) Contributory Infringement:  Contributory liability requires the existence of
direct infringement by a third party and that the secondary infringer (a) know or have
reason to know of the direct infringement, and (b) materially contribute to the infringing
conduct.  Based upon its rejection of the “fair use” defense, the Court found that direct
infringement by Napster’s users was occurring.  Turning to the next two elements to a
finding of contributory infringement, and citing to Sony Corp., the Ninth Circuit first
ruled the requisite knowledge cannot be imputed merely because Napster’s peer-to-peer
file sharing technology “may be used to infringe plaintiff’s copyrights.”  Nevertheless,
the Court concluded that the record supported the District Court’s finding that “Napster
has actual knowledge that specific infringing material is available using its system, that it
could block access to the system by suppliers of the infringing material, and that if failed
to remove the material.”  The Court next ruled that Napster also “materially contributes
to the infringing conduct of another,” finding that Napster’s users could not find and
download the music they want without the support services that Napster provides, which
constitute the “site and facilities” for their direct infringement.

(2) Vicarious Liability:  The Ninth Circuit also affirmed the District Court’s
ruling that Napster engaged in vicarious copyright infringement, which required a finding
that it had the “right and ability to supervise the infringing activity” and that it had a
direct financial interest in such activity.  As to the latter, the Ninth Circuit ruled that
financial benefit exists where the availability of infringing material acts as a draw for
customers, and it found there to be “ample evidence” of such a draw with respect to
Napster’s users.

With respect to the “right and ability to supervise” element, the Court found that Napster
had expressly retained the right to control access to its system and to terminate accounts
if, among other things, a user’s conduct violated applicable law.  The Court further ruled
that Napster’s failure to exercise its ability to police and terminate did not let it off the
hook:  “Turning a blind eye to detectable acts of infringement for the sake of profit gives
rise to liability.”  (Emphasis added.)

2.  MGM Studios, Inc. v. Grokster, Ltd., 259 F. Supp.2d  1029 (C.D. Cal.
April 25, 2003).

In Grokster, an array of companies in the motion picture and music industries sued
several Internet software distributors for contributory and vicarious copyright liability.
Although the material facts were not in dispute – both sides moved for summary
judgment – the law was hotly contested.

Facts:  Defendants distributed software that could be downloaded for free from
defendants’ computers which enabled users to exchange digital media (e.g., music and
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audiovisualr files) over peer-to-peer networks.  The Defendants used software very
popular in the peer-to-peer community known as Morpheus and as Kazaa, both of which
operate differently than the software Napster utilized.  While Napster itself hosted on its
computer servers a central list of the files available for downloading – which list was
essential to its users’ ability to download files – the court in Grokster court described the
process employed in downloading files with the Morpheus and Kazaa systems as follows:
“When users search for and initiate transfers of files using [Kazaa software], they do so
without any information being transmitted to or through any computers owned or
controlled by Grokster.”  The Court similarly ruled that transfers made using the
Morpheus network occur “directly between the two users” and do not involve the
computers of defendant StreamCast (the distributor of the Morpheus software).

Claims Asserted:  Again, the claims asserted against the Defendants were for
contributing and vicarious copyright infringements.  In Grokster, the existence of direct
copyright infringement again was not in issue, as “it [was] undisputed that at least some
of the individuals who use Defendant’s software are engaged in direct copyright
infringement of Plaintiff’s copyrighted works.”

(1) Contributory Infringement:  Beyond the threshold showing of direct
infringement, as discussed above, to establish contributory infringement the plaintiff must
show that the “secondary infringer” (1) knew of or had reason to know of the direct
infringement, and (2) materially contributed to the infringing activity of another.  Citing
Napster, the court found that “evidence of actual knowledge of specific acts is required
for contributory infringement liability.” (Emphasis in original.)  This was a daunting and,
ultimately, unachievable burden for the plaintiffs as applied by the Grokster court, which
viewed it as requiring the plaintiffs to show that the defendants had actual knowledge of
its users’ infringement at a time when they could use that knowledge to stop the
infringement.

Turning to the “material contribution” prong, the court noted that, in Napster, this
prong was satisfied because “without the services [Napster] provide[d], Napster users
could not find and download the music they want – and because Napster “served as the
axis of the file-sharing network’s wheel.”  The Grokster court found that there was a
“seminal distinction” between Napster and the processes at issue in Grokster because
they did not require the defendants to facilitate the exchange of files between users in the
way Napster’s software required Napster’s direct involvement for specific files to be
shared.  The Court, in what only can be seen as the most charitable of characterizations,
described the Defendant’s activities as “not significantly different from companies that
sell home video recorders or copy machines, both of which can be and are used to
infringe copyrights.”  Notably, while the Grokster court cited frequently to the Ninth
Circuit’s decision in Napster as support for its ruling, it chose neither to cite to or
acknowledge the Napster court’s clear and unequivocal distinction of the home video
recorders at issue in Sony and the copying permitted by peer-to-peer internet systems
(like those operated by the defendants in Grokster):
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While the majority of VCR purchasers did not distribute taped
television broadcasts, but merely enjoyed them at home, “it is
obvious that once a user lists a copy of music he already owns
on the Napster system in order to access the music from
another location, the song becomes available for millions of
other individually, not just the original CD owner.”
(Emphasis added.)

(2)  Vicarious Liability:  In frank recognition of the direct copyright
infringement occurring, the Court found that the “financial benefit” prong of this claim
was met:  “it is clear that defendants derive a financial benefit from the infringing
conduct “because the ability to trade copyrighted works is a “draw” for “many” of
defendants’ tens of millions of users.  The Court found, however, that the undisputed
facts established that the right and ability to supervise the infringing conduct could not be
established, which was a key difference from the facts in Napster. shown.  In brief, the
Court found that the Defendants had no ability to supervise and control the infringing
conduct of users of the peer-to-peer network after [their software] product has passed to
end users.”  By restricting its focus to what the defendants could do after the software
was distributed, the Court found it to be “immaterial” that the defendants could have
done more to limit the ability of their users to apply the software to transfer copyrighted
works.

3.  In Re:  Aimster Copyright Litigation, 334 F.3d 643 (7th Cir. June 30,
2003).

The plaintiffs in Aimster, once again an array of owners copyrighted music, asserted
claims against the “Aimster” Internet service for contributory and vicarious copyright
infringement.  The case was before the Seventh Circuit following the District Court’s
entry of a preliminary injunction that, effectively, shutdown the Aimster service.

Facts:  The Court described the Aimster system as having the following essential
components:  (a) proprietary software that can be downloaded for free; (b) a computer
server that (i) hosts the website and collects information obtained from users, (ii) does not
make copies of swapped files, but (iii) does provide a matching service to enable users to
find other users who have the file desired to be copied; (c) computerized tutorials that
instruct software users’ how to swap files; and (d) “Club Aimster,” a related website
available to Aimster software users to join for a monthly fee and use to download “top
40” popular-music files more easily than by using the free service.  The process through
which Aimster users share files entailed the following: users list on their computers the
files they are willing to share; a user who wants to copy a file enters his request in the
“Search For” field and Aimster’s server then searches its software users’ computers for
the requested file and, if it finds the file, it instructs the computer of the user in which it is
located to the computer of the user who made the request.  The Court ruled that Aimster
was not a direct infringer because the copyrighted works copied were located on the
computers of its users and not on Aimster operated computers.
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The Court next turned to the manner in which the Aimster file-sharing system is used,
noting that it could readily be used for “innocuous” and salutary purposes such as
expediting the exchange of confidential business data among employees of a business
firm.

Claims Asserted:  Significant to the court’s analysis of whether there was a sufficient
likelihood of success on the plaintiffs’ claim that Aimster was a secondary infringer to
affirm the entry of the preliminary injunction was the decision in Sony Corp. of America,
Inc. v. Universal City Studios, Inc., 464 U.S. 417 (1984), that Sony was not a secondary
infringer even though its Betamax video recorder allowed copyrighted television
programs to be privately recorded without the consent of the copyright owners.  The
Aimster court carefully considered the Sony court’s ruling that the producer of a product
that has substantial non-infringing uses is not a contributory infringer merely because
some of the uses actually made of the project are infringing.  In addressing where the
balance is to be drawn in determining when the product’s infringing uses rise to a
sufficient magnitude to warrant a finding of contributory infringement, the court rejected
Aimster’s argument that it was enough for it to show that its service could be used in
non-infringing ways – which it undisputedly could – in order to preclude a finding of
contributory infringement.

The Seventh Circuit found significant that Aimster’s tutorial regarding the use of its
software includes as its only examples of file sharing the sharing of copyrighted music.
The court viewed this as “an invitation to infringement.”  Likewise, the court found that
the Club Aimster program, in which, in return for payment of a monthly fee, club
members could download the “top 40” songs in a streamlined, single-click manner,
“invariably” included songs that were under copyright.  Further, the Court noted that
Aimster’s server searched the computers of Aimster users in response to a club member’s
file (i.e., song) request and, when the file was located, “effects the transmission.”  While
noting that the Aimster service was capable of “substantial non-infringing uses,” these
possibilities were of no relevance on the record before the court, because “Aimster has
failed to produce any evidence that its service has ever been used for a non-infringing
use, let alone evidence concerning the frequency of such uses.”

In affirming the entry of the preliminary injunction against Aimster, the Court rejected
the argument that Aimster could not be liable for contributory infringement because the
design of its software ensured that it “lacked the knowledge of infringing uses that
liability for contributory negligence requires” – a reference to both the software
encryption that enabled users to conceal their identities and to the software design that
provided for the file swapping to occur between computers that were not operated by
Aimster.  The court was unimpressed, ruling that:  “Willful blindness is knowledge in
copyright law … [and] [o]ne who, knowing or strongly suspecting that he is involved in
shady dealings, takes steps to make sure that he does not acquire full or exact knowledge
of the nature and extent of those dealings is held to have a criminal intent.”  In the words
of the court, Aimster did not escape liability “by using encryption software to prevent
[itself] from learning what surely [it] strongly suspects to be the case:  that the users of
[its] service – maybe all the users of [its] service – are copyright infringers.”  (Emphasis
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in original.)  Further, while not separately resolving whether Aimster was liable as a
vicarious copyright infringer, the court again commented that Aimster’s “ostrich-like
refusal to discover the extent to which its system was being used to infringe copyright is
merely another piece of evidence that it was a contributing infringer.”

D.  What Do the Napster, Grokster and Aimster Decisions Tell Us?

While there is no shortage of decisions regarding the legality of peer-to-peer file sharing
software services, the issues they raise have not been uniformly resolved.  The decisions
are consistent in establishing that a Napster-like service, in which the software company
itself retains control over and possesses knowledge of the unauthorized copying of
copyrighted works, has little chance of avoiding liability.

However, following the Napster decision, the peer-to-peer software has been adapted in
an effort to skirt the boundaries of secondary liability.  In Grokster, the District Court
found these modifications to be sufficient to take the challenged software outside the
proscriptions of Napster.  In Aimster, the Seventh Circuit did not.  While the software at
issue in Aimster was not identical to that in Grokster, with the Aimster software leaving
more control with the software distributor, that factor does not appear to have been
decisive to the Seventh Circuit’s ruling.  Rather, the Aimster Court emphasized (1) the
absence of evidence of non-infringing uses (as opposed to the possibility of non-
infringing uses), and (2) Aimster’s “willful blindness” and “ostrich-like” behavior in
preventing itself from learning the extent to which its software users used to share
copyrighted works.  Given this emphasis, it is readily conceivable that the Seventh
Circuit would find that the software in Grokster – which was intentionally designed so
that the sharing activities occurred between the computers of anonymous users of
software – constituted contributory copyright infringement.

While the Grokster Court recognized “the possibility that Defendants may have
intentionally structured their businesses to avoid secondary liability for copyright
infringement, while benefiting financially from the illicit draw of their wares,” it made no
reference to the law cited by the Aimster Court regarding “willful blindness,” stating that
it was up to the lawmakers to enact new legislation to expand copyright law boundaries
to include such conduct.

Significantly, the Ninth Circuit may have signaled its views in Napster, where it ruled
that “[t]urning a blind eye to detectable acts of infringement for the sake of profit gives
rise to [vicarious] liability.”  While the specific acts committed by Aimster users may not
be detectable at the time they occur, the act of devising a system to make such detection
impossible may well be viewed as nothing more than an act of “willful blindness” that is
not entitled to immunity.

While time will tell whether the Grokster court or the Seventh Circuit’s view will prevail,
there is no dispute that file sharing does constitute direct copyright infringement.  And,
copyright owners of recorded music have become increasingly aggressive since the
Grokster decision in issuing subpoenas and pursuing the file-swappers themselves.
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While this is a less efficient and less popular way for these owners to protect their rights,
it may provide the chill that is necessary to curtail the explosive growth of for-free,
unauthorized copying of copyrighted works.

II.  Internet Piracy Through Sales of Copyrighted Works Over the Internet.

A. Introduction:  In addition to the downloading of copyrighted works over the
Internet through the peer-to-peer systems discussed above, there are also sites that offer
for sale bootlegged and pirated copies of music and motion pictures.  This section of the
outline addresses how to protect against such distribution.

1.  What happens when your copyrighted material shows up without
authorization on the Internet

2. Not surprisingly, one’s options are stronger if the works at issue have been
registered for copyright with the Copyright Registrar.  Such registration
provides a public record of ownership of the material in question and, if the
registration was filed prior to the infringing activity (or within 3 months after
publication), in the event that liability is proven, the remedies available
include statutory damages (which often are easier to prove than actual
damages) and attorneys’ fees.

3. Conversely, if there has not been prior registration, then the expense of
proceeding against sales of a relatively limited number of copyrighted
products over the Internet may weigh unfavorably against the potential
recovery.  Accordingly, it is always advisable to register copyrighted works as
early as possible under the circumstances.

B. Contact the Internet Site Directly

1.  Cease and Desist Letter (best option if your goal is to make the site stop the
infringing activity)

A.  Example of Cease and Desist Letter (Exhibit A)
B. At a minimum, cease and desist letter should contain the following:

i. Statement that you own the copyright
ii. Statement that website’s actions are infringing and

unauthorized
iii. Demand that website cease and desist from infringing

activity
iv. Demand for an accounting of the exploitation made
v. Description of the website’s liability and potential damages
vi. A deadline as to when you expect confirmation that website

will cease infringing activity
C. Do not make threats you do not intend to act upon
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C. Contact the Internet Service Provider – Digital Millennium Copyright Act of
1998 (codified at 17 U.S.C.  § 512)

1. Title II – “Online Copyright Infringement Liability Limitation”:  contains a
procedure that grants ISP immunity from copyright infringement liability
under certain circumstances

A. Service provider defined as “a provider of online services or
network access, or the operator of facilities therefore”
(§512(k)(l)(B))

B. Title II provides safe harbor provisions
1. transitory communications:  limits liability where ISP

acts as a data conduit, transmitting digital information
from one point on a network to another at someone
else’s request  §512(a)

2. system caching:  limits liability of ISP’s practice of
retaining copies, for a limited time, of material that has
been made available online by a person other than the
provider and then transmitted to a subscriber at his or
her direction  §512(b)

3. information residing on systems or networks at the
direction of users:  limits liability of ISPs for infringing
material on websites hosted on their systems  §512(c) –
most common and will discuss in further detail

4. information location tools:  applies to hyperlinks, online
directories, search engines, etc; limits liability for the
act of referring or linking users to a site that contains
infringing material by using such information location
tools  (ex.  Google can not be liable for sending
someone to a website that may contain infringing
material); §512(d)

2. A More In-Depth Look at §512(c) – Limitation for Information Residing
on Systems or Networks at the Direction of Users

A. In order to qualify for the limitation, ISP must meet the following
criteria

1. ISP must show that it did not have actual knowledge of
the infringing activity

2. ISP must show that it did not receive direct financial
benefit attributable to the infringing activity

3. ISP must expeditiously take down or block the
infringing material upon proper notification

B. Statute requires that copyright owner provide proper notice, which
includes:
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1. A physical or electronic signature of a person
authorized to act on behalf of the owner of an exclusive
right that is allegedly infringed

2. identification of the copyrighted work claimed to have
been infringed, or, if multiple copyrighted works at a
single online site are covered by a single notification, a
representative list of such works at that site

3. Identification of the material that is claimed to be
infringing or to be the subject of infringing activity and
that is to be removed or access to which is to be
disabled, and information reasonably sufficient to
permit the service provider to locate the material

4. Information reasonably sufficient to permit the service
provider to contact the complaining party, such as an
address, telephone number, and, if available, an
electronic mail address at which the complaining party
may be contacted

5. A statement that the complaining party has a good faith
belief that use of the material in the manner complained
of is not authorized by the copyright owner, its agent, or
the law

6. A statement that the information in the notification is
accurate, and under penalty of perjury, that the
complaining party is authorized to act on behalf of the
owner of an exclusive right that is allegedly infringed

7. Hendrickson v. eBay, Inc., 165 F. Supp. 2d 1082 (C.D.
Cal 2001): plaintiff brought suit against eBay alleging
copyright infringement for the sale of unauthorized
copies of film on eBay; court granted summary
judgment in favor of eBay because plaintiff failed to
provide proper notice under DMCA (no written
statement under “penalty of perjury, no statement that
plaintiff had a good faith belief that the use of the
material was not authorized and failed to provided
sufficient information identifying the alleged infringing
material)

C. §512(g) – provides safeguards against erroneous or fraudulent
notification – subscriber (website) can respond to ISP’s removal of
alleged infringing material with a counter notification (specific
requirement include statement under penalty of perjury that material
was removed or disabled through mistake or misidentification); unless
copyright owner files action seeking a court order against the
subscriber, ISP must put material back up within 10-14 business days

D. §512(i)(A) – safe harbor provisions apply only to ISPs who have
adopted and implemented a policy (which has been transmitted to
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subscribers) that provides for the termination of accounts of
repeated infringers

E. Examples of ISPs policies to report copyright infringement
1. Yahoo – designates agent and sets forth what is

required in notice (Exhibit C)
2. eBay – explanation of VeRO Program (Verified Rights

Owner Program) – (Exhibit D – sample policy); Notice
of Claimed Infringement (Exhibit E)

3. Miramax’s has had success with eBay’s VeRO program
– typical process includes sending (by e-mail or fax) a
Notice of Infringement, including eBay auction number
and description of material and eBay will remove
(usually same day).  However, with rare exceptions,
burden is on copyright holder to find and identify all
infringing material

3. Subpoena to Identify Infringer (§512(h) – copyright owner may
request that the clerk of any US district court issue a subpoena to
an ISP for identification of an alleged infringer

4. Pre-emptive moves:  Fox and Lucasfilm issued warnings to ISPs
about pirated copies of “Planet of the Apes” and “Star Wars:
Episode I – The Phantom Menance” before they had any evidence
of infringing copies being available on the ISP.  The notices were
based upon past experiences and the popularity of the movies in
issue.

A. Many argue that this would not constitute sufficient notice
under the DMCA because it is ambiguous and not specific

B. Public relations issue – many ISPs put off by threatening letter
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November 6,2001 

VIA FACSIMILE and REGULAR MAIL 

Company.com 
Address 
Address 

Attention: Chief Legal Officer 

Dear Sir or Madam: 

It has just come to our attention that Company.com is selling, distributing and/or otherwise 
exploiting in the United States on its website “Company.com” at least the following motion 
pictures on DVD as to which Miramax Film Corp. (“Miramax”) holds the exclusive rights): 
“Movie A,” “Movie B,” “Movie C,” and “Movie D ’  (collectively the “Unauthorized Titles”). 
Company.com’ actions in this regard are completely unauthorized and violate valuable rights held 
by Miramax. Miramax is the exclusive licensee of the right to distribute all of the foregoing 
Unauthorized Titles, as well as in other languages, on all home video formats, as well as through 
other forms of exploitation in, among other territories, the United States and Canada. 

Miramax has not granted Company.com or any other entity or person associated with 
Company.com the right to sell the Unauthorized Titles on DVD or to otherwise exploit the movie. 
Thus, any such sale or other exploitation by Company.com is both unlawful and in violation of 
Miramax’s rights, including, but not limited to, statutory and common law protections against 
copyright infringement and unfair competition. 

On behalf of Miramax, we hereby demand that Company.com and any person or entity with 
which Company.com is affiliated immediately: (i) cease and desist from the distribution and/or 
sale of the Unauthorized Titles; (ii) provide us with all licenses or other documents, if any, by 
which Company.com claims any right to distribute and/or sell the Unauthorized Titles; (iii) 
provide us with a complete statement of the manner in which Company.com is exploiting the 
Unauthorized Titles, including copies of any agreements that Company.com has entered into with 
any person regarding the Unauthorized Titles; (iv) provide us with (a) a detailed accounting of 
all revenues and profits that Company.com has derived from the sale of such DVDs, (b) the 
number of DVDs, that Company.com has manufactured and/or obtained and the source(s) from 
whom Company.com has obtained such copies; (c) the number of DVDs that it has sold or 
otherwise distributed (with full details as to the persordentities to whom such sales were made, 
the dates of such sales or distributions and the number sold or otherwise distributed to each such 
persotdentity); and (d) the number of DVDs in inventory; and (v) withdraw from distribution all 
copies of and all marketing and promotional materials relating to the Unauthorized Titles. 

Company.com’s exploitation of the Unauthorized Titles constitutes a willful and indefensible 
violation of Miramax’s legal and equitable rights for which Company.com will be held fully 
accountable. Please respond to this letter no later than November 12, 2001 to confirm that you 
will immediately cease all exploitation of the Unauthorized Titles and that you will comply with 
the items listed in the preceding paragraph. For the record, nothing contained in or omitted from 
this letter shall he deemed an admission by Miramax of any facts or a waiver of any rights or 

ACCA’s 2003 ANNUAL MEETING

This material is protected by copyright. Copyright © 2003 various authors and the Association of Corporate Counsel (ACC). 263

CHARTING A NEW COURSE



remedies, legal or equitable, which Miramax may have in connection with this matter, all of 
which are expressly reserved. 

Sincerely, 

Attorney 
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June 13,2002 

p 

Anthony P. Coll 
c/o Yahoo! Inc. 
701 First Avenue 
Sunnyvale, California 94089 

Re: Unauthorized “Chicago” Website 

Dear Mr. Coll: 

I, the undersigned, certify under penalty of perjury that I am an agent authorized to act on behalf 
of Miramax Film Corp. (“Miramax”). Please be advised that Miramax is the exclusive owner of 
all rights to exploit “Chicago” (the “Picture”). 

It has recently come to our attention that one of your web-hosting clients at URL 
www.zeocities.com/ chicazomovie is exploiting, without Miramax’s consent, an unauthorized 
trailer of the Picture, unauthorized photographs from the Picture, an unauthorized cast list and 
unauthorized credits from the Picture, and an unauthorized plot summary of the Picture 
(collectively the “Unauthorized Materials”). A hard copy printout of the pages displaying the 
menu for the Unauthorized Materials is attached for your reference. We have a good faith belief 
that this website is not authorized to exploit any materials related to the Picture. 

We are therefore writing to provide you with notice that, under the Online Copyright 
Infringement Liability Limitation Act (17 U.S.C. 5 512), and the laws governing contributory 
copyright infringement, Yahoo may be held liable for the above described infringements unless it 
responds expeditiously by removing or disabling access to these infringing materials. 

Accordingly, we request that Yahoo immediately and permanently remove or disable access to 
the infringing materials listed above at URL www.geocities.com/ chicaeomovie and all related 
subpages. Please let me know promptly whether you will comply with this request. If you have 
any questions in the meantime, please feel free to call me. I look forward to your response. 

Very truly yours, 

Attorney 
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Yahoo! Media Relations 
814103 12 :48  PM 

CoDvriaht Home - Media Relations Home - Info Center Home 
Copyright and Intellectual Property Agent for Notice 

Yahoo! respects the intellectual property of others, and we ask our users to do the same. Yahoo! may, in 
appropriate circumstances and at its discretion, disable and/or terminate the accounts of users who may be 
infringing the intellectual property rights of others. 

If you believe that your work has been copied in a way that constitutes copyright infringement, or your intellectual 
property rights have been otherwise violated, please provide Yahool's Copyright Agent the following information: 

1, an electronic or physical signature of the person authorized to act on behalf of the owner of the copyright or 
other intellectual property interest; 

2. a description of the copyrighted work or other intellectual property that you claim has been infringed; 
3. a description of where the material that you claim is infringing is located on the site; 
4. your address, telephone number, and email address; 
5. a statement by you that you have a good faith belief that the disputed use is not authorized by the copyright 

or intellectual property owner, its agent, or the law; 
6. a statement by you, made under penalty of perjury, that the above information in your Notice is accurate and 

that you are the copyright or intellectual property owner or authorized to act on the copyright or intellectual 
property owner's behalf. 

If you are seeking permission to use Yahoo! trademarks, logos, service marks, trade dress, slogans, screen 
shots, copyrighted designs, or other brand features, please contact the permission reauests department, not the 
copyright agent. 

Yahoo!'s Agent for Notice of claims of copyright or other intellectual property infringement can be reached as 
follows: 

By mail: 

Anthony P. Coll 
c/o Yahoo! Inc. 
701 First Avenue 
Sunnyvale, CA 94089 

By phone: 

(408) 349-5080 

By fax: 

(408) 349-7821 

By email: 

Copyright 0 2003 Yahoo! Inc. All Rights Reserved 
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Help : Safe Trading : If Something Goes Wrong : Tips 8/1/03 2:58 PM 

eBay's Verified Rights Owner (VeRO) Program 

eBay's VeRO Program was developed to facilitate cooperation between eBay and rights owners protecting their intellectual property rights. 

Highlights of the program Include: 

- 
* . 
* 
s 

. - 

expeditious removal of listings reported to eBay by over 5,000 VeRO Program participants; 
specific, detailed warnings designed to deter the listing of potentially infringing items before a listing is posted on eBay; 
voluntary daily monitoring and removal by eBay of listings offering potentially counterfeit or otherwise infringing items; 
voluntary daily monitoring and removal by eBay of listings that violate eBay policies designed to prevent the listing of infringing items on eBay; 
ability to save searches and have the results emailed to you through Favorite Searches; 
suspension of repeat offenders; 
continuing efforts to identify and prevent previously suspended users from reregistering for eBay; and 
cooperation with rights owners seeking personal information on alleged infringers. 

However, because eBay is not an expert in your intellectual property rights, and cannot verify that sellers have the right to sell the millions of items 
they post on eBay each day, we need your help in identifying listings which do not appear on their face to infringe your rights. 

How to report a listing to eBay 

Step One: 

If you have a good faith belief that a listing on eBay infringes your copyright, trademark, or other intellectual 
property rights, all you need to do is download our Notice of Claimed Infringement (NOCI) form, fill it out, 
and fax it to eBay. Download eBav's NOCI form. 

You will need AdobeIB Acrobat Reader to view and print our NOCI form. If you do not have Adobe@ Acrobat 
Reader, you can download a free CODY at Adobe's web site by. 

Step Two: 

After we receive your first NOCI, you can report listings through Ranger Online's new VeRO tool. Learn more 
about Ranqer Online 

0 .f Ranger Online 

Alternatively, we will send you an electronic version of our NOCI form so you can send future notices to us via emaii. if you prefer. 

Step Three: 

We encourage you to educate eBay users about your products and legal positions by creating an "About 
Me" page. We have found that many of our users cease listing potentially infringing items when presented 
with such information. 

Learn how to set UD vour About Me Daqe. Once you have posted your About Me page, send us an email and we will include it in our 
list of ip VeRO Proqram DarticiDant About Me Daaes. 

for more information. 

Related Help topics 
* Protection Proarams: Overview 
* Prohibited and Restricted Items: Overview 

* Whv did eBav remove my iistinq? 

Address of this http://pages.ebay.com/heIp/confidence/vero-rights-owner.html 

ip eBay Home 1 Usinq eBav HeiD [ print 1 Add to Favorites 
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Notice of Claimed Infringement 

Date: 

eBay Inc. 
Attn: eBay VeRO Program 
2145 Hamilton Ave. 
San Jose, CA 95125 
FaxNumber: (408) 516-8811 

Dear eBay: 

I, the undersigned, state UNDER PENALTY OF PERJURY that 

I a m  
the owner, or an agent authorized to act on behalf of the owner, of certain intellectual 
property rights (“IP Owner”); 

I have a good faith belief that the listings identified below (by item number) offer 
items or contain materials that are not authorized by the IP Owner, its agent, or the 
law, and therefore infringe the IP Owner’s rights; and 

The information in this notice is accurate. 

Please act expeditiously to remove the following listings 

Item Numbers: 

0 

List (or representative list) of works infringed: 

I may be contacted at: 

Name and Title 

email address (for eBay) 
email address (for sellers) 

Fax 
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In addition to the undersigned, the following persons have the proper authority to sign future 
Notices of Claimed Infringement on behalf of the IP Owner: 

Name: Name: 

Name: Name: 

Truthfully, 

signature 
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